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I. SCOPE OF PRACTITIONER’S NOTE 
 

This practitioner’s note covers various Intellectual Property (IP) 
specific issues and considerations for business and general counsel 
with reference to the latest changes in IP legislation and case law.  
Recently, the America Invents Act (AIA) was signed into law, creating 
many new procedures and rights that will place an even greater 
emphasis on patent and IP ownership.  Topics covered include 
changes brought about by the AIA and IP ownership issues related to 
patents.  This note is not meant to serve as a broad overview of IP law; 
instead it is for use as a practice-friendly tool for aiding business and 
general counsel in issue spotting.  

II. AMERICA INVENTS ACT 
 

The AIA was signed into law on September 16, 2011 and has 
brought about sweeping patent reform in the United States (“U.S.”).1  
The AIA fundamentally changes the legislative landscape governing 
patent law in the U.S. and brings about corresponding changes in the 
manner in which business and intellectual property attorneys must 
address intellectual property issues.  The most significant change 
brought about by the AIA is the move from a first-to-invent to a first 
inventor-to-file system that harmonizes U.S. patent practice with that 
of most foreign countries.2  Other changes include: additional pre-
issuance and post-issuance review processes for parties to initiate 
review of a patent application or issued patent; patent marking 
requirements that provide more cost-effective approaches to patent 
marking and have largely eliminated expensive false marking suits 
that businesses have had to defend against in recent years; 
modification of the United States Patent and Trademark Office 
(“USPTO”) fee structure; creation of “Micro Entity” status for fee 
payment; and a prioritized examination process.3  

The legislation was widely viewed with skepticism by the 
profession and this may be best evidenced by the move by applicants 
and patent attorneys to file applications before the March 16, 2013 
effective date.  For example, 24,259 provisional applications were 
                                                                                                                                                

1  See U.S. PATENT AND TRADEMARK OFFICE, AMERICA INVENTS ACT: 
EFFECTIVE DATES (Oct. 5, 2011), http://www.uspto.gov/aia_implementation/aia-
effective-dates.pdf (noting the effective dates of AIA provisions). 

2 See U.S. PATENT AND TRADEMARK OFFICE, AMERICA INVENTS ACT: GLOBAL 
IMPACT OF THE AIA (OCT. 5, 2011), 
http://www.uspto.gov/aia_implementation/global_impacts.jsp (noting the key 
provisions and impacts of the AIA). 

3 Id. 
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filed in the week ending on March 15th, compared to 4,099 
provisional applications filed in the previous week.4 

III. MOVING TO A FIRST INVENTOR-TO-FILE SYSTEM 
 

Although the move from a first-to-invent to a first inventor-to-file 
system met resistance for many years, it was seen as inevitable by 
much of the profession and has harmonized U.S. Patent law with much 
of the foreign world.  Under the former patent law system, an 
individual who was the first-to-invent was entitled to a patent over 
those that invented later, assuming the requirements for novelty, non-
obviousness, and usefulness were met. 5   Both novelty and non-
obviousness of a patent application were considered in light of a one-
year grace period.  This grace period gave an inventor the possibility 
of obtaining a patent even if a prior public use or sale occurred less 
than 12 months before the filing date of the inventor’s patent 
application, so long as the original inventor could prove that he 
invented the relevant subject matter before the public use or sale.6   

A. Filing Example  

 
 

For example, before the enactment of the AIA, John would be 
entitled to a patent in the Filing Example, even though he filed a patent 
application after Jane, if John could prove that he was the first-to-
invent.  However, John would not be entitled to a patent in most 
foreign countries.  The new first inventor-to-file provisions of the AIA 
became effective on March 16, 2013.7  Applications filed at this time 
and later will be examined based on the first inventor-to-file system 
and the 12-month grace period will be eliminated, except for certain 
                                                                                                                                                

4 Dennis Crouch, Pre-AIA Filing Numbers, PATENTLY-O BLOG (Mar. 29, 2013, 
10:24 AM), http://www.patentlyo.com/patent/2013/03/pre-aia-filing-numbers.html.  

5 35 U.S.C. § 101 (2006). 
6 35 U.S.C. § 102 (2006) (amended 2012) (current version at 35 U.S.C.A. § 102 

(West 2013)). 
7 USPTO AMERICA INVENTS ACT: EFFECTIVE DATES, supra note 1, at 6. 
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“carve-outs.” 8   A carve-out exists for public disclosures by the 
inventor within 12 months of the filing date of the patent application,9 
however, it should be noted that many foreign countries do not provide 
for this carve-out.   

B. Under the AIA, does Jane now get the issued patent in the 
Filing Example? 

 
Yes, provided that Jane conceived of and reduced to practice the 

claimed invention without derivation from John.   

1. Take Away for Business Counsel 
 

The move to the first inventor-to-file system is a significant change 
and presents new concerns for business attorneys and their clients.  
Under the old law, the U.S. provided a one-year grace period in which 
an inventor could file for patent protection.10  This grace period 
allowed a company to test the commercial market for an invention 
before investing resources in patent protection.11  In the event that a 
third party filed a patent application claiming the same subject matter 
during the grace period, the inventor could show prior conception and 
reduction to practice in order to have priority over the intervening 
third party filed patent application.12  However, the AIA now assigns 
priority to the first-filed patent application.  Accordingly, businesses 
and their attorneys should proactively address patent-related 
intellectual property protections early in the product development 
stage.  This may mean more patent filings, more often.  An increase in 
patent filings may be used in conjunction with increased protections 
employed by companies through the use of Non-Disclosure 
Agreements, strengthened intellectual property and confidentiality-
                                                                                                                                                

8  Leahy-Smith America Invents Act, Pub. L. No. 112-19, § 3,125 Stat. 284, 
288. 

9 See 35 U.S.C. § 102(b)(1) (2006).  
10  35 U.S.C. § 102 (b)(1) (2006) (amended 2012) (current version at 35 

U.S.C.A. § 102 (b)(1) (West 2013)).  
11 Tom Kulaga, First to File Patent Law Effective March 16, 2013, TENN. 

INVENTORS ASSOCIATION (Feb. 15, 2013), 
,http://www.tninventors.org/blog/2013/02/first-to-file-patent-laws-effective-march-
16-2013. 

12 Sean T. Carnathan, Patent Priority Disputes-A Proposed Re-Definition of 
"First-to-Invent", 49 ALA. L. REV. 755, 790 (1998) (“In determining priority of 
invention there shall be considered not only the respective dates of conception and 
reduction to practice of the invention, but also the reasonable diligence of one who 
was first to conceive and last to reduce to practice, from a time prior to conception 
by the other.”). 
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related provisions in employment agreements, as well as other trade 
secret-related mechanisms.   

C. Challenging and Asserting Issued Patents 
 

During the legislative back and forth leading up to the AIA, it was 
important for Congress to introduce new procedures for challenging 
issued patents with suspect validity.  The AIA addressed these 
concerns by including a collection of new pre-issuance and post-
issuance challenge proceedings.13 

1. Post Grant Review 
 

For example, a Post Grant Review (“PGR”) allows a third party to 
initiate a challenge to a patent within nine months after grant or 
reissue.14  This proceeding may make patentees hesitant to send out 
cease-and-desist letters within the first nine months after issuance of a 
patent, for fear of a subsequent patent being placed into the PGR 
program. 

2. Inter Partes Review 
 

Similarly, an Inter Partes Review (“IPR”) process allows a third 
party to challenge a patent at any time after issuance, provided that 
either the petition is filed nine months after the patent is granted or the 
petition is filed after the date of termination of a post-grant review.15  
It should be noted that the excess claim fees for both PGR and IPR16 
may be cost prohibitive for many parties where a patent with a 
voluminous amount of claims is at issue.  However, that cost may still 
represent a significant savings compared to litigating in Federal Court. 

3. Other Procedures 
 

 Patentees may also request a Supplemental Examination if 
additional prior art is discovered after issuance of a patent.17  This 
process may help to “shore up” a patent in view of newly discovered 
prior art.  Additionally, third parties will have an expanded period of 
                                                                                                                                                

13 35 U.S.C.A. § 122 (c)-(e) (West 2013). 
14 35 U.S.C.A. § 321(c) (West 2013). 
15 35 U.S.C.A. §§ 311-319 (West 2013).   
16 UNITED STATES PATENT AND TRADEMARK OFFICE, UNITED STATES PATENT 

AND TRADEMARK OFFICE FEE SCHEDULE (Apr. 10, 2013), 
http://www.uspto.gov/web/offices/ac/qs/ope/fee031913.htm. 

17 35 U.S.C.A. § 257 (West 2013).   
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time in which they may submit prior art to the USPTO during 
prosecution of a particular application.18  Under the prior legislation, a 
third party could only submit prior art to the USPTO within a two 
month period of time – a time period which most third parties were not 
aware of because of the events required to trigger the two month 
period. 

4. Best Mode Requirement 
 

Other changes brought about by the AIA include elimination of the 
best mode requirement as a defense to invalidate a patent during 
litigation.19  The best mode required that the patentee provide the best 
manner which they were aware of for making or using the claimed 
invention. 20   Previously, a patent could be invalidated if it was 
determined that the inventor(s) did not provide the best mode for 
practicing the invention.21  With the elimination of the best mode 
requirement, patentees may be able to disclose less than was 
previously required when applying for a patent. 

5. Advice of Counsel in Willful Infringement Cases 
 

Another important provision in the AIA provides that the failure of 
a party to obtain the advice of counsel may not be used to prove 
willful infringement of a patent in dispute.  This provision codified22 
common law under Seagate,23 a case in which the Federal Circuit 
eliminated the presumption that the failure to obtain the advice of 
counsel in regards to infringement of a particular patent brought rise to 
willful, and potentially treble, damages.   

6. Venue and Joining Parties 
 
                                                                                                                                                

18 35 U.S.C.A. § 122(e) (West 2013). 
19 U.S. PATENT AND TRADEMARK OFFICE, GLOBAL IMPACTS OF THE AIA, (Sept. 

23, 2102) http://www.uspto.gov/aia_implementation/global_impacts.jsp. 
20 2165 The Best Mode Requirement, USPTO, 

http://www.uspto.gov/web/offices/pac/mpep/s2165.html (last updated Sept. 13, 
2012) (citing Eli Lilly & Co. v. Barr Laboratories Inc., 251 F.3d 955, 963 (Fed. Cir. 
2001)). 

21 35 U.S.C. § 282 (2006).   
22 35 U.S.C. § 298 (2012). 
23  In re Seagate Technology, LLC, 497 F.3d 1360, 1370 (Fed. Cir. 2007) (citing 

Knorr-Bremse Systeme Fuer Nutzfahrzeuge GmbH v. Dana Corp., 383 F.3d 1337, 
1341 (Fed. Cir. 2004) (“We now hold that no adverse inference that an opinion of 
counsel was or would have been unfavorable flows from an alleged infringer's 
failure to obtain or produce an exculpatory opinion of counsel.”)).   
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Additionally, the AIA makes it more difficult for a patentee to 
employ a “shot gun” litigation tactic where multiple defendants are 
joined in an infringement suit.  This new provision became effective 
on the date of AIA enactment and provides for joinder of multiple 
accused infringers only if: 1) a right to relief is asserted with respect to 
the same transaction or occurrence, or series of transactions or 
occurrences, and related to the same accused product or process, and 
2) questions of fact common to all defendants or counterclaim 
defendants will arise in the action.24  However, joint defense groups 
and joint scheduling and discovery orders remain common even after 
enactment of the AIA.   

7. Take Away for Business Counsel 
 

Defending against suspect patents and litigious patentees is a fear 
that many parties have had to face in recent years.  The AIA provides 
several procedures that will be helpful in defending against patent 
infringement suits, particularly against non-practicing entities (so-
called “patent trolls”).25  These added protections for targets of non-
practicing entities are expected to lead to a decrease in the number of 
patent infringement suits filed by non-practicing entities.   

The various new review processes offered to patentees, accused 
infringers, and interested parties will also impact how companies 
address their intellectual property protections, including how they 
respond to threats from competitors.  For example, the PGR procedure 
may make patentees hesitant to send cease-and-desist letters within the 
first 9 months after patent issuance since that is the time period in 
which patents may be challenged under the PGR.  However, various 
party-specific estoppel issues impacting accused infringers brought 
about by the review processes may make these processes less than 
desirable, particularly because the estoppel provisions appear to be 
very onerous to a losing party. 

D. Patent Marking 

1. Marking Requirements 
 

The AIA also contains significant changes to the patent marking 
requirements.  Under the old law, a patentee had to mark “patented” or 

                                                                                                                                                
24 35 U.S.C.A. § 299 (West 2013). 
25 Amgen, Inc. v. F. Hoffmann-La Roche LTD, 581 F. Supp. 2d 160, 210 

(D.M.A. 2008) (Patent trolls are parties that enforce patents in the absence of making 
any products).   
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“pat.” on a patented product, along with the patent number, in order to 
obtain monetary damages for infringement.26  For products that were 
not marked with the patent number, or had the wrong patent number 
marked thereon, this represented a significant loss of potential 
litigation damages and leverage for settlement.  The AIA contains 
virtual marking provisions, which permit the patentee to mark “patent” 
or “pat.” on the product, along with a website address in which the 
patent numbers for a particular article can be accessed.  The AIA also 
allows a business to update patent markings on their website, a 
relatively low-cost endeavor, as opposed to marking on the physical 
product, which usually required an expensive change to a mold or 
manufacturing process for the patented product.27   

2. False Marking 
 

Congress had previously provided for qui tam suits in which third 
parties could sue a patentee for falsely marking patent numbers on 
products in commerce.28  This led to hundreds of false marking suits 
being filed within the past few years, particularly for products marked 
with a patent number for an expired patent.29  The qui tam suits were 
typically used to force companies to settle with qui tam plaintiffs or 
risk thousands in litigation fees and potential damages.  However, the 
AIA largely eliminated lawsuits for marking a product with a patent 
number that did not, in fact, cover the marked product.30  Additionally, 
marking a product with an expired patent number may no longer form 
the basis of a false marking claim.  In an attempt to become 
“grandfathered in” under the pre-AIA false marking standards, a large 
number of false marking suits were filed before the AIA enactment 
date. 

3. Take Away for Business Counsel 
 

It is much more cost-effective to virtually mark products under the 

                                                                                                                                                
26 35 U.S.C. § 287(a) (2006) (amended 2011) (current version at 35 U.S.C.A. § 

287(a)). 
27  U.S. PATENT AND TRADEMARK OFFICE, USPTO’S PRIORITIZED PATENT 

EXAMINATION PROGRAM, http://www.uspto.gov/patents/init_events/Track_One.jsp 
(last modified Dec. 20, 2012, 4:12:22 PM).   

28 35 U.S.C. § 292 (2006) (amended 2011) (current version at 35 U.S.C.A. § 
292). 

29 Dionne Searcey, RIP False Marking Cases As We Know Them, WALL ST. J. 
L. BLOG (Sept. 16, 2011, 4:53 PM), http://blogs.wsj.com/law/2011/09/16/rip-false-
marking-case-as-we-know-them/. 

30 35 U.S.C.A. § 292 (West 2013). 
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AIA than the old marking on product requirements.  Patentees should 
look to modernize their patent marking to include the much more cost-
effective virtual marking.  However, patentees must carefully check 
the patent marking requirements of all jurisdictions to determine the 
best course of action for their client. 

E. Patent Prosecution and Filing 

1. Oath/Declaration and Inventor Cooperation 
 

Previously, when a business entity wanted to file a patent 
application in the U.S., cooperation from inventors was crucial.  This 
was because the inventor was required to declare, via a signed oath 
and/or declaration, that he was the first to invent the subject matter 
claimed in the patent application. 31   Frequently, insubordinate 
employees, or disgruntled former employees, would refuse to sign the 
oath and/or declaration, leading to expensive and protracted disputes 
between the company and inventor.  The AIA now provides a vehicle 
for business entities to file patent applications when the inventor 
refuses to sign or cannot be located, provided that the inventor is under 
an obligation to assign to the employer.32  Furthermore, the oath and 
declaration are not even required at the time of filing of a patent 
application and may be filed at a later date (although best practices 
will continue to be to execute the oath and declaration in the early 
stages of prosecution). 

Therefore, legal counsel should carefully review their clients’ 
employment agreements so that it is clear that the business owns any 
intellectual property developed as part of employees’ responsibilities.  
Counsel should be certain that appropriate documentation exists for a 
company to make application for patent on behalf of a non-cooperative 
inventor. 

2. Accelerated Examination 
 

One of the much-discussed provisions of the AIA has been the 
introduction of Track 1 Prioritized Examinations.  With a surcharge of 
$4,000 for large entities, and $2,000 for small entities, an application 
will now be advanced in line for examination.33  A recent report from 
                                                                                                                                                

31 35 U.S.C. § 115 (2006) (amended 2013) (current version at 35 U.S.C.A. § 115 
(West 2013)). 

32 35 U.S.C.A. § 115 (West 2013).   
33 37 C.F.R. 1.102(e) (2011) (permitting prioritized examination); 37 C.F.R. § 

1.17(c) (2013) (setting out the prioritized examination fee for each respective type of 
entity).  
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the USPTO indicates that applicants participating in the Track 1 
program have generally received a first Office Action or Notice of 
Allowance within three months of the filing date of the application.34  
This accelerated prosecution may prove particularly beneficial to 
startups in search of funding, or help established companies which 
intend to roll out a product in the near future.35   

3. Fee Changes 
 

A significant increase in most USPTO fees was also introduced by 
the AIA.  However, some relief is offered for “Micro Entities,” which 
are entitled to a 75% reduction for most fees.36  Micro Entities may 
include universities, companies licensing to universities, and 
individuals being named as an inventor on less than five patents and 
having an income below a certain threshold.37  Additionally, the 
USPTO now has fee setting authority and recently announced a new 
fee schedule that generally raises fees for most actions.38 

4. Take Away for Business Counsel 
 

The Track I program may be very beneficial for commercially 
important technology.  It is quite possible to have a patent issued 
within 9-12 months from the earliest filing date in the United States.  
Additionally, the cost of the Track I program may be entirely offset by 
quicker and compact prosecution, as prolonged prosecution normally 
brings about increased cost.  The fee increases are modest in total cost 
and should not have a substantial impact on a party’s patent budget, 
although patent maintenance fees have increased significantly.  Also, 
the new Oath/Declaration rules will make having an Employee 
Agreement that effectively articulates the patent rights of employers 
even more important. 

                                                                                                                                                
34  Peggy Focarino, USPTO Track One: The Agency’s Self-Report on 

Implementation Performance Through Year-End 2011, USPTO.GOV (Jan. 3, 2012) 
http://www.uspto.gov/blog/director/entry/uspto_track_i_the_agency. 

35  Christopher R. Hilberg, Robert M. Hirning, & Adam P. Kiedrowsk, 
Accelerated Examination: A Second Look: Reconsidering the Benefits of the 
USPTO’s New Accelerated Examination Program, OPPENHEIMER.COM, 
http://www.oppenheimer.com/uploadedFiles/News/Accelerated%20Examination_La
ndslide_3%2010_Hirning_Hilberg_Kiedrowski.pdf. 

36 35 U.S.C. § 123 (2010). 
37 Id. 
38  77 Fed. Reg. 55028 (Sept. 6, 2012), available at 

https://www.federalregister.gov/articles/2013/01/18/2013-00819/setting-and-
adjusting-patent-fees. 
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F. AIA and Trade Secrets 
 

The AIA provides for a prior user defense which applies to any 
patents issued on or after the date of enactment.39  Prior to the AIA, 
US patent laws provided for a prior user defense only against method 
claims of doing or conducting business.40  The AIA creates a prior 
user defense for parties who commercially used the product on which 
they are being sued in the United States more than one year prior to 
the effective filing date of the patented invention or before the date on 
which the patented invention was disclosed to the public.41   Of 
particular importance to the pharmaceutical industry, commercial use 
includes the period during which an application for marketing 
approval is pending before a regulatory body.42  The intersection 
between the prior user defense provided under the AIA and trade 
secrets may increase the value of trade secrets for an organization, as 
trade secret matter may now be used for defending against a patent 
infringement suit.   

1. Take Away for Business Counsel 
 

The prior user defense and the elimination of the best mode 
requirement may allow for parties to maintain trade secrets without 
fear of later being sued for patent infringement.  However, the prior 
user defense has a relatively high burden of proof, so good records are 
essential if one is going to rely on this defense.   

                                                                                                                                                
39 35 U.S.C.A. § 273(a) (West 2013). 
40 See 35 U.S.C. § 273 (2006) (amended 2011) (current version at 35 U.S.C.A. § 

273 (West 2013). 
41 35 U.S.C.A. § 273(a) (West 2013).   
42 35 U.S.C.A. § 273(c) (West 2013).   


