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I. INTRODUCTION 
I can recall in 2012 when it was clear that the American Investments 

Act (“AIA”) was going to be the new law, that practitioners were often 
espousing “file early and file often” with respect to patent disclosures.  
Gone, or at least curtailed, were the days of having a year grace period 
where the applicant could rely on prior conception and reduction to 
practice for establishing a prior invention date in the United States for 
any application filed after March 15, 2013.1  The United States was, 
according to many, going to harmonize with the rest of the world.   

The fact is, there is no harmonization with the rest of the world with 
respect to patent rules and grace periods.2  Even a “file early and file 
often” approach won’t necessarily save the day if, for example, 
Canada’s tricky disclosure rules were to capture an unprepared 
applicant.3  This article reviews disclosure grace periods for various 
countries, how the grace periods are measured and what act tolls the 
disclosure date, and best practices for building an international patent 
portfolio in view of the various grace periods.   

Even the safest route—filing a patent application for an invention 
before the invention has been disclosed to the public—does not always 
win the day; but it is often the best approach.4  Filing after disclosure 
increases the odds that the disclosure itself will become prior art to the 
applicant’s own application filing.5  Oftentimes, the public disclosure 
may be something less compared to the application.  But even in those 
circumstances, the application must be inventive in view of the 
disclosure if the country at issue operates without a grace period.6  In 

                                                                                                                                   
1 The Author notes that even with respect to filings prior to March 15, 2013, the 

PTAB has significantly increased the evidentiary requirements for “swearing 
behind,” with those requirements being adopted by Examiners within the United 
States Patent and Trademark Office as well. 

2 See Gene Quinn, Harmonization and the Quest for an Elusive International 
Grace Period, IP WATCHDOG (Feb. 10, 2015, 7:57 PM), 
http://www.ipwatchdog.com/2015/02/10/harmonization-and-the-quest-for-an-
elusive-international-grace-period/id=54599/. 

3 See generally Jeff Leuschner, The One Year Grace Period for Patent Filing In 
Canada: An Overview for U.S. Practicioners, SMART & BIGGAR (June 25, 2012), 
http://www.smart-biggar.ca/en/articles_detail.cfm?news_id=625 (providing general 
guidance on how Canada’s patent rules). 

4 See Grace Periods for Disclosure of an Invention Before Applying for a 
Patent, MEWBURN ELLIS LLP, http://mewburn.com/resource/grace-periods-for-
disclosure-of-an-invention-before-applying-for-a-patent/ (last visited Aug. 26, 2018) 
[hereinafter Grace Periods]. 

5 Id. 
6 See Isi Caulder & Maria Wei, Once the Cat is Out of the Bag-Taking 

Advantage of Grace Periods for Patent Application Filings, LEXOLOGY (Dec. 12, 
2017), https://www.lexology.com/library/detail.aspx?g=a3b98671-459f-4496-b3b4-
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countries where a grace period applies, assuming that the disclosure 
falls within the grace period, the Applicant may be able to remove the 
prior disclosure as prior art if certain statutory requirements are met.7  
These requirements vary significantly from country to country.8 

The grace period is an important public policy which the United 
States has continued to endorse, though in a limited amount.9  The grace 
period promotes disclosure and further refinement and innovation.10  
Even more so for academic purposes, where publishing is important for 
knowledge sharing, and for career advancement for academics.11  The 
grace period promotes these advances without significantly 
jeopardizing patent rights in the United States for the discloser/inventor 
in limited circumstances.12    

II. THE CURRENT LANDSCAPE 
The following countries/regions have some form of a twelve-month 

grace period: (1) Argentina, (2) South Korea, (3) Australia, (4) 
Malaysia, (5) Brazil, (6) Mexico, (7) Canada, (8) Peru, (9) Chile, (10) 
Philippines, (11) Columbia, (12) Turkey, (13) Estonia, and (14) the 
United States.13  

The following countries/regions have some form of a six-month 
grace period: (1) Eurasia, (2) Albania, (3) Japan, (4) San Marino, and 
(5) Russia.14   

This seems simple enough, right?  In a hypothetical where an 
Applicant wants protection in the United States, Canada, and Japan, 
they must simply file a provisional application within six-months of the 
disclosure date and satisfy either the Paris Convention or the Patent 
Cooperation Treaty (PCT) filing requirements at some later date in 

                                                                                                                                   
f8905ccc76b1.  

7 See id. 
8 Compare Novelty: Prior Disclosure, INTELL. PROP. OFF. OF SING., 

http://iposinternational.com/guidelines/novelty/prior-disclosure/ (last visited Aug. 
26, 2018), with Copyright Designs and Patents Act 1988, Chapter 48 § 292, 
https://www.legislation.gov.uk/ukpga/1988/48/pdfs/ukpga_19880048_en.pdf, and 
The Manual of Patent Practice, §2.03 Novelty: Prior Disclosure, INTELL. PROP. 
OFF., https://www.gov.uk/guidance/manual-of-patent-practice-mopp/section-2-
novelty (last updated Jan. 2018). 

9 Gail Edmondson et al., A Grace Period for Patents, Science/Business 4, 8 
(2013), http://www.insme.org/files/grace-period-report.  

10 See Emmanuel Roucounas, The Debate Regarding the Grace Period, ALLEA 
31, 31 (2006).  

11 Id.  
12 See id. 
13 Grace Periods, supra note 4. 
14 Id. 
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Canada and Japan, and all is well.15 

  
Actually, in this scenario, it is likely that the Canadian and Japanese 

filings both fall outside of the grace period, and the Applicant’s own 
disclosures will invalidate any patents granted in Canada and Japan.16  
The reason for this is, although Canada and Japan both have grace 
periods, the periods are measured from the date that a first patent 
application filing is made designating either country.17  This first filing 
is almost always either the PCT filing or the twelve-month priority 
filing.18  In other words, in this example, the Applicant, believing that 
they have complied with the grace periods for both Canada and Japan, 
has spent significant amounts of their Intellectual Property budget on 
filings that are, by definition, invalid if the prior disclosure reads on or 
renders obvious the claimed invention.19   

Take this example a step further and consider an otherwise timely 
filed PCT application that relies on the Holiday Rule in the United 
States.  Let’s say, for example, that a U.S. Provisional application was 
filed on the same day as the Applicant’s disclosure; this scenario occurs 
quite frequently in the industry.  The disclosure is filed on any Federal 
holiday of 2016.  When the PCT comes due in twelve-month’s time, the 
Applicant chooses to file the day after the Federal holiday, or, put more 
simply, 366 days later.   

 
Does this Application preserve novelty in Canada?  I can find no 

definitive answer, but it appears no.  I certainly wouldn’t want to find 
out the hard way that the prior disclosure is indeed an invalidating 
disclosure.  

I’ve found that most Japanese patents are invalid in view of the 
                                                                                                                                   

15 See Christopher R. Cowles, Provisional Patent Applications, MINTZ LEVIN 
(July 14, 2016), 
https://www.mintz.com/newsletter/2016/Documents/IPSA2016/IPSA%20Presentatio
ns/Week%201/Provisional%20Patent%20Applications.pdf.  

16See Arnoud Engelfriet, When Is Something Prior Art Against A Patent, IUS 
MENTIS (Oct. 14, 2006), http://www.iusmentis.com/patents/priorart/.  

17 Ladas & Barry, The Paris Convention, IATP.ORG (1996), 
https://www.iatp.org/sites/default/files/THE_PARIS_CONVENTION.htm (last 
visited Aug. 26, 2018). 

18 See Grace Periods, supra note 4. 
19 See Engelfriet, supra note 16; see also Arnoud Engelfriet, When Is An 

Invention Obvious, IUS MENTIS (Oct. 1. 2015), 
http://www.iusmentis.com/patents/obviousness/. 
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disclosure rules.20  It’s quite simple that oftentimes the Applicant filed 
a provisional patent application, assumed they were good to disclose 
and did so shortly thereafter.  Sometime longer than six months later, a 
PCT application was filed and a Japanese filing was made at the national 
phase deadline.  Fortunately, Japan, recognizing that this grace period 
trapped many applicants, recently amended their grace period rules to 
extend the grace period to twelve months.21  The new grace period took 
effect on June 9, 2018, and is retroactive to disclosures made December 
9, 2017 and later.22   However, the new grace period rules will not 
salvage prior issued patents.23  Consider this example: 

 
In this example, under prior Japanese grace period rules, the prior 

disclosure was potentially fatal prior art.24  Imagine being an applicant 
and believing that because you filed early, either the day of disclosure 
or even months before disclosure, that you were safe within Japan’s 
grace period, only to find out that this is not the case.   

The analysis of the grace period in the United States can be even 
more tricky, as the United States provided for special rules for assessing 
disclosures by third parties that derived the disclosed information from 
the Applicant. 25   While there are provisions where an applicant’s 
disclosure of elements A, B, and C could be used to backdate around a 
third party’s later disclosure that is still made before filing of elements 
A, B, C, and D, the evidentiary rules can be cumbersome and difficult 
to overcome.26   

The grace period analysis under the United States can be found in 
                                                                                                                                   

20 See Jeremy Coombs, 7 Things to Know About Filing Patents in Japan, 
IPWATCHDOG (July 26, 2016), http://www.ipwatchdog.com/2016/07/26/7-things-
filing-patents-japan/id=71227/.  

21 Jonathan Osha & Shinya Kimura, Japanese Grace Period Will Be Extended to 
12 Months, OSHA LIANG (June 1, 2018), https://oshaliang.com/newsletter/japanese-
grace-period-will-be-extended-to-12-months/. 

22 Id.; see Eric Enderlin, Japan Patent Office Extends Grace Period to 12 
Months, NOVAGRAAF (May 31, 2018), https://www.novagraaf.com/insights/japan-
patent-office-extends-grace-period-12-months. 

23 Id.  
24 Engelfriet, supra note 16.  
25 See Christine Collard & David Wood, Patenting CleanTech: Patent Risks 

from Disclosures to Third Parties, RENEWABLE ENERGY & CLEAN TECH CANADA 
(2013), http://blg.com/en/News-And-
Publications/Documents/Patenting_Cleantech_-
_Patent_Risks_from_Disclosures_to_Third_Parties.pdf.  

26 See generally James Ware, Patent Rules of Evidence, 23 SANTA CLARA HIGH 
TECH L.J. 749, 760 (2006) (“This brief discussion highlights the benefit to be gained 
from a thorough articulation of the evidentiary rules with respect to expert witnesses 
in patent cases.”).  
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the exceptions section of 35 U.S.C. § 102 (b): 
 (a) Novelty; Prior Art.—A person shall be entitled to a patent 

unless— 
(1) the claimed invention was patented, described in a printed 

publication, or in public use, on sale, or otherwise available to the 
public before the effective filing date of the claimed invention 

(b) Exceptions.— 
(1) Disclosures made 1 year or less before the effective filing date 

of the claimed invention.—A disclosure made 1 year or less before the 
effective filing date of a claimed invention shall not be prior art to the 
claimed invention under subsection (a)(1) if— 

(A) the disclosure was made by the inventor or joint inventor or by 
another who obtained the subject matter disclosed directly or indirectly 
from the inventor or a joint inventor; or 

(B) the subject matter disclosed had, before such disclosure, been 
publicly disclosed by the inventor or a joint inventor or another who 
obtained the subject matter disclosed directly or indirectly from the 
inventor or a joint inventor. 27 

Seems simple enough, right?  Consider “the disclosure was made . . 
. by another who obtained the subject matter directly or indirectly from 
the inventor . . . .”  The evidentiary issues in providing that the subject 
matter was obtained directly or indirectly are significant.  Without a 
manner to compel production of information, the applicant may never 
be able to prove that “another . . . obtained the subject matter disclosed 
directly or indirectly from the inventor or a joint inventor . . . .”  

III. PRACTICAL CONSIDERATIONS 
Of course, one could navigate almost all of these disclosure rules 

and grace periods by filing a PCT application before disclosure, or never 
disclosing until the national stage procedures had been initiated in every 
country.  That is just not practical for most applicants.  This article 
intends to identify considerations for maintaining an international 
intellectual property portfolio, while also being mindful of budget 
considerations.   

A. Identify Countries Where Applicant May Desire Patent 
Protection Early On 

 
If you have operations in Japan, Europe, or other foreign countries, 

be aware of this fact and have a strategy for balancing disclosure and 
early filing.  If one is only filing in the United States, then maybe 
applicants should choose to actually publish early, maintain good notes, 
                                                                                                                                   

27 35 U.S.C. § 102(b) (2012). 
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and follow up with filing shortly thereafter.  That is not a strategy I 
would necessarily endorse, but certainly many universities have chosen 
to do so. 28   However, if an Applicant adopts this approach, it is 
imperative that they submit this disclosure on an information disclosure 
statement to the US Patent and Trademark Office in order to have the 
disclosure considered in the record.  Failure to do so can present 37 CFR 
1.56 problems, as well as subjecting the patent to Inter Partes Review 
and reexamination challenges where Applicant must later prove that the 
disclosure was their own and entitled to the prior art exceptions.29 

B. Determine What Level of Disclosure Must Be Made 
 

Not all disclosures are created equal, and not all disclosures are 
treated the same.  A poster presentation, for example, might not rise to 
an enabling disclosure, and thus may not qualify as prior art in some 
countries.30  Some countries even have carved outs for disclosures made 
as exhibits and trade shows.31   

The level of disclosure and whether the disclosure is potentially 
invalidating for a later filed patent application is based in large part on 
the technology involved.  For example, if the disclosure is a new cancer 
drug, a poster will likely not be sufficiently detailed to explain what will 
become the claimed invention.  However, if the disclosure is for a 
mechanical system where the pictures tell the story, then any level of 
disclosure can be invalidating.  

If the disclosure needs to be made to a potential customer, try to 
button everything up with a non-disclosure agreement.  However, be 
mindful of whether the disclosure is a secret offer to sale, which may be 
an offer to sale under US patent practice.   

                                                                                                                                   
28 See Mario Cervantes, Academic Patenting: How Universities and Public 

Research Organizations Are Using Their Intellectual Property to Boost Research 
and Spur Innovative Start-Ups, WIPO, 
http://www.wipo.int/sme/en/documents/academic_patenting.html (last visited Aug. 
26, 2018).  

29 See 37 C.F.R. § 1.56(a) (2012); Inter Partes Review, USPTO, 
https://www.uspto.gov/patents-application-process/appealing-patent-
decisions/trials/inter-partes-review (last visited Aug. 26, 2018).  

30 See, e.g., Doug Pearson, No Showing that Conference Poster Constituted a 
Printed Publication, JONES DAY (June 28, 2018), 
http://www.ptablitigationblog.com/no-showing-that-conference-poster-constituted-a-
printed-publication/. 

31 See Prior Art Searching, EUROPEAN PATENT OFF., 
https://www.epo.org/learning-events/materials/inventors-
handbook/novelty/searching.html (last visited Aug. 26, 2018). 
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C. File Early, File Often  
 
This strategy is simple, but effective if good patent application 

filings are made.  If, however, the patent filings are not sufficiently 
described and provide good structure for claimed subject matter, then 
this approach may lead to a fool’s gold scenario.  And this strategy does 
not necessarily bode well for budget conscience applicants, but it is 
something to consider for more valuable Intellectual Property. 

Put simply, pretend like the grace periods just do not exist at all.  
With Japan moving to a twelve-month grace period instead of six-
months, this strategy will most often leave an applicant in good 
standing.32 

D. Bifurcate the Filing Strategy into Grace Period Countries and 
Non-Grace Period Countries 
 
Some may choose to file in the United States only for lesser 

important technologies or “add on” technologies, while core intellectual 
property may be more robustly filed, and therefore, disclosure before 
filing must be considered.33 

E. Don’t Rely on Weekend Rules or Holiday Rules 
 
This is quite simple and is generally a firm policy within my 

practice: don’t rely on weekend rules or holiday rules.  If the PCT 
conversion date is Saturday, have the application filed on Saturday or 
before and do not allow the application to carry over onto a Monday.

                                                                                                                                   
32 See Enderlin, supra note 22. 
33 Keri Akin, Add-On, WHATIS, https://whatis.techtarget.com/definition/add-on 

(last updated Apr. 2005) (“An add-on is either a hardware unit that can be added to a 
computer to increase its capabilities or a program utility that enhances a primary 
program.”).  


