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I.  INTRODUCTION 
There are no opposites: only from those of logic do we 
derive the concept of opposites — and falsely transfer it 
to things. 

—Friedrich Nietzsche1 
But if you say: “How am I to know what he means, 
when I see nothing but the signs he gives?” then I say: 
“How is he to know what he means, when he has 
nothing but the signs either?” 
––Ludwig Wittgenstein2 

In Part II of this Article, I provide an overview of the enablement 
requirement within the larger context of patent law, while situating the 
concepts of “invention” and “experimentation” within and around the 
enablement requirement.  In Part III of the Article, I provide an 
overview of key Derridean concepts and terminology which will be 
employed in my reading of the “text” of enablement law.  In Part IV, I 
trace the genealogy of the enablement requirement from its inception, 
including the interplay between the inventive and the non-inventive, 
while deconstructing inventive oppositions.  There follows a short 
conclusion in Part V.  

II.  PATENT LAW AND THE PLACE OF INVENTION 
A patent is a right first and foremost to an invention.  This right is 

enshrined in the U.S. Constitution which secures “for limited Times to 
Authors and Inventors the exclusive Right to their respective Writings 
and Discoveries.”3  While this clause provides the basis both for 
copyright and patents, inventors must secure their “exclusive rights” 
by submitting an application in writing to the U.S. Patent and 
Trademark Office.4  Not just any writing is protected.5  Copyright 
protection only pertains to “original works of authorship fixed in any 
tangible medium of expression . . . .”6  Writers must write something 
new.7  For inventors the bar is even higher, as patents only issue for 

                                                                                                                                   
1 FRIEDRICH NIETZSCHE, THE WILL TO POWER 298 (Walter Kaufmann & R.J. 

Hollingdale trans., Vintage Books 1968) (1967). 
2 LUDWIG WITTGENSTEIN, PHILOSOPHICAL INVESTIGATIONS 118 (G.E.M 

Anscombe trans., Blackwell Publ’g 3d ed. 2001) (1953). 
3 U.S. CONST. art. 1, § 8, cl. 8 (emphasis added). 
4 17 U.S.C. § 106 (2012); 35 U.S.C. § 111 (2012). 
5 17 U.S.C. § 102 (2012). 
6 Id. 
7 Id. 
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inventions that are useful,8 novel,9 and non-obvious.10  Inventors must 
also submit: 

[A] written description of the invention, and of the 
manner and process of making and using it, in such full, 
clear, concise, and exact terms as to enable any person 
skilled in the art . . . to make and use the same, and 
shall set forth the best mode contemplated by the 
inventor . . . of carrying out the invention.11 

It is a matter of black-letter law that Section 112 sets out three distinct 
requirements for patentability: (1) an adequate written description, (2) 
an enabling disclosure, and (3) a best mode of practicing the 
invention.12  The description, or “specification” as it is called in patent 
applications,13 is followed by a list of claims that set the metes and 
bounds of the “exclusive [r]ight” granted to the inventor.14 

The theory of patent law, at least insofar as we can articulate such 
a theory, hinges on the idea of invention, or what the Constitution calls 
“discovery.”15  Only inventive acts are to be afforded patent rights.16  
Figures like Thomas Edison, Alexander Graham Bell, and Samuel F. 
B. Morse provide the mythic foundations for that theory in its 
eighteenth century origins.17  Novelty is a fairly low bar to hurdle, 
requiring only an insignificant flourish to an existing invention to 
render it new.18  But an “inventive act” is that which is non-obvious, in 
that it must be extraordinary.19  That act must advance the field of 
                                                                                                                                   

8 35 U.S.C. § 101 (2012). 
9 35 U.S.C. § 102. 
10 35 U.S.C. § 103 (2012). 
11 35 U.S.C. § 112 (2012). 
12 E.g., MPEP § 2103(IV) (9th ed. Rev. 7, Nov. 2015). 
13 35 U.S.C. § 112 (“The specification shall conclude with one or more claims 

particularly pointing out and distinctly claiming the subject matter which the 
inventor . . . regards as the invention.”). 

14 U.S. CONST. art. I, § 8, cl. 8; 35 U.S.C. § 112(b); MPEP § 2173.05(a)(I) (9th 
ed. Rev. 7, Nov. 2015). 

15 U.S. CONST. art. I, § 8, cl. 8 (stating that Congress shall have power to 
“promote the Progress of Science and useful Arts, by securing for limited Times to 
Authors and Inventors the exclusive Right to their respective Writings and 
Discoveries”). 

16 35 U.S.C. § 101 (2012) (“Whoever invents or discovers any new and useful 
process, machine, manufacture, or composition of matter, or any new and useful 
improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title.”). 

17 See, e.g., Mark A. Lemley, The Myth of the Sole Inventor, 110 MICH. L. REV. 
709, 710 (2012) (discussing “canonical American invention stories”). 

18 See id. at 713–14, 715. 
19 See id. at 736. 
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endeavor by a not insignificant step.20  Invention, especially in the 
American tradition, is always bound up with the idea of genius.21    

But what separates the genius from the pedestrian?  Obviousness is 
always determined in relation to the specific scientific art to which the 
patent pertains by considering what a fictional person known as “a 
person having ordinary skill in the art” (PHOSITA) would know and 
practice.22  Like all “reasonable person” standards in law, obviousness 
in each case is bound to be an idiosyncratic determination ultimately 
made by courts during litigation.23  Much has been written about the 
development of the PHOSITA standard over the years, especially 
since the Supreme Court’s landmark decision in KSR Int’l Co. v. 
Teleflex Inc., which upturned decades of lower court jurisprudence.24  
As the Court noted, “inventions in most, if not all, instances rely upon 
building blocks long since uncovered, and claimed discoveries almost 
of necessity will be combinations of what, in some sense, is already 
known.”25  This assertion is undoubtedly true, as anyone working in 
scientific fields would attest.26  The iterability of scientific discovery is 
one of its defining features, and the court’s perception of the 
magnitude or quality of the iterative leap is usually critical to 
determinations of obviousness.27 

The “experiment”28 holds a hallowed place within the scientific 

                                                                                                                                   
20 The pleonasm here is meant to emphasize that a patent is issued when an 

invention (assuming the other statutory requirements are met) cannot be proven 
obvious by a preponderance of the evidence.  There is no need to affirmatively prove 
that creative spark that makes something inventive under modern patent law.  See 
MPEP § 2142 (9th ed. Rev. Nov. 2015). 

21 See, e.g., Lemley, supra note 17, at 750, 760. 
22 35 U.S.C. § 103 (2012) (“A patent for a claimed invention may not be 

obtained . . . if the differences between the claimed invention as a whole would have 
been obvious before the effective filing date of the claimed invention to a person 
having ordinary skill in the art to which the claimed invention pertains.”). 

23 See KSR Int’l. Co. v. Teleflex Inc., 550 U.S. 398, 415, 427 (2007). 
24 See id. at 420 (“The question is not whether the combination was obvious to 

the patentee but whether the combination was obvious to a person with ordinary skill 
in the art.”). 

25 Id. at 418–19. 
26 See, e.g., 35 U.S.C. § 112 (2012); Suzanne Scotchmer, Standing on the 

Shoulders of Giants: Cumulative Research and the Patent Law, 5 J. OF ECON. PERSP. 
29, 30 (1991); Amy L. Landers, Ordinary Creativity in Patent Law: The Artist 
Within the Scientist, 75 MO. L. REV. 1, 26 (2010). 

27 See Lucent Techs., Inc. v. Gateway, Inc., 525 F.3d 1200, 1216 (Fed. Cir. 
2008). 

28 Experimentum, A LATIN DICTIONARY (Charlton T. Lewis & Charles Short, 
eds., Clarendon Press. 1879), 
http://www.perseus.tufts.edu/hopper/text?doc=Perseus:text:1999.04.0059:entry=exp
erimentum. 
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tradition, but is rarely singular.  It is more commonly found, both in 
science and in law about science, in the form “experimentation,”29 
which in its temporal indefiniteness evokes a sense of always open 
iterability.  The Court in KSR returned to its prior holding in Graham 
v. Deere, that to evaluate obviousness “[u]nder § 103, the scope and 
content of the prior art are to be determined; differences between the 
prior art and the claims at issue are to be ascertained; and the level of 
ordinary skill in the pertinent art resolved.”30  This test is still the 
guiding principle for examination of patent applications for 
compliance with § 103.31 The Court in KSR did not explicitly refer to 
experimentation in the text of the opinion,32  and the Court only 
referred to it in a footnote in Graham v. Deere when quoting a 
“Reviser’s Note” to § 103 as enacted by Congress, which states “that 
patentability as to this requirement is not to be negatived by the 
manner in which the invention was made, that is, it is immaterial 
whether it resulted from long toil and experimentation or from a flash 
of genius.”33  The long toil of experimentation is more explicitly 
considered by the courts in another area of patent law: the enablement 
requirement.34 

If the raison d’etre of the patent system is “[t]o promote the 
Progress of Science and useful Arts,” 35  then the enablement 
requirement, oriented as it is within the larger “written description of 
the invention,” is the defining concession exacted by that system.36  It 
is the quid pro quo upon which the right to exclude is granted.37  In 
exchange for a temporary monopoly right to the invention as claimed, 
the inventor must describe the invention and enable its production and 
use for the public.38  Patent prosecution is the process by which an 
inventor secures that right.39  The inventor (or usually, the inventor’s 
legal representative) and the patent office engage in an adversarial 
                                                                                                                                   

29 See e.g., I.R.C. § 174 (2017). 
30 Graham v. John Deere Co., 383 U.S. 1, 17 (1966).  
31 35 U.S.C. § 103 (2012). 
32 See generally KSR Int’l. Co. v. Teleflex Inc., 550 U.S. 398 (2007) (lacking 

reference to experimentation in text of the opinion). 
33 Graham, 383 U.S. at 16, n.8 (emphasis added) (quoting Reviser’s Note 

accompanying 35 U.S.C. § 103 (2012)). 
34 See In re Wands, 858 F.2d 731, 736–37 (Fed. Cir. 1988). 
35 U.S. CONST. art. 1, § 8, cl. 8. 
36 MPEP § 2163 (9th ed. Rev. 7, Nov. 2015). 
37 See, e.g., Eldred v. Ashcroft, 537 U.S. 186, 211–12 (2003); Grant v. 

Raymond, 31 U.S. 218, 247 (1832) (stating that an enabling disclosure “is necessary 
in order to give the public, after the privilege shall expire, the advantage for which 
the privilege is allowed, and is the foundation of the power to issue the patent”). 

38 35 U.S.C. § 112 (2012); MPEP § 2164 (9th ed. Rev. 7, Nov. 2015). 
39 37 C.F.R. § 1.104 (2017); MPEP § 707 (9th ed. Rev. 7, Nov. 2015). 
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collaboration wherein the office examines a submitted application for 
statutory compliance and the applicant attempts to explain why the 
invention is patentable.40   It is adversarial because the examiner 
represents the public and is interested only in issuing valid patents41, 
while the applicant seeks to obtain the broadest protection for what 
they perceive to be their invention.42  But it is also a collaboration, 
because examiners are instructed to “[w]henever practicable . . . 
indicate how rejections may be overcome and how problems may be 
resolved.”43  

The problem and requirement of enablement, necessarily framed 
within a writing of the inventor’s past work, presumes that 
experiments can be described with sufficient specificity to enable their 
repetition or iteration in the future, at least by one with the requisite 
skills.  Given that the value of a patent is always tied to its ability to 
claim an invention as a category, a patent’s claims are always directed 
to the form of an invention, rather than to a particular embodied 
object.44  A patent right is the power to exclude others from copying 
an object of the same type.45  While much time is spent during the 
course of prosecution on whether the claims of the invention are novel, 
non-obvious, adequately described, and specifically claimed, 
comparatively little time is spent on the question of enablement.46  A 
                                                                                                                                   

40 Patent Overview Process, U.S. PAT. & TRADEMARK OFF. (last visited Sept. 
19, 2017), https://www.uspto.gov/patents-getting-started/patent-process-overview. 

41 In re Morris, 127 F.3d 1048, 1054 (Fed. Cir. 1997) (noting that it is the 
USPTO’s duty to assure that the statutory requirements for patentability are met). 

42 See, e.g., Jaron Brunner, Patent Prosecution as Dispute Resolution: A 
Negotiation Between Applicant and Examiner, 2014 J. DISP. RESOL. 1, 1 (2014), 
http://scholarship.law.missouri.edu/jdr/vol2014/iss1/3. 

43 See MPEP § 706 (9th ed. Rev. 7, Nov. 2015) (“Although this part of the 
Manual explains the procedure in rejecting claims, the examiner should never 
overlook the importance of his or role in allowing claims which properly define the 
invention.”); MPEP § 2164.04 (“In other words, the examiner should always look 
for enabled, allowable subject matter and communicate to applicant what that subject 
matter is at the earliest point possible in the prosecution of the application.”). 

44 See Jackie Hutter, A Definite and Permanent Idea? Invention in the 
Pharmaceutical and Chemical Sciences and the Determination of Conception in 
Patent Law, 28 J. MARSHALL L. REV. 687, 690–96 (1995). 

45 See 35 U.S.C. § 154(a)(1) (2012); Nichia Corp. v. Everlight Ams., Inc., 855 
F.3d 1328, 1341 (Fed. Cir. 2017) (citing Florida Prepaid Postsecondary Educ. 
Expense Bd. v. Coll. Sav. Bank, 527 U.S. 627, 642–43 (1999)).  This has been a 
hotly debated topic in the past.  A patent does not give an inventor a right to produce 
that product that it patented, but rather the right to exclude others from producing the 
patented object.  See Adam Mossoff, Exclusion and Exclusive Use in Patent Law, 22 
HARV. J.L. & TECH. 321, 327 n.32 (2009). 

46 This is partly because the MPEP instructs examiners to presume that a 
description is adequate, “unless or until sufficient evidence or reasoning to the 
contrary has been presented by the examiner to rebut the presumption.”  MPEP § 

continued . . . 
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written specification is prima facie enabling.47  An examiner “has the 
initial burden to establish a reasonable basis to question the 

enablement provided for the claimed invention.” 48   Usually this 
requires an elaborate appeal to documented evidence made against a 

presumption that is, in practice, rather strong. 49   Often a single 
example within the specification for an entire class of inventive 

objects will be deemed enabling50, as courts do not require that a 
PHOSITA be able to arrive at the claimed type without 

experimentation. 51   The test for enablement is whether the 
specification enables a PHOSITA to arrive at the invention “without 

undue experimentation.”52 
The court discussed the idea of iterative research in Wyeth and 

Cordis Corp. v. Abbott Laboratories, when it addressed what, on the 
surface, might appear unrelated to the obviousness discussion above.53  

In that case, the court turned to the defining test for enablement,54 that 
was set out in In re Wands.55  The so-called Wands factors were 

                                                                                                                                   
2163.04 (9th ed. Rev. 7, Nov. 2015).  Likewise, utility under § 101 is usually self-
evident, although it can present problems in certain instances, especially in cases 
where the invention’s operability is questioned.   

47 See 35 U.S.C. § 112 (2012). 
48  MPEP § 2164.04 (9th ed. Rev. 11, Nov. 2015) (citing In re Wright, 999 F.2d 

1557, 1561–62 (Fed. Cir. 1993)). 
49 Brian J. Love, Interring the Pioneer Invention Doctrine, 90 N.C. L. REV. 379, 

424 (2011) (discussing why enablement rejections are so rarely made during the 
course of prosecution); see also In re Armbruster, 512 F.2d 676, 677 (C.C.P.A. 
1975) (holding that the Patent and Trademark Office (PTO) has the burden of proof 
to show the invention was not enabled). 

50 See, e.g., Spectra-Physics, Inc. v. Coherent, Inc., 827 F.2d 1524, 1533 (Fed. 
Cir. 1987) (“[A] broad claim can be enabled by disclosure of a single embodiment,   
. . . and is not invalid for lack of enablement simply because it reads on another 
embodiment of the invention which is inadequately disclosed . . . .”). 

51 See In re Wands, 858 F.2d 731, 736–37 (Fed. Cir. 1988) (explaining that 
“enablement is not precluded by the necessity for some experimentation”); see also 
PPG Indus., Inc. v. Guardian Indus. Corp., 75 F.3d 1558, 1564 (Fed. Cir. 1996) 
(quoting Atlas Powder Co. v. E.I. du Pont De Nemours & Co., 750 F.2d 1569, 1576 
(Fed. Cir. 1984) (discussing “[t]he fact that some experimentation is necessary does 
not preclude enablement; what is required is that the amount of experimentation 
‘must not be unduly extensive.’”). 

52 See In re Wands, 858 F.2d at 737 (citing Hybritech Inc. v. Monoclonal 
Antibodies, Inc., 802 F.2d 1367, 1384 (Fed. Cir. 1986)). 

53 Wyeth and Cordis Corp. v. Abbott Labs., 720 F.3d 1380, 1386 (Fed. Cir. 
2013). 

54 Id. (finding the specification of U.S. Patent No. 5,516,781, owned by Wyeth, 
to be invalid for lack of enablement: “Here, the specification similarly discloses only 
a starting point for further iterative research in an unpredictable poorly understood 
field.” (emphasis added)).  

55 In re Wands, 858 F.2d at 737. 
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enumerated by the court as an open list to be considered in 

determining whether a disclosure would require “undue 

experimentation”: 

(1) the quantity of experimentation necessary, (2) the 

amount of direction or guidance presented, (3) the 

presence or absence of working examples, (4) the 

nature of the invention, (5) the state of the prior art, (6) 

the relative skill of those in the art, (7) the predictability 

or unpredictability of the art, and (8) the breadth of the 

claims.56 

These factors are meant to guide the subjective determination of 

whether a specification meets the statutory requirement for 

enablement.  But as courts have used them since the Wands decision, 

they must always invoke the play between routine experiment and 

invention.57  The very idea of undue experimentation is akin to the 

idea of invention.  An invention that is only described is an invention 

that is only imagined.  Any experimentation that exceeds the routine 

experimentation inherent to ordinary scientific repetition thereby 

becomes extraordinary, inventing or reinventing that which was 

described and might have been claimed but was not enabled.  Undue 

experimentation ends up constituting an extraordinary leap, past the 

enabled subject matter, or past what the Wyeth court called “only a 

starting point for further iterative research . . . .”58 

The tensions between genius and “ordinary skill in the art,” 

creative and routine, inventor and automaton, and non-obvious and 

obvious are the metaphysical presuppositions at the foundations of 

patent law theory.  The constitutional origins of these presuppositions 

go back more than 250 years.59  They were put into service at that time 

for the eminently practical reason of encouraging technically skilled 

persons to emigrate to a newly formed country with plenty of natural 

resources but a lack of industrial infrastructure.60  But it is worth 

questioning the foundations of a theory that continues to operate under 

the same presuppositions in the twenty-first century as it did in the 

                                                                                                                                   
56 Id. 
57 See, e.g., Storer v. Clark, 860 F.3d 1340, 1345 (Fed. Cir. 2017); Falkner v. 

Inglis, 448 F.3d 1357, 1363 (Fed. Cir. 2006). 
58 Wyeth and Cordis Corp., 720 F.3d at 1386. 
59 U.S. CONST. art. I, § 8, cl. 8. (“To promote the Progress of Science and useful 

Arts, by securing for limited Times to Authors and Inventors the exclusive Right to 

their respective Writings and Discoveries.”). 
60 See generally Church of the Holy Trinity v. United States, 143 U.S. 457, 457–

61 (1892) (noting that there was an influx of immigration to the United States for the 

purpose of employment in the nineteenth century). 
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eighteenth century.  
Jacques Derrida’s writings, which are sometimes described as 

employing the practice of deconstruction, offer us a way of 
reconsidering these foundational oppositions. 61   The enablement 
requirement has been chosen as the site within patent law for this work 
because it is within the enablement requirement that courts explicitly 
discuss “experimentation” within the context of a written description, 
directly invoking the interplay between the inventive and the already 
known.62  In tracing the development of the concept of “invention” 
throughout the elaboration of the enablement requirement, we can see 
its structuring role within the patent system, including its relation to 
“experimentation.”63  The word “invention” signifies both a process or 
act and an invented object itself.64  If invention as an act is the creation 
of the new, enablement is the bridge that tethers the new form to its 
origin.  

The hallmark of the inventive object, as conceptual form, is 
iterability.  The possibility of iteration, or repetition with alteration, is 
the precondition for invention itself, as technology builds upon itself.  
But the possibility of iterating an “invention,” while still producing 
what can be recognized as the same “invention,” is also the property 
that allows inventors to gain patent protection for their claims.  
Iterability is characteristic of “signs,” generally, which feature 
prominently in Derrida’s writings.65  The links between invention, 
experimentation, and sign will provide the opening for a 
deconstructive reconsideration of the enablement requirement, which 
should serve as an opportunity to rethink what the specification does, 
what patent law generally does, and what both are for.  What kinds of 
successful experiments are rewarded with patent rights?  If we were to 
take a normative stance, a deconstructive look at invention provides a 
renewed starting place to consider what kinds of experiments should 
be rewarded with patent rights. 

 

                                                                                                                                   
61 “Deconstruction” might also be described as a mode, technique, activity, or 

philosophical attitude.  See generally, JACQUES DERRIDA, OF GRAMMATOLOGY 
(Gayatri Chakravorty Spivak trans., Johns Hopkins Univ. Press 1997) (1967) 
(discussing deconstruction) [hereinafter DERRIDA, OF GRAMMATOLOGY].  

62 In re Wands, 858 F.2d 731, 737 (Fed. Cir. 1988). 
63 See id. 
64 Invention, BLACK’S LAW DICTIONARY (10th ed. 2014). 
65 See Jack M. Balkin, Deconstruction’s Legal Career, 27 CARDOZO L. REV. 

719, 731 (2005). 
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III.  A BRIEF OVERVIEW OF DECONSTRUCTION 
Discussion of Derrida’s ideas usually requires a disclaimer, 

indicating to anyone unfamiliar with his writings, that they are not 
amenable to pithy summary.66  Someone familiar with Derrida’s work 
may further point out that any summary is always a new text that can 
only repeat with difference.  So it is important to state at the outset that 
the following pages are only my attempt to explain some of those 
ideas in a way that is useful to the interpretation of patent law texts, 
and in this specific instance, useful to the deciphering of the 
surprisingly durable mythic origins of patent law theory, as they 
appear in the enablement requirement.67  At the same time, I would 
like to be sensitive to a vulgar reduction of deconstruction as an 
“analytic tool” used for the replacement of one legal norm for 
another.68  Deconstruction is always deconstructing itself, and like 
psychoanalysis, never reaches an end.  In destabilizing the opposition 
between the inventive and the non-inventive, I do not intend to call an 
end to further deconstructions.69  Patent law theory has a greater 
connection to economics than some other areas of legal theory,70 and 
so its legal norms are in some sense more directly tied to economic 
policy.   

The somewhat narrowly circumscribed project here is self-
conscious that its work operates within economic and public policy 
norms that are themselves practically constrained by liberal 
democratic property norms, all of which are open to further 

                                                                                                                                   
66 Morag Patrick, Assuming Responsibility: Or Derrida’s Disclaimer, in 

APPLYING: TO DERRIDA 136, 136 (J. Brannigan et al. eds., Macmillan Publishers 
Ltd. 1996). 

67 See Jack M. Balkin, Deconstructive Practice and Legal Theory, 96 YALE L.J. 
743, 761 (1987). 

68 See, e.g., Pierre Schlag, A Brief Survey of Deconstruction, 27 CARDOZO L. 
REV. 741, 749 (2005); see also Pierre Schlag, Le Hors de Texte, C’est Moi: The 
Politics of Form and the Domestication of Deconstruction, 11 CARDOZO L. REV. 
1631, 1641 (1990).  But see Balkin, supra note 65, at 722; and Jack M. Balkin, 
Deconstruction 1, 1 (1996), 
http://jackbalkin.yale.edu/sites/default/files/files/deconessay.pdf. 

69 I am also mindful of negotiating a path between what some see as 
nihilistically opening an infinite variety of arbitrary readings and reinstating the 
logocentrism that is deconstructed.  Even inserting myself as subject of this text is a 
risky proposition, and yet: “We must do a thing and its opposite, and indeed we 
desire to do both, and so on indefinitely.  Deconstruction is a perpetually self-
deconstructing movement that is inhabited by difference.  No text is ever fully 
deconstructing or deconstructed . . . All texts . . . are . . . self-deconstructing as they 
constitute themselves.” DERRIDA, OF GRAMMATOLOGY, supra note 61, at LXXVII. 

70 See Richard A. Posner, Intellectual Property: The Law and Economics 
Approach, 19. J. ECON. PERSPECTIVES 57, 57 (2005). 
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deconstructive efforts.  The project here is merely presented as a 
starting point for further reflection upon how we should structure 
patent law to achieve certain policy-effects.71  This might be construed 
as a purely instrumentalist approach.  But as analysts must reenter the 
world at an end even if there is no the end, law too must reenter at a 
(provisional) beginning/end.  Intellectual property has become perhaps 
the most important form of property for the American economic 
engine in the twenty-first century.72  Merely deconstructing eighteenth 
century justifications for intellectual property rights might not go far 
enough, but it seems better to begin movement somewhere than to be 
held in place by a certain kind of sclerotic ideology.73 

A.� The Sign as Signifier and Signified 
 

Ferdinand de Saussure’s texts on linguistics and semiology were 
influential in ushering in the structuralism that dominated a variety of 
humanistic sciences in the twentieth century.74  Derrida featured those 
texts prominently near the beginning of his Of Grammatology as an 
example within linguistics that privileged the spoken word over the 
written sign. 75   Derrida saw the hierarchical opposition between 
speech and writing as ubiquitous in scientific and philosophical 
discourse from at least the ancient Greeks through Husserl and 
Heidegger. 76   One of Saussure’s most important intellectual 
contributions was the idea of the sign.77  The Saussurean sign is 
double-sided, comprising a signification (signified) and a signal 

                                                                                                                                   
71 The goal not being to hypostatize a new ahistorical normative framework, but 

to recognize that such structures are both necessary and always inherently unstable 
already, as they are articulated within an ever-shifting contextual field.  

72 Intellectual Property and the U.S. Economy: 2016 Update, U.S. PATENT & 

TRADEMARK OFF., 
https://www.uspto.gov/sites/default/files/documents/IPandtheUSEconomySept2016.
pdf (last visited Sep. 22, 2017). 

73 MICHEL ROSENFELD, JUST INTERPRETATIONS: LAW BETWEEN ETHICS AND 

POLITICS 20–21 (Univ. of Cal. Press ed. 1998).  Perhaps Michel Rosenfeld’s notions 
of “constrained determinacy” in legal interpretation with regard for “the ethical call 
to the other” is a helpful way of thinking about this problem.  See id. 

74 E.g., Roy Harris, Translator’s Introduction to FERDINAND DE SAUSSURE, 
COURSE IN GENERAL LINGUISTICS ix (Charles Bally et al., eds., Roy Harris, trans., 
Open Court Pub. Co. 2009) (1983). 

75 Heather Mac Donald, From 1970s-Era Academic ‘High Theory’ to 
Transgender Bathrooms on Campus, NAT’L REV. (May 16, 2016), 
http://www.nationalreview.com/node/435419/print. 

76 See, e.g., DERRIDA, OF GRAMMATOLOGY, supra note 61, at 27–73. 
77 Richard W. Bailey, Review, 13 STYLE 295, 297 (1979) (reviewing Ferdinand 

de Saussure by Jonathan Culler). 



0$!0 ����0������0
*0
���*0)0	�����*0����*0�*�

-���*0 '0

(signifier), wherein the term “sign” designates the unity, or whole.78  
Writing was widely considered a derivative or degraded form of 
speech79 since it was comprised of signs that were only signifiers (the 
written word) for other signifiers (the spoken word). 

The first key Saussurean insight for Derrida was that the linguistic 
sign is arbitrary.80  The signifier has no necessary connection with the 
signified, at least outside of historical contingency.81  The signified 
might just as well have a different signifier.  That is not to say that any 
particular use of a signifier is freely chosen, because a language is 
bound to a linguistic community which “imposes” the form of the 
signifier on the speaker.82  Languages are anchored in a community.83  
The second key insight is that the form of the signifier only takes on 
meaning through difference.84  Every spoken instance of a word varies 
from any other.  The pronunciation, intonation, and the characteristics 
peculiar to a particular voice all give a spoken word a unique 
instantiation, and yet it is still recognized as the same word when 
spoken by a different person or at another time.85  And so, “no 
linguistic item can ever be based, ultimately, upon anything other than 
its non-coincidence with the rest . . . . [T]he terms arbitrary and 
differential designate two correlative properties.”86  Signifiers only 
take on their meaning by the ways in which they are different from 
other signifiers.87 

B.� Presence and the Transcendental Signified 
 

But despite Saussure’s willingness to disentangle the sign from 
that which it signified, he did not go far enough.  For Saussure, the 
spoken word, intimately tied to the conscious subject who articulates 
that word, is privileged over the written word by its proximity to the 
present thought of the speaker.88  The spoken word is present in a way 
                                                                                                                                   

78 SAUSSURE, supra note 74, at 67. 
79 Id. at 24–25.  It was therefore not the proper object of study for a science of 

linguistics.  Id. (“A language and its written form constitute two separate systems of 
signs.  The sole reason for the existence of the latter is to represent the former . . . 
The spoken word alone constitutes [the proper object of study].” (alteration in 
original)). 

80 Id. at 67.  
81 Id. at 67–68. 
82 Id. at 71. 
83 Id. at 74. 
84 Id. at 116. 
85 Id. at 117. 
86 Id. at 116.  
87 Id. 
88 Id. at 24–25. 
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that the written word is not.  It is present in the sense that the speaker 
must be physically present to be heard, and it is present in time 
through the speaker’s own continuous sense of speaking, the auto-
affection of hearing one’s own voice in the present moment.  The 
spoken word signifies the ideal concept fully present in the mind of the 
speaker, and that closeness is what makes it the proper object of study 
for linguistics.  Derrida identifies this notion of presence as the 
founding presupposition of philosophy, from the ancient Greeks up 
through the Nietzschean critique of metaphysics, Heidegger, and the 
phenomenology of Husserl. 89   Presence is the precomprehended 
metaphysical coordinates for the founding question of philosophy: 
“What is . . . ?”90  Or to put it another way, to ask “what is . . . ?” 
always presupposes being, that anything can be at all.91  

Derrida points to presence as the precondition for knowledge in the 
Western philosophical tradition. 92   It is the precomprehended 
precondition of being as such, and therefore the precondition for 
knowledge and meaning production. 93   It organizes the 
undifferentiated chaos of the sensible (i.e. pure sensory affect) into the 
intelligible (i.e. the differentiable, the knowable, the speakable).94  
This shows up in the propositional way that language operates, 
especially in science.  The Derridean term “logocentrism” is an 
attempt to describe the role that the logos, or divine word, performs in 
ultimately providing the being-intelligible of ideas within the Western 
metaphysical tradition.95 

The spoken word for Saussure, as a sign, signifies a concept which 
                                                                                                                                   

89 See JACQUES DERRIDA, Ousia and Gramm�: Note on a Note from Being and 
Time, in MARGINS OF PHILOSOPHY 29, 32–34 (Alan Bass trans., Univ. Chi. Press 
1982) (1972) [hereinafter DERRIDA, Ousia and Gramm�]. 

90 Id. at 33–34. 
91 Id. at 34 (emphasis added). 
92 Id. at 34 (stating “[f]rom Parmenides to Husserl, the privilege of the present 

has never been put into question.  It could not have been.  It is what is self-evident, 
and no thought seems possible outside its element.  Nonpresence is always thought 
in the form of presence . . . The past and the future are always determined as past 
presents or as future presents.”); see also id. at 38 (“Has not the entire history of 
philosophy been authorized by the ‘extraordinary right’ of the present?  Have not 
meaning, reason, and ‘good’ sense been produced within this right?”); see also id. at 
51 (stating “sense (in whatever sense it is understood: as essence, as the meaning of 
discourse, as the orientation of the movement between arch� and telos) has never 
been conceivable, within the history of metaphysics, otherwise than on the basis of 
presence and as presence.  The concept of sense, of meaning, is governed by the 
entire system of determinations that we are pointing out here, and every time that a 
question of meaning is posed, it must be posed within the closure of metaphysics.”).  

93 Id. at 51.  
94 Id.  
95 See DERRIDA, OF GRAMMATOLOGY, supra note 61, at lxviii.  
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is fully present within the self-presence of the speaker: It is.  But to 
say “it is” is a theological statement with deep onto-theological 
roots.96  For the naive “realist” or “common sense” person, subjects 
interact with objects that “really exist” out in the world.  The human 
nervous and sensory systems provide more or less reliable data which 
opens up the possibility for knowing what an object is.  Being in that 
case is self-evident because it is directly knowable.  The critique of 
naive realism’s epistemology goes back to at least Hume (or further, 
Cratylus), but after Kant published his Critique of Pure Reason, the 
medieval notion of an absolute logos as infinite creative subjectivity 
was replaced by the Kantian transcendental object. 97   Husserl’s 
phenomenology, which built on the Kantian metaphysical tradition, 
was an attempt to rigorously systematize perception, knowable 
objects, and subjectivity. 98   But even in Husserlian metaphysics, 
wherein the only thing that is knowable is the noema, the ideal object 
of being-for-consciousness, signification always finds an origin and an 
end in a transcendental self-presence.99  

Derrida’s deconstructive maneuver is to empty the sign of the 
onto-theological residue of metaphysics, to efface the presence of the 
signified: 

The ‘formal essence’ of the sign can only be 
determined in terms of presence.  One cannot get 
around that response, except by challenging the very 
form of the question and beginning to think that the 
sign is that ill-named thing, the only one, that escapes 
the instituting question of philosophy: ‘what is . . . ?’100 

Derrida uses writing, as the system of signs characterized by absence 
or deferred presence (by virtue of being at least one step removed from 

                                                                                                                                   
96 “Onto-theology” is a term first used by Immanuel Kant which took on greater 

significance in the work of Martin Heidegger and, later, Jacques Derrida. “Onto-
theology” or “science of presence” is often used interchangeably with “metaphysics” 
by Derrida when referring to the Western philosophical tradition because Being 
within that tradition always ultimately appeals to the transcendental.  See, e.g., 
Translator’s Preface to DERRIDA, OF GRAMMATOLOGY, supra note 61, at xxi.  

97 See IMMANUEL KANT, CRITIQUE OF PURE REASON 371 (John Meiklejohn 
trans., P. F. Collier & Son 1901) (1781).  

98 See Stephen M. Feldman, The New Metaphysics: The Interpretive Turn in 
Jurisprudence, 76 IOWA L. REV. 661, 671 (1991). 

99 Id. at 672. 
100 DERRIDA, OF GRAMMATOLOGY, supra note 61, at 18–19.  The quote cited 

above includes words that have been struck through in the technique of writing sous 
rature, or “under erasure,” in which words that are inadequate yet necessary are 
struck out while remaining legible.  See id. 
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the spoken word), as the field for this movement.101 
Related to the concept of presence are the Greek transliterations 

ousia and eidos, which feature prominently in the metaphysics of 
Aristotle, Heidegger, and Derrida.102  The first, ousia, is translated in a 
variety of ways, as “substance,” “essence,” or “being.”103  It is a 
primary, definitional substance of entity or “being.”104  The second, 
eidos, is often translated as “form,” “essence,” or “type.”105  Matter, or 
idea, without form is indefinite chaos.106  The eidos of a mental 
representation is its sensory and sensible appearance in the self-
presence of thought.107  The Greek word logos signifies the ideality of 
the word, the unity of form and being, eidos and ousia.108  The 
principle of non-contradiction, in which a thing is identical with itself, 
provides perhaps the most basic axiom within the Western 
metaphysical tradition, where form and being must be united in self-
identity.109 

A sign is identical to itself despite being used in multiple 
contexts.  The repeatability of the “same” sign, or its iterability, is 
fundamental to uniting the knowing subject through time in the 
present.  The minor variation between a particular shark and an 
imagined ideal shark110  (or between two particular sharks) is for 

                                                                                                                                   
101 See Simon Glendinning, Sentencing Derrida, 74 MOD. L. REV. 306, 306 

(2011). 
102 Michael J. Malaguti, Substantial Confusion: The Use and Misuse of the Word 

Substantial in the Legal Profession, 52 N.H. B.J. 6, 7 (2011). 
103 Id. 
104 Id. 
105 Id. 
106 HENRY STATEN, WITTGENSTEIN AND DERRIDA 6 (Univ. of Neb. Press 1984) 

(1986).  Henry Staten provides a clear explanation of this: “Let us now look more 
closely at the concept of form as determined by Aristotle in the Metaphysics.  Form 
is the cause of entity (ousia), of a thing’s being just that thing which it is and of its 
being knowable and definable as such.  But this means that the concept of form is 
inseparable from unity and self-identity, and we are thus led to the principle of 
contradiction . . . . Aristotle’s main purpose is clear; he is . . . looking for a principle 
that will make a thing be a ‘definite abiding something,’ the same as itself and 
different from anything else . . . . The principle of contradiction is a formal 
explication of the ‘is’; it tells us the most general and unyielding constraint that is 
laid by being upon the language that speaks and the thought that thinks being.  Entity 
is preeminently one and indivisible; this means that the logos that declares its being 
must also be one and indivisible, and so must be the act of mind that grasps this 
logos. . . .”  See id. at 8 (internal citations omitted).  

107 Id. at 6. 
108 Id. at 5. 
109 Id. at 3, 8.  
110 Id. at 25 (noting that this variance is the same as the variance between a 

“token” and a “type” in the philosophy of language). 
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Aristotle an “accident.”111  It is not contained within a type’s ousia, 
whether it is in some sense intrinsic to its form (all sharks having fins), 
or whether it is variation rooted in chance (a particular shark having a 
deformed fin).  An accident may alter form superficially, but it is not 
essential, and an accident of the second type (i.e. a deformed fin) is an 
unknowable effect of the flux of matter.112  

One way of succinctly explaining how Derrida effects a 
deconstructive maneuver is by considering the hierarchical opposition 
between identity and difference.113  A thing is identical to itself.114  It 
unifies a thing in self-sameness.115  But just as the sign only takes on 
meaning within a linguistic field through difference, identity is only 
meaningful through its difference with non-identity.  Otherwise there 
remains only an undifferentiable sameness, in which there can be no 
identity nor presence here because there is no here/there.  The usual 
hierarchies in which identity is privileged over difference, in which 
absence is derived only from the fullness of an onto-theological 
presence, or absolute logos, become inverted via deconstruction.  It is 
of course obvious that this inversion can be performed again: 
difference only takes on meaning through identity.  But the question of 
privileging one term, setting it up as an unassailable foundation, 
requires instilling a distinctive identity as ousia. 

C.� Trace and Différance 
 

The problem of writing has far-reaching consequences that go to 
the heart of metaphysics and meaning, which Derrida explores at 
length in Of Grammatology.116  Saussure defines writing as “outside” 
the scope of linguistics.117  Scientific investigations must in some 
sense draw boundaries around their objects of study, and linguistics is 

                                                                                                                                   
111 Id. at 15. 
112 Id. at 15–16. 
113 See generally DERRIDA, Ousia and Gramm�, supra note 89, at 29–67 

(explaining an exemplary deconstruction of being-as-presence).  
114 See id. at 41. 
115 See id. (discussing Hegel’s continuation of Aristotelian metaphysics, Derrida 

writes: “Nature is the Idea outside itself . . . . Space is the abstract universality of this 
Being-outside-itself.  Nature, as ‘absolute space’ . . . not in relation to itself, knows 
no mediation, no difference, no determination, no discontinuity.  It corresponds to 
what the Jena Logic called ether: the element of ideal transparency, of absolute 
indifferentiation, of undetermined continuity, of absolute juxtaposition, that is, the 
element without interior relations.”  In the Hegelian scheme, the self-identical 
transcendental origin constitutes itself and its outside-it-self through sublation by 
self-negation). 

116 See DERRIDA, OF GRAMMATOLOGY, supra note 61. 
117 Id. at 51. 
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no different.  Derrida does not object to a certain kind of necessity in 
that fact, per se, at least within certain limits.118  The problem is that 
spoken language is “always already” contaminated by that which it 
wishes to keep out.119  The binary oppositions that relate writing to 
speech: “External/internal, image/reality, representation/presence”120 
cannot be separated into a pure writing and a pure speech because 
speech already contains those oppositions within itself.  The outside is 
the inside.  The lever which demonstrates this is the arbitrariness of 
the sign itself.  The very absence of motivation inherent in the sign 
reveals that “writing in general covers the entire field of linguistic 
signs.”121  Both the narrow conception of graphic writing and the 
spoken language are already ordered within a larger institution of the 
sign, which Derrida calls “writing.”122 

Seen in this way, the (transcendental) signified is effaced, and the 
“thing itself” is unveiled as a sign. 123   The presence of the 
transcendental object at the end of the chain of signifiers (writing to 
speech, speech to ideal) has dissolved.124  But rather than dissolving 
meaning, this decentering of the linguistic field opens up the 
possibility of meaning, in the play of signs as difference.125  The 
opening up of that possibility is connected to two prominent and 
closely related terms within the Derridean oeuvre: trace and 
différance.126   

Trace evokes the connection of one half of a sign to its other half, 
the track of its connection through sign chains, and even the relation 
between its own differing meaning in repetition (e.g. always in 
different circumstances).  It is a kind of non-originary origin, or 
ground of possibility, in the sense that it is the a priori for the 

                                                                                                                                   
118 One might point to an apparent acknowledgement of the necessity of 

defining an inside and outside in any attempt at all to do “science” in his treatment of 
bricolage.  JACQUES DERRIDA, WRITING AND DIFFERENCE 285–86 (Alan Bass trans., 
Univ. Chi. Press 1978) (1967).  Achieving something that works in a practical sense 
for a particular purpose can be done with the “means at hand” even if those means 
are the inheritors of an uncritical metaphysical appurtenance.  Id.  At least so long as 
one recognizes “that every discourse is bricoleur.”  Id. 

119 DERRIDA, OF GRAMMATOLOGY, supra note 61, at 303–04. 
120 Id. at 33. 
121 Id. at 44 (emphasis added). 
122 Id. 
123 Id. at 49. 
124 J. L. Kruger, Translating Traces: Deconstruction and the Practice of 

Translation, 25 LITERATOR 47, 61 (2004) (discussing the use of deconstruction to 
analyze the barriers of translation). 

125 DERRIDA, OF GRAMMATOLOGY, supra note 61, at 50 (“From the moment that 
there is meaning there are nothing but signs.  We think only in signs.”).  

126 See Kruger, supra note 124, at 51, 53–54. 
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movement of the signifier and yet does not exist as being-present, 
because in containing both the inside and the outside, presence and 
absence, it cannot be reduced to an absolute simplicity.127   

Différance plays on the French word differer, meaning both to 
differ and to defer.128  Différance always defers presence in the play of 
signifiers, and can be considered the condition for difference between 
signs.129  The Derridean deconstruction of presence opens up a field of 
active play between signs that bear a kind of presence, but always 
already bear traces of absent signs.130  The eidos of the signifier in 
general only has meaning within the trace, in its differing and 
deferring in relation to the form of other signs.  The Aristotelian 
notion of “accident,” banished to the outside of ousia in metaphysics, 
is found nevertheless to decenter the presence of knowable form by 
being always and necessarily possible in and through the iteration of 
the signifier.131 

D.� The Dangerous Supplement 
 

The movement of différance which undoes the boundary line 
between the inside and the outside before it is drawn, is related to the 
Derridean notion of the “dangerous supplement”, which takes its name 
from Rousseau, who remarked that writing was nothing “but a 
mediated representation of thought.”132  Despite a personal preference 
for the premeditation of writing over the improvisation of speech, 
Rousseau writes, “[l]anguages are made to be spoken, writing serves 
only as a supplement to speech.”133  It is that word in Rousseau's text 
that Derrida seizes on as sign for an exteriority that constitutes an 
interiority, not only because the exterior is already interior, but 
because it necessarily adds to what is never wholly sufficient.   

A “supplement” is an excess or superfluity added to a self-
sufficient whole.134  And yet it is also a correction, appendix, or 
surplus added to fill a blank space.  Writing, as the exterior of spoken 
language, “adds only to replace” and compensates for “what ought to 
lack nothing at all in itself.”135   This shows up in a variety of 

                                                                                                                                   
127 Id. at 54. 
128 Id. at 51. 
129 See DERRIDA, Ousia and Gramm�, supra note 89, at 9. 
130 See id. at 16. 
131 See id. 
132 Id. at 144.  
133 Id. (emphasis added). 
134 Id.  
135 Id. at 145. 
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oppositions, and Derrida targets many of them136 within Rousseau’s 
writings.  The supplement has the form of the sign, neither fully 
present nor absent, neither plenary whole nor disposable remainder.  
And, of course, the supplement can itself be substituted by its own 
supplement, just as sign can be substituted with sign, leading to an 
indefinite chain. 

IV. A DECONSTRUCTIVE GENEALOGY OF THE ENABLEMENT 
REQUIREMENT 

A. The Early Patent Acts and the Establishment of Identity as 
Difference 
 

As a way of considering the opposition between the inventive act 
and the obvious one, we will take as our text “the enablement 
requirement” as it has been limned by statute and court opinion.  The 
first statute codifying the right to a patent was the Patent Act of 
1790.137  Its wording was less precise than the current U.S. Code and 
required among other things that “the invention or discovery” be 
“sufficiently useful and important” in order for the inventor to receive 
a patent.138  But the requirement for enablement can trace its ancestry 
back to this Act’s requirement for a specification: 

[W]hich specification shall be so particular, and said 
models so exact, as not only to distinguish the 
invention or discovery from other things before known 
and used, but also to enable a workman or other person 
skilled in the art or manufacture, whereof it is a branch, 
or wherewith it may be nearest connected, to make, 
construct, or use the same, to the end that the public 
may have the full benefit thereof, after the expiration of 
the patent term.139   

Even at this early date, the right appears to have been conceived as a 
quid pro quo, in that the “end,” or purpose of the monopoly grant, was 

                                                                                                                                   
136 Id.  (explaining that prominent being the opposition between nature and 

culture).  Nature as plenary origin must also be supplemented by education, a 
product of culture, which nevertheless features prominently in Rousseau’s thought, 
and ought to come to replace that state of nature despite emanating from its inferior.  
Id.  In a way, it is “destined to reconstitute Nature’s edifice in the most natural way 
possible.”  DERRIDA, OF GRAMMATOLOGY, supra note 61, at 145.  

137 Patent Act of 1790, ch. 7, 1 Stat. 109–112 (1790). 
138 Id. at § 1. 
139 Id. at § 2. 
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that the public “may have the full benefit thereof.”140  The meaning of 
“invention or discovery” is not positively defined.141  But through 
inference it appears to differ from the old.  Invention is separated, 
distinguished, and put at a distance from the preceding.  Even 
invention as improvement, as iteration, must take on a new form, 
separate from the old.  The ousia of invention, from the outset, is a 
total transformation of form, a complete break from the old, and the 
assumption of a new eidos. 

Only fifty-seven patents were passed under the first patent act, the 
Patent Act of 1790,142 before it was replaced with the Patent Act of 
1793.143  The requirement for an invention to be “sufficiently useful 
and important” was dropped, expanding the apparent scope to any who 
“have invented any new and useful art, machine, manufacture or 
composition of matter, or any new and useful improvement . . . not 
known or used before the application.” 144   The language of 
obviousness within the modern code is only implicit in these early 
acts, in degree of differentiation.  The written specification was 
required to be written in “such full, clear and exact terms, as to 
distinguish the same from all other things before known, and to enable 
any person skilled in the art or science . . . to make . . . and use the 
same.”145  But more interesting additions for our present purposes 
were requiring that the inventor “shall fully explain the principle” of a 
machine invention and also provide, where appropriate, “specimens of 
the ingredients, and of the composition of matter, sufficient in quantity 
for the purpose of experiment.”146  Further, “simply changing the form 
or the proportions of any machine, or composition of matter, in any 
degree, shall not be deemed a discovery.”147  Invention is conceived of 
here as a principle embodied rather than a principle embodied.  The 
boundaries are set around an idea, not the physical thing itself, and yet, 
exemplary embodiments must be provided for the purpose of 
enablement. 

Numerous patents were awarded under the lax 1793 Act, and 
patent quality subsequently became an issue.148  As a response, the law 
                                                                                                                                   

140 Id. 
141 Id. 
142 Edward C. Walterscheid, Charting a Novel Course: The Creation of the 

Patent Act of 1790, 35 AIPLA Q.J. 445, 527 (1997). 
143 Patent Act of 1793, ch. 11, 1 Stat. 318–323 (1793). 
144 Id. at § 1. 
145 Id. at § 3. 
146 Id. at § 3 (emphasis added). 
147 Id. at § 2 (emphasis added). 
148 See Robert P. Merges, The Trouble with Trolls: Innovation, Rent-Seeking, 

and Patent Law Reform, 24 BERKELEY TECH. L.J. 1583, 1592 (2009). 
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was updated in the Patent Act of 1836 in numerous ways, including 
appointing examiners to evaluate incoming petitions.149  The language 
of obviousness had not yet made its way into the Act, but patents were 
only to be granted if the new Commissioner of Patents “shall deem it 
to be sufficiently useful and important.”150  The Act also required 
clearly setting out what the inventor claimed as his invention,151 which 
was made into a requirement for separate claims in the subsequent 
Patent Act of 1870.152  

Invention in these early acts is necessarily conceived of as a new 
form, fully present to itself and announced as such.  It was the 
principle of the inventive object that was protected in the fullness of 
its eidos, even when the strict contours of its form were varied in 
insignificant, accidental ways.  If an inventor claimed “the body of a 
car for the transportation of coal, &c., in the form of a frustrum of a 
cone . . . whereby the force exerted by the weight of the load presses 
equally in all directions”153 the limits might seem to clearly exclude 
cars not in the form of a “frustrum of a cone.”  But the Supreme Court, 
adopting what is known as the rule of equivalents, ruled that a car of 
an octagonal shape was “so near to a true circle as substantially to 
embody the patentee’s mode of operation, and thereby attain the same 
kind of result, as was reached by his invention.”154  

The question of identity here is the question of the eidos of the 
invented conical car.  What is its iterative range?  What is outside of 
that being?  Would a heptagonal car have been “so near to a true 
circle” as to be identical in substance?  Hexagonal?  The Court 
explains that “[m]erely to change the form of a machine is the work of 
a constructor, not of an inventor; such a change cannot be deemed an 
invention.”155  The Patent Act of 1793 explicitly said as much.156  Yet 
isn’t the conical car itself just a change of form?  

 

                                                                                                                                   
149 Patent Act of 1836, ch. 357, § 2, 5 Stat. 117 (1836). 
150 Id. at § 7. 
151 Id. at § 6 (“[The inventor] shall particularly specify and point out the part, 

improvement, or combination, which he claims as his own invention or discovery.” 
(alteration in original)). 

152 Patent Act of 1870, ch. 230, § 26, 16 Stat. 198, 201 (1870) (“[The inventor] 
shall particularly point out and distinctly claim the part, improvement or 
combination which he claims as his invention.” (alteration in original)). 

153 Winans v. Denmead, 56 U.S. 330, 342 (1854). 
154 Id. at 344. 
155 Id. at 341 (alteration in original). 
156 Patent Act of 1793, ch. 11, § 2, 1 Stat. 318–323 (1793) (“[S]imply changing 

the form or the proportions of any machine, or composition of matter, in any degree, 
shall not be deemed a discovery.” (emphasis added)). 
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“[M]y improvement did not consist in a change of 
form, but in the new employment of principles or 
powers, in a new mode of operation, embodied in a 
form by means of which a new or better result is 
produced; it was this which constituted my invention; 
this you have copied.”157   

Invention is not mere change of form.  It is creation of a new eidos, 
and that eidos is self-present to the inventor as idea, or principle.  It 
takes new form in thought, pure auto-affection, within present 
consciousness, even if its embodiment as the thing only appears as an 
iterative change in physical outline. 

But then the question arises, how did the inventor arrive at this 
totally new thing?  How are they to share this new thing with others?  
How do we, non-inventors, take what is old and fashion the new 
invention out of it?  The act of invention is laid bare in the written 
specification, and it is laid bare in terms that must be understandable, 
terms that were understandable before the invention, but which in their 
combination or iteration produce new meaning.  Iteration of embodied 
form, either in comparatively faithful ways, like simple production or 
reproduction, or in new contexts, with new additions or grafts always 
alters the form, producing a different embodiment.158  The repetition 
of the eidetic form always results in what the courts, following 
Aristotle, might call merely accidental change. 

Yet from the earliest days in patent law’s history, the boundary 
lines between the new and the old, the inventive and the non-
inventive, can already be seen to be porous.159  The ousia of the 
inventive rail car is already impure in Winans v. Denmead.160  The 
frusto-conical eidetic form that gives it its unique essence also already 
contains “equivalents,” that is, variants or deviations from the pure 
form as conceived and claimed.  The “pure” concept (the noetic 
object) of the invented object functions as iterable sign, produced and 
reproduced in always altered ways.  That is why it also always 
contains the threat of essential alteration already within.   

The iterability of the inventive eidos, as a scientific principle, 
always provides the possibility that mere change in accidental features 
turns out to fundamentally change the ousia of the noetic object, 
turning the known into the inventive.  The ousia of the octagonal car is 
                                                                                                                                   

157 Winans, 56 U.S. at 343 (answering the hypothetical accusation, posed by the 
Court, of an infringer who might claim that the invention was itself a mere change in 
form).  

158 Id. at 343–44. 
159 Id. at 341. 
160 See id. at 343–44. 
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identical to that of the conical one.  That iterative change in 
appearance across rail cars is found by the Court to be immaterial in 
that instance.161   But the iteration or grafting of frusto-conicality 
across containers generally, as plant pot, as water pail, as cake mold, 
as dumping rail car goes unremarked, as does the iterative changes by 
which one could, through a series of intervals, move from the 
rectangular prismatic car to the octagonal to the frusto-conical.  The 
very possibility of drawing an inventive boundary line around an 
indefinite number of equivalents, offering the patent holder protection 
from a competitor's mere change in form, is provided by an anterior 
trace of signs-as-inventive-principle.  It is the iterability of invention, 
as sign or as embodied thing, which both structures the pure noetic 
concept conceived of by the courts in their interpretation of the patent 
statutes, and contaminates that impurity.  Iteration provides for patent 
coverage to functionally cover an invented object, while also 
constituting the very possibility of invention itself; the possibility of a 
break with an old eidetic form to create a new eidetic form 
corresponding to a new inventive ousia. 

B.  O’Reilly v. Morse and the Limits of Invention 
 

Morse ranks among the most revered inventors in American lore.  
Some of that mystique may be connected to the presumed creativity of 
his primary vocation: painting.162  But he is also the sole named 
inventor on two important patents, which were involved in the years-
long dispute over the invention of the telegraph.163  His original patent 
was directed towards his telegraph system, which solved the problem 
of sending electrical signals over long distances. 164  Electrical signal 
amplitude within wires diminishes the further it travels.165  Sending a 
signal across many miles would require impractically high voltage and 
current.166  Morse’s system solved this problem by setting up repeater 
stations at intervals comprised of electromagnets (each with their own 
energy source) which moved a signal-lever to restore the signal before 
it was lost to noise.167  In O’Reilly v. Morse168 the Supreme Court held, 

                                                                                                                                   
161 See id. at 344. 
162 O’Reilly v. Morse, 56 U.S. (15 How.) 62, 68 (1853).  
163 See id. 
164 U.S. Patent No. 1647 (issued June 20, 1840).  His patent was also directed 

toward the code that bears his name.  Id. 
165 See GEORGE ILES, FLAME, ELECTRICITY AND THE CAMERA 154 (Doubleday 

& McClure Co. 1900). 
166 See id. at 155. 
167 U.S. Patent Reissue No. 117 (filed Apr. 7, 1838) (reissued June 13, 1848) 

(granted June 20, 1848). 
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inter alia, that the eighth and final claim of Morse’s patent was invalid 
for being too broad.169  The eighth claim reads: 

I do not propose to limit myself to the specific 
machinery or parts of machinery described in the 
foregoing specification and claims, the essence of my 
invention being the use of the motive power of the 
electric or galvanic current, which I call “electro-
magnetism,” however developed, for marking or 
printing intelligible characters, signs, or letters at any 
distances, being a new application of that power of 
which I claim to be the first inventor or discoverer.170 

The eighth claim was by far the broadest, which covered, in effect, all 
of the telecommunications equipment currently in use at any given 
time, which could include have included the telephone (typically 
ascribed an invention date of 1876) all the way up to the internet.171  
The first seven claims, by contrast, all made reference to the 
combination of electromechanical working parts to achieve the 
transmission of information.172 

The patent issued initially had a five and a half page specification 
and went into detail concerning the construction of the repeater units, 
the code, and the use of a writing device at the end of it to mark the 
signals.173  All of the original nine claims, except for the eighth claim, 
included the limitation, “as described in the foregoing 

                                                                                                                                   
168 O’Reilly, 56 U.S. at 62. 
169 Id.  
170 ‘117 Patent (emphasis added). 
171 See Peter Yun-hyoung Lee, Inverting the Logic of Scientific Discovery: 

Applying Common Law Patentable Subject Matter Doctrine to Constrain Patents on 
Biotechnology Research Tools, 19 HARV. J.L. & TECH. 79, 94 (2005) (stating that 
“such a claim sought to cover the general principle of using electromagnetic force to 
send and receive communications and was therefore impermissibly wide in scope, 
leading the Court to restrict it to a specific physical method for achieving that end.”). 

172 ‘117 Patent (“[T]he formation and arrangement of the several parts of 
mechanism constituting the type-rule, the straight port-rule, the circular-port rule” or 
more broadly, “the mode and process of recording or marking permanently signs of 
intelligence transmitted between distant points, and simultaneously to different 
points, by the application and use of electro-magnetism or galvanism as described in 
the foregoing specification.” (emphasis added)). 

173 U.S. Patent No. 1,647 (filed Apr. 7, 1838) (issued Jun. 20, 1840).  Morse also 
filed for a second patent on an improvement of the system in which the signals were 
recorded at intermediate points along the circuit by including writing devices at 
repeating stations as desired, allowing the simultaneous recording of signals at 
several points at once, which was also reissued.  U.S. Patent No. 4,453 (issued Apr. 
11, 1846); U.S. Patent Reissue No. 118 (issued Jun. 13, 1848). 
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specification.” 174   The eighth claim was directed towards “the 
combination and arrangement of electro-magnets in one or more 
circuits of metallic conductors with armatures of magnets for 
transmitting intelligence by signs and sounds . . . between distant 
points.” 175   It was only in the later reissued patent that Morse 
reformulated the form of his invention to include any combination of 
electromechanical parts, “however developed.”176  This reformulation 
of the invention’s ousia took advantage of a section within the Patent 
Act of 1836 allowing the holder of a patent to correct the description 
and specification.177  By omitting mechanical elements described in 
his specification from the claims, Morse was able to define his 
invention to include any possible means of “marking or printing 
intelligible . . . signs” by the “motive power” of electricity at “any 
distance.”178  By writing the eidos of his invention to encompass any 
known or future technological combination he would relegate any 
particular instantiation of the “telegraphic” ousia to rote 
“worksmanship.”179 

The Court, after reviewing the filing and issuance of the various 
patents, described an existing embodiment in considerable detail with 
reference to its parts,180 setting up a conflict over the proper domain of 
invention.181  It is not a question of whether there is a distinct form of 
the invention, but what shape it was given by the specification, and 
what its eidetic limits might be.  Rather than asking Morse what he 
thought he had invented, or what representation he held in his mind, 
the Court insisted on considering the sensuous object of invention as 
embodied and described, which shifts the site of invention from the 
phenomenological act to physical experimentation.  The enablement 

                                                                                                                                   
174 ‘647 Patent. 
175 Id. 
176 ‘117 Patent. 
177 Patent Act of 1836, ch. 357, § 13, 5 Stat. 117 (1836).  The Court noted the 

reissue of the two patents by saying, “[O]n the supposition there were some defects 
in the specifications . . . they were both surrendered and cancelled and new patents 
obtained in the stead of each respectively.”  O’Reilly v. Morse, 56 U.S. (15 How.) 
62, 83 (1853). 

178 ‘117 Patent. 
179 The Patent Act of 1790 requires that the specification “enable a workman or 

other person skilled in the art or manufacture . . . to make, construct, or use the 
[invention].”  Patent Act of 1790, ch. 7, § 3 1 Stat. 109-112 (1790) (alteration in 
original). 

180 O’Reilly, 56 U.S at 75–95. 
181 See id.  Thus, the opposition between intelligible form and sensuous object 

cannot be reduced to the difference between patenting a principle and patenting an 
implementation of that principle, as might be considered under modern 35 U.S.C. § 
101 analysis of patentable subject matter.  See 35 U.S.C. § 101 (2012). 
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requirement, by bracketing the question of what the inventor actually 
conceived,182 limits the form to what the inventor has achieved and 
described.  This is distinct from the written description requirement, 
although the two are inevitably entangled, because invention lies in 
demonstrating the transition from the possible to the realized.183 

When the Court turned to a consideration of the enablement 
requirement, it decided that in the eighth claim, Morse did not, 
“specif[y] the means he uses in a manner so full and exact that anyone 
skilled in the science to which it appertains can, by using the means he 
specifies without any addition to or subtraction from them, produce 
precisely the result he describes.”184  The eidetic form of the invention 
is to be limited to the particularly described materials and methods 
within the specification.   

In the case of Morse, that form is given shape by the Court’s 
description of the device in actual operation at the beginning of the 
opinion.185  The remaining claims directly referred to the specification, 
including the parts described by the Court in detail “as herein set 
forth.”186  The Court’s summary presentation of the invention is a 
recasting in signs of the proper object of those claims “as herein set 
forth.”187   

In striking down the eighth claim for not specifying the means in 
“a manner so full and exact,”188 the Court also implicitly rendered 
verdict on the remaining claims.  They are enabled by virtue of the fact 
that they are all claims directed to an apparatus or process “as herein 

                                                                                                                                   
182 See, e.g., O’Reilly, 56 U.S. at 113 (“In fine, he claims an exclusive right to 

use a manner and process which he has not described and indeed had not invented, 
and therefore could not describe when he obtained his patent.”).  The Court 
concluded that Morse did not describe it, therefore he did not invent it, and therefore 
could not have described it.  See id.  This circular logic seems predicated more on 
the supposed impossibility of inventing “any and all means” of transmitting 
intelligence through the electromotive force than on any serious investigation into 
the limits of what Morse had imagined but not described.  

183 See id.  So, for example, a description of a cold fusion device employing a 
theoretical apparatus to provide a substantial amount of power might be adequately 
described to allow one to imagine it, and imagine it working.  But for the patent to 
be valid the inventor must provide a path to assemble it, to make the possible a 
reality. 

184 Id. at 119 (alteration in original) (emphasis added).  
185 Id. at 88 (“1. The main circuit with its battery . . . .  2. The key with the signal 

lever.  3.  The local circuit with its battery.  4. The receiver, or mutator, with its 
electro-magnet.  5. The register, with its electro-magnet, pen lever, and grooved 
roller.”).  

186 Id. at 84, 88–95. 
187 Cf. id. 
188 Id. at 119. 
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set forth” in the specification.189  In considering the eighth claim the 
Court reviewed the English case, Neilson v. Harford 190  which 
pertained to a blast furnace that blew hot air instead of cold air on 
molten iron in the production of steel.191  The Court pointed out that 
while Neilson did not claim a particular  

mode of constructing the receptacle [for holding the hot 
air to be blown] or of heating it, [h]e pointed out the 
manner in which it might be done, but admitted that it 
might also be done in a variety of ways at a higher or 
lower temperature, and that all of them would produce 
the effect in a greater or less degree provided the air 
was heated by passing through a heated receptacle.192   

The limits of iterability for the invention in Neilson encompass all 
the ways that the receptacle might be formed,193 and so no particular 
description of form is required to enable the transparent inventive 
eidos.  The difference between claiming all the ways that a receptacle 
might be used to provide hot air to a furnace and claiming all the ways 
that intelligence might be transmitted by the electromotive force at any 
distance, is that only in the former does any (imagined) variation in the 
receptacle not alter the ousia of the inventive object.  Indeed, every 
instance of a receptacle must vary, but that variation is deemed 
inessential.194  

In some important sense, any variation in the receptacle has 
already been grasped by the PHOSITA as “receptacle” even if it were 
a new shape, never seen before.  The invention in Neilson functions in 
many ways like the Husserlian phenomenological object, activated or 
constituted by wakeful consciousness in the fullness of its being, and 
intersubjectively available through language for reconstitution in the 
minds of others.195  It is an object with an outline that is fully grasped 
and malleable, the contours of its self-sameness immediately present 

                                                                                                                                   
189 See id. 
190 Neilson v. Harford (1841) 151 Eng. Rep. 1266 (HL). 
191 See generally THOMAS WEBSTER, REPORTS AND NOTES OF CASES ON LETTERS 

PATENT FOR INVENTIONS 273 (1844). 
192 O’Reilly, 56 U.S. at 115–16 (alteration in original). 
193 Id. at 115 (stating that “[Neilson] then described in rather general terms the 

manner in which the receptacle might be constructed and heated, and the air 
conducted through it to the fire; stating that the form of the receptacle was not 
material, nor the manner of applying heat to it.” (alteration in original)).  

194 For example, even objects coming off of a tightly controlled assembly-line 
vary in slight respects, even if only at the microscopic level. 

195 See generally Stanford Encyclopedia of Philosophy, 
https://plato.stanford.edu/entries/phenomenology/ (last visited Sept. 20, 2017). 
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within the mind.  The eidos of Morse’s invalidated claim, however, 
cannot be fully grasped in the same way, as the Court decides that 
there may indeed be “some means,” even if not yet imagined, which 
would vary from the normal iterability opened up by Morse’s 
description in an essential way, and would impart a new, inventive, 
ousia.196  The mental view is occluded.  The outline remains unclear. 

If invention is always the perception of a new ideal object in the 
wakeful mind of the inventor, there is something divinely creative 
about bringing it forth as a new ousia.  It is a radical break.  But to 
capture the patent right to the use of this new being, the inventor must 
show how to repeat the break.197  The question of enablement is 
always the question of how to move from the old to the new.198  
Enablement defines the boundaries of inventive ousia as the limits to 
repetition-of-the-same.  It cleaves itself from that which came before, 
and claims for itself, as itself, all merely accidental variation.  Even in 
the paradigmatic case, however, where the invention is iconic, and the 
valid claim boundaries are coextensive with the specification, the 
outside of ordinary repetition-with-difference, or iteration, already 
contaminates the inside of invention-as-new-eidos.   

Morse’s telegraph was only one among several that developed 
around the same time.199  The Court itself noted that, “in the year 
1832, when Professor Morse appears to have devoted himself to the 
subject, the conviction was general among men of science everywhere 
that the object could, and sooner or later would be, accomplished.”200  
The particular problem which the first Morse patent purportedly 
solved, and which was ostensibly out of the scope of ordinary 

                                                                                                                                   
196 O’Reilly, 56 U.S. at 113 (“For aught that we now know, some future 

inventor, in the onward march of science, may discover a mode of writing or printing 
at a distance by means of the electric or galvanic current, without using any part of 
the process or combination set forth in the plaintiff’s specification.” (emphasis 
added)). 

197 Gene Quinn, Moving from Idea to Patent – When Do You Have an 
Invention?, IP WATCHDOG (Jun. 21, 2014), 
http://www.ipwatchdog.com/2014/06/21/moving-from-idea-to-patent-when-do-you-
have-an-invention/id=49736/ (“This means that you need to be able to explain to 
others how to make and use the invention so that they could replicate the invention 
after simply reading your description of the invention in a patent application.”).  

198 In other words, has the inventor shown the public how to make and use the 
invention? 

199 Lemley, supra note 17, at 719 (“The telegraph was developed at about the 
same time by a number of others, including Charles Wheatstone and Sir William 
Fothergill Cooke, Edward Davy and Carl August von Steinheil.”); see also O’Reilly, 
56 U.S. at 108. 

200 O’Reilly, 56 U.S. at 107. 
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technical skill, was transmitting electric signals at great distance.201  
His introduction of electromagnets to move a fork on an armature at 
repeating stations, thereby opening and closing a new circuit, 
preserved the signal for an automatic re-transmission or repetition 
along another circuit substantially the same as the first.202  He explains 
his perceived improvement in relation to the prior art as: 

The only ways in which the galvanic current had been 
proposed to be used prior to my invention and 
improvement were by bubbles resulting from 
decomposition and the action or exercise of electrical 
power upon a magnetized bar or needle and the 
bubbles, and the deflections of the needles thus 
produced were the subjects of inspection, and had no 
power, or were not applied to record the 
communication.  I therefore characterize my invention 
as the first recording or printing telegraph by means of 
electro-magnetism. There are various known modes of 
producing motions by electro-magnetism; but none of 
these had been applied prior to my invention and 
improvement to actuate or give motion to printing or 
recording machinery.203 

The inventive eidos according to Morse is defined in the use of the 
electromagnet to move a metal fork or utensil.204  But Joseph Henry 
was the first to use and describe the electromagnet, including its use to 
control mechanical effects at long range.205  

Morse’s second patent secured an extended monopoly right, as a 
new inventive improvement of the first, through the inclusion of an 
additional circuit with a writing or recording device at each repeater in 
order to write the signals down at intermediate points.206  The Court 
noted the seeming contradiction in issuing a patent for a variation on 
the first, when the eighth claim of the first patent covered “any means” 
of transmitting intelligence at “any distance.”207  But in that second 
patent Morse further clarifies what he perceived to be the essence of 
his invention: 
                                                                                                                                   

201 See Lemley, supra note 17, at 719. 
202 ‘117 Patent. 
203 Id. 
204 Id. 
205 David Hochfelder, Joseph Henry: Inventor of the Telegraph?, SMITHSONIAN 

INST. ARCHIVES (2007), http://siarchives.si.edu/oldsite/siarchives-
old/history/jhp/joseph20.htm. 

206 U.S. Patent Reissue No. 118 (issued June 13, 1848).  
207 O’Reilly v. Morse, 56 U.S. (15 How.) 62, 114 (1853). 



0&�0 ����0������0
*0
���*0)0	�����*0����*0�*�

-���*0 '0

 I do not, therefore, claim to have first applied 

electricity to telegraphing for the purpose of showing 

evanescent signs and signals . . . The original and final 

object of my telegraph is to imprint characters at any 

distance as signals for intelligence; its object is to mark 

or impress them in a permanent manner.208   

The telegraph is to Henry’s electromagnets as writing is to speech.  It 

transforms evanescent signs into the written word.  Yet, is it not odd to 

talk of an evanescent sign?  The sign being that “ill-named thing” that 

escapes the question, “what is . . . ?,” as both and neither, present and 

absent.  Does not the play of différance in the sign evanescent already 

indicate the possibility of “permanent?”  And was not the writing 

implement, in all its senses, already substituting itself in place of 

“evanescent signs and signals?”209  If the form of invention as such, 

the creative act, either as material practice, or as perceptual 

(re)combination, did not already include the possibility of inessential 

alteration, rote experiment, and fine tuning, it would undo its own 

grounds of possibility.210 

The telegraph, as originally described, demonstrates kinship and 

interplay between signs in its use both of evanescent electromagnetic 

circuit switches at the repeating stations, and the permanent recording 

armature at the end point.211  It seems clear that any number of 

repeating stations is within the ambit of Morse’s invention.  A 

telegraph line with ten repeating stations has the same ousia as a line 

with nine.  The substitution at the tenth station of the forked armature-

as-switch for the writing armature-as-end-point already contains 

within it the possibility of iteration as addition and subtraction, all the 

way down to the basic level, wherein the first repeating station is 

substituted for a simple writing armature, and that writing armature 

with a defective writing implement, and that defective writing 

implement with a non-writing implement.  The possibility for that 

substitution in thought as sign, and thought as “writing,”212 is made 

                                                                                                                                   
208 ‘118 Patent. 
209 Id. 
210 In this sense, “invention” is like any hierarchical opposition within 

metaphysics.  One particularly salient example is Derrida’s discussion of “serious” 

speech within speech act theory.  JACQUES DERRIDA, LIMITED INC. 91 (Samuel 

Weber and Jeffrey Mehlman, trans., Nw. Univ. Press, 1988) [hereinafter DERRIDA, 

LIMITED INC.] (“If a form of speech act that was ‘serious,’ or in general 
‘nonpretended,’ did not, in its initial possibility and its very structure, include the 

power of giving rise to a ‘pretended form,’ it would simply not arise itself, it would 

be impossible.”). 
211 See ‘118 Patent. 
212

 DERRIDA, OF GRAMMATOLOGY, supra note 61, at 50 (“From the moment that 

continued . . . 
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clear in the very text in which the radical break, the creative rupture, is 

asserted.  In writing the ousia of invention as movement from the 

same old to the different new, the trace structure of the writing always 

already signals the iterative play of the old as the new, and the new as 

the old. 

C.  The Incandescent Lamp Patent and Invention as Rule 
 

The Court had occasion to review the enablement requirement in a 

case involving another archetypical inventor, Thomas Alva Edison, 

although in The Incandescent Lamp Patent,213 the prodigious inventor 

and patent holder ended up invalidating a competitor’s patent.214  The 

owner of a light bulb patent submitted by the inventors, Sawyer and 

Man, sued a licensee of an Edison-produced bulb.215  The Edison 

Electric Light Company, holder of its own patent for an incandescent 

light bulb, was determined to be the real party at interest.216  The 

Sawyer and Man patent, directed towards “[a]n incandescing 

conductor for an electric lamp, of carbonized fibrous or textile 

material and of an arch or horseshoe shape, substantially as 

hereinbefore set forth,”217 was filed less than a year before the Edison 

patent directed towards “[a] slip or filament for forming on 

carbonization the incandescing conductor of an electric light, made of 

bamboo or similar fiber, substantially as set forth.” 218   The 

incandescent light bulb had “[f]or many years prior to 1880” been 

subject to experiments “by a large number of persons in various 

countries.”219  The use of thick carbon conductors in air-tight bulbs 

was well-understood by those working on the problem prior to 1880, 

but the disintegration of the carbon and the difficulty of achieving a 

sufficiently air-tight bulb limited the lifespan of these bulbs. 220  

Sawyer and Man in the ‘676 patent attempted to capture the use of all 

fibrous, thin-filament conductors, having experimented with 

carbonized paper filaments leading up to their patent filing.221 

                                                                                                                                   

there is meaning there are nothing but signs.  We think only in signs.” (emphasis 

added)). 
213

 Consol. Elec. Light Co. v. McKeesport Light Co. (The Incandescent Lamp 
Patent), 159 U.S. 465 (1895). 

214 Id. at 469. 
215 Id. at 465. 
216 Id.  
217

 U.S. Patent No. 317,676 (filed Jan. 9, 1880) (issued May 12, 1885). 
218

 U.S. Patent No. 251,540 (filed Aug. 6, 1880) (issued Dec. 27, 1881). 
219 Consol. Elec. Light Co., 159 U.S. at 471.  
220 Id. 
221 See id. at 472; ‘676 Patent, p. 1 col. 2 l. 76–77, p. 2 col. 2 l. 43–50, 68–73.  
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The ‘676 patent had a tumultuous prosecution history, having been 
filed a few months after Edison’s filing of a patent for a light bulb with 
an evacuated bulb and a coiled fibrous conductor,222 and only a few 
weeks after Edison’s public demonstration of that bulb.223  Edison 
contested that he was the first inventor of Sawyer and Man’s carbon 
fiber filament in an interference proceeding, 224  and subsequently 
appealed the decision to award the invention to Sawyer and Man no 
less than five times.225 

The Court’s decision to focus on enablement may have seemed an 
odd choice at the time, since the lower courts had focused on whether 
Sawyer and Man had created something new by looking at the prior 
art.226  But by invalidating the Sawyer and Man patent claim on 
enablement grounds rather than the state of the prior art at the time of 
invention, the Court was able to avoid calling into question the novelty 
of Edison’s patents.227  What might appear even stranger is that rather 
than looking to the written words of the specification for determining 
the eidos of the invention, the Court seemed to construe the boundaries 
of that form by looking toward what material combination Sawyer and 
Man had actually made and used at the time.228  The fact that they had 
described in the specification how to make a light bulb with a carbon 
paper filament, 229  manifestly an embodiment of the fibrous thin 
                                                                                                                                   

222 ‘676 Patent.; U.S. Patent No. 223,898, p. 1 col. 1 l. 22–24, p. 2 col. 1 l. 12–
17, 30-32, p. 2 col. 2 l. 84–88 (filed Nov. 4, 1878).  The ‘898 patent claimed: “a 
filament of carbon of high resistance” which the specification described as “cotton 
and linen thread, wood splints, papers coiled in various ways,” and therefore did not 
specifically describe an “arch or horseshoe shape.”  ‘898 Patent; Brief for Appellant 
at 14, Consol. Elec. Light Co. v. McKeesport Light Co., 159 U.S. 465 (1895) (No. 
10).  

223 ‘676 Patent; Brief for Appellee at 3, Consol. Elec. Light Co. v. McKeesport 
Light Co., 159 U.S. 465 (1895) (No. 10).  

224 The 1836 Patent Act, which was amended in 1870, set forth a provision for 
an interference proceeding when multiple applicants claimed the same invention “to 
determine which or whether either of the applicants is entitled to receive a patent as 
prayed for.”  Patent Act of 1836, ch. 357, § 8, 5 Stat. 117 (1836); Brief for Appellee 
at 3, Consol. Elec. Light Co. v. McKeesport Light Co., 159 U.S. 465 (1895) (No. 
10).  

225 Brief for Appellant at 16–20, Consol. Elec. Light Co. v. McKeesport Light 
Co., 159 U.S. 465 (1895) (No. 10).  

226 See Kevin T. Richards, Experimentation and Patent Validity: Restoring the 
Supreme Court’s Incandescent Lamp Patent Precedent, 101 VA. L. REV. 1545, 1551 
(2015). 

227 See Tun-Jen Chiang, The Levels of Abstraction in Patent Law, 105 NW. U.L. 
REV. 1097, 1112 (2011). 

228 Id. at 1117–18. 
229 See Consol. Elec. Light Co. v. McKeesport Light Co., 159 U.S. 465, 477 

(1895) (upholding the ‘676 patent’s third claim directed toward a “carbonized paper” 
filament as valid). 
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filament of their first claim, was not considered enabling for the form 
as claimed: “[a]n incandescing conductor for an electric lamp, of 
carbonized fibrous or textile material . . . substantially as hereinbefore 
set forth.”230  The Court remarked that the lamp “described in the 
Sawyer and Man patent is no longer in use, . . . was never a 
commercial success, [and] does not embody the principle of high 
resistance with a small illuminating surface.”231  

The Court-defined ousia of the claimed invention does not appear 
on the surface to differ from that described in the ‘676 patent.232  The 
patent, after all, specifies a filament “in contradistinction to a similar 
conductor made from mineral or gas carbon” by fashioning into a 
horseshoe shape “carbonized paper, and also wood carbon,”233 which 
seemingly could be described as a filament “embody[ing] the principle 
of high resistance with a small illuminating surface.”234  Yet the Court 
said:  

[I]f woods generally were not adapted to the purpose, 
and yet the patentee had discovered a wood possessing 
certain qualities, which gave it a peculiar fitness for 
such purpose, it would not constitute an infringement 
for another to discover and use a different kind of 
wood, which was found to contain similar or superior 
qualities . . . Sawyer and Man [had] supposed they had 
discovered in carbonized paper the best material for an 
incandescent conductor. Instead of confining 
themselves to carbonized paper, as they might properly 
have done, and in fact did in their third claim, they 
made a broad claim for every fibrous or textile material 
. . . . 235 

The ousia of invention qua act, as the act of discovering the eidos of a 
new entity, is like the discovery of a rule.  The inventor discovers a 
rule of combination or assembly which maps out the form of the 
invented entity.  Enabling the invention becomes a matter of 
sufficiently and accurately describing that rule so as to communicate 
                                                                                                                                   

230 ‘676 Patent col. 2 l. 46–51. 
231 Consol. Elec. Light Co., 159 U.S. at 471 (alteration in original). 
232 Compare Consol. Elec. Light Co., 159 U.S. 465, 466–72, with ‘676 Patent.  
233 ‘676 Patent col. 1 l. 76–77. 
234 Compare Consol. Elec. Light Co., 159 U.S. at 471 (alteration in original), 

with ‘676 Patent col. 2 l. 26, 29–33 (pointing out that, “[a]mong [the advantages] 
may be mentioned . . . the purity and equality of the carbon obtained, its 
susceptibility to tempering, both as to hardness and resistance, and its toughness and 
durability.” (alteration in original) (emphasis added)). 

235 Consol. Elec. Light Co., 159 U.S. at 472 (alteration in original). 
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the form of the invented ousia to others.  Sawyer and Man failed to 
enable the distinct ousia of the bamboo filament because they failed to 
articulate a reliable and repeatable rule that could be followed by 
others to arrive at the same invention every time.236 

This becomes clear in the Court’s consideration of 
experimentation.  Edison asserted that he had tested over six thousand 
different vegetable fibers, only three of which contained the superior 
qualities he was looking for.237  Those three, including the bamboo 
filaments described in his ‘540 patent238 yielded “surprising results,” 
because they “contained certain peculiarities in [their] fibrous structure 
which distinguished [them] from every other fibrous substance.”239  
This essential peculiarity sets bamboo apart from the paper and wood 
fibers of the ‘676 patent, whose claim seemingly subsumed bamboo as 
a subset of vegetable matter.240  The ‘676 patent set forth a rule for 
others to follow, and it was only for lack of particular recognition of 
bamboo’s unique ousia that it failed to enable the invention-as-rule.241  
Any of the 5,997 fibers Edison rejected produced essentially the same 
result with the same eidetic form as the light bulbs of Sawyer and 
Man.242  But it did not indicate with sufficient particularity the rule for 
producing the “surprising result” of the Edison light bulb.243  

It is this deviance from an expected or known result that defines 
invention and cripples enablement.  Known inputs are manipulated in 
a defined way and produce a surprising result.  That result is 
essentially different from what was expected; it is a new entity with a 
new ousia.  The form of the invented entity is essentially traced by the 
new rule used to enable it.  The ideal invented object, described in the 
specification, and enabled by a rule, has well-defined boundaries even 
though every possible inessential variation or accident cannot be 
drawn or grasped.  Like in Wittgenstein’s discussion of rule-following, 
it is as if “‘[t]he steps are really already taken, even before I take them 
in writing or in speech or in thought.’  And it seem[s] as if they [are] 
in some unique way predetermined, anticipated.”244  Sawyer and Man 
claimed a new ousia that was traced by the rule laid out in their patent, 
but the territory claimed by that rule failed to trace the distinct essence 
of the bamboo filament, which deviated in an essential way from the 
                                                                                                                                   

236 See id. at 474–75. 
237 Id. at 472–73. 
238 U.S. Patent No. 251,540 col. 1 l. 39–47. 
239 Consol. Elec. Light Co., 159 U.S. at 473–74 (alteration in original).  
240 Id. at 476. 
241 See id. at 475–76. 
242 See id. at 471. 
243 Id. at 473. 
244 WITTGENSTEIN, supra note 2, at 82 (alteration in original). 
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ousia of their carbonized paper filaments. 245   Their rule was 
incomplete, and therefore the claims were not enabled.  

Experimentation is something done outside the bounds of the rule.  
The Court notes, “[i]f the description be so vague and uncertain that 
no one can tell, except by independent experiments, how to construct 
the patented device, the patent is void.”246  It is clear from that 
particular phrasing that the Court considered the Edison light bulb, not 
the broader class defined by the Sawyer and Man claim, to be the 
proper inventive ousia for which adequate enablement must be 
provided.  Sawyer and Man had provided a rule that was too broad, a 
rule which allowed for too many deviations from the proper inventive 
rule.  A proper rule, when followed, should provide the inventive 
object as expected.  Any experimentation required to further define an 
overly broad rule falls outside the bounds of the simple rule required 
for adequate enablement.  The Court notes, “how would it be possible 
for a person to know what fibrous or textile material was adapted to 
the purpose of an incandescent conductor except by the most careful 
and painstaking experimentation?”247  But this gesture of aligning 
experiment with discovery already signals the contamination of 
ordinary iteration within the purity of invention.  The boundary 
between mere repetition of the same and iterative experiment already 
begins to dissolve the transcendent unity of the inventive rule.  

Sawyer and Man, in their arguments before the Court, 
distinguished between “inventive experiments” and “workman’s 
experiments.”248  The “workman’s experiment” is identified as simple 
rule-following toward a known end, while “inventive experiments” are 
presumably the exploration of “unknown” territory in the search for 
the new. 249   But in providing form-as-rule, any iteration of the 
sequence always threatens to deviate from the rule. 250   Even 
mathematical rules, constructed of signs, cannot get beyond the limits 
of signification.251  The “workman’s experiment,” dealing as it is with 
                                                                                                                                   

245 Consol. Elec. Light Co., 159 U.S. at 475–76. 
246 Id. at 474.  
247 Id. at 475 (emphasis added). 
248 Richards, supra note 226, at 1569.  
249 See id. 
250 STATEN, supra note 106, at 13 (“The precursory movement or imagined 

running-on-ahead-of-itself of consciousness is crystallized in imagination through 
the agency of the rule, as determinability and determinacy—that is, as the boundary 
of form—of a sequence of steps not yet taken.  Form-as-rule is the frozen trace of the 
imagined movement of mind running on ahead of itself, a concept historically 
determined on the model of form as the intelligible presence of an object-in-
general.”). 

251 Consider Wittgenstein’s example of the pupil asked to write down the series 
of even cardinal numbers: “Let’s suppose we have done exercises, and tested his 

continued . . . 
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the crudity and accident of matter, cannot escape the play of difference 
either in the writing of the specification or in the material construction 
of an always altered iteration.  Were not 5,997 of Edison’s 
experiments with various vegetable matter simple “workman’s 
experiments” simply by virtue of the fact that those light bulbs 
remained essentially the same as the carbonized paper bulbs already in 
use?  Was not the implementation of bamboo, as fibrous plant matter, 
a simple calculation according to a known rule?  A routinized, nearly 
blind selection?  And was it not also accidental?  Or accidentally 
something else entirely?  Experimentation did not stop with bamboo, 
of course.  The bamboo filament, as it turns out, was quickly replaced 
by an artificial graphite within the decade.252 

In selecting, fashioning, manipulating, and suturing together 
component parts, experimentation is suffused with contingency.  The 
conceptual syntax of a device is always the configuration of 
component parts within a semiotic field.  The (re)iteration of those 
signs across a heterogeneous readership already (re)produces in itself 
an indeterminate rule.  In using the sign, “carbonized fibrous material” 
in a light bulb schemata,253 is it not conceivable that someone would 
have interpreted the rule provided by Sawyer and Man as calling for 
bamboo fibers?  Perhaps it would be a natural selection for someone 
from a region with indigenous bamboo.  And would that not result in 
the “surprising” Edison light bulb?  It would be strange, no doubt, to 
say that such a person, predisposed to interpret “carbonized fibrous 
material” as carbonized bamboo, had invented a new ousia, different 
from that enabled by the ‘676 patent.  It would appear instead to be the 
most rigorous rule following. 

Two decades later, the Court revisited the application of inventive 
rules in Minerals Separation, Ltd. v. Hyde254, wherein the trace of 
invention lurking within experiment was explicitly acknowledged by 
the Court even as it maintained the theoretical possibility of 
                                                                                                                                   
understanding up to 1000.  Then we get the pupil to continue one series (say ‘+2’) 
beyond 1000 — and he writes 1000, 1004, 1008, 1012.  We say to him, ‘Look what 
you’re doing!’ — He doesn’t understand.  We say, ‘You should have added two: 
look how you began the series!’ — He answers, ‘Yes, isn’t it right?  I thought that 
was how I had to do it.’ — Or suppose he pointed to the series and said, ‘But I did 
go on in the same way.’— It would now be no use to say, ‘But can’t you see . . . ?’ 
— and go over the old explanations and examples for him again.  In such a case, we 
might perhaps say: this person finds it natural, once given our explanations, to 
understand our order as we would understand the order ‘Add 2 up to 1000, 4 up to 
2000, 6 up to 3000, and so on.’”  WITTGENSTEIN, supra note 2, at 81.  

252 See, e.g., Lemley, supra note 17, at 723; U.S. Patent No. 916,905 col. 17 l. 
32–35 (filed Jan. 31, 1905).  

253 ‘676 Patent col. 4 l. 46–50. 
254 Minerals Separation, Ltd. v. Hyde, 242 U.S. 261 (1916). 
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identifying the eidos of invention, and marking the inventive act as the 
discovery of the rule that outlined the contours of that eidos.255  The 
owner of a patent directed towards a separation process in which 
minute amounts of oil were added to an aqueous mixture of metal ore 
to separate the “gangue” or siliceous material from the desired metal 
ore brought an infringement suit. 256   The process differed from 
previous processes by agitating the mixture to form an oily froth 
which held a large proportion of the metal ore rather than using a 
substantial (and costly) oil phase. 257   The specification indicated 
adding oil in only a fraction of one percent of the weight of the ore.258  
The inventive character of “experiment,” per se, is evident in the 
language the Court used to signal the distinct ousia of the claimed 
process. 

[I]t differs so essentially from all prior processes in its 
character, in its simplicity of operation and in the 
resulting concentrate, that we are persuaded that it 
constitutes a new and patentable discovery. . . . [The 
inventors] were experienced metallurgists of London, 
of inventive genius . . . and they entered upon an 
investigation of the process of oil concentration of ores 
which was continued through several years, and 
consisted of a very extended series of experiments.259 

The defendants, however, alleged that the claims, directed to any 
powdered ore, were not enabled because experimentation had to be 
done for each ore to determine the precise amount of oil to use to 
achieve the intended result.260  In attempting to contain the impurity of 
non-inventive experimentation, the Court called iteration within the 
defined topology of the invention mere “preliminary test[ing],” that 
did not amount to inventive exploration.261  The patented discovery 
                                                                                                                                   

255 Id. at 271. 
256 Id. at 252.  The patent reads, “The herein-described process of concentrating 

ores which consists in mixing the powdered ore with water, adding a small 
proportion of an oily liquid having a preferential affinity for metalliferous matter, 
(amounting to a fraction of one percent. on the ore), agitating the mixture until the 
oil-coated mineral matters form into a froth, and separating the froth form the 
remainder by flotation.”  U.S. Patent No. 835,120 col. 5 l. 40–49 (filed May 29, 
1905).  

257 Minerals Separation, Ltd., 242 U.S. at 265. 
258 Id.  
259 Id. at 266 (alteration in original).   
260 Id. at 270. 
261 Id. (alteration in original) (“Equally untenable is the claim that the patent is 

invalid for the reason that the evidence shows that when different ores are treated 
preliminary tests must be made to determine the amount of oil and the extent of 

continued . . . 
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was directed to a broad category, its ousia extending across a wide 
variety of ores without essential difference.262  But the categorially of 

category goes unquestioned, in the sense that the claimed category 
exists apart, or at the head of a defined hierarchy, rather than in free 

play with other categories, some of which might subsume it.263  The 
inventive ousia can be defined, even as iteration thoroughly permeates 

the inventive process, such that the claimed category was ultimately 
derived from a kind of "testing" within separation technology more 

generally.  The Court noted, “there were many investigators at work in 
this field to which the process in suit relates when the patentees came 

into it, and it was while engaged in study of prior kindred processes 
that their discovery was made.”264  The extensive experimentation 

undertaken by the patentees necessarily was undertaken within the 
space of another, already known rule, and the “final step” which 

“‘turned failure into success’ . . . was not a long one.”265  The 
inventors of the frothing process were engaged in the admittedly 

routine iteration of reducing the amount of oil used in conventional 
processes as much as possible,266 following a rule that had already 

been laid out in advance, before stumbling upon what the Court and 
the Patent Office declared was an essentially different entity, operating 

under an essentially different rule.267  
The possibility of surprise, always already latent in the play of 

différance within the writing of scientific discourse, is inherent to any 

                                                                                                                                   
agitation necessary in order to obtain the best results.  Such variation of treatment 
must be within the scope of the claims, and the certainty which the law requires in 
patent is not greater than is reasonable, having regard to their subject-matter.”). 

262 Id. at 271 (“The process is one for dealing with a large class of substances 
and the range of treatment within the terms of the claims, while leaving something to 
the skill of persons applying the invention, is clearly sufficiently definite to guide 
those skilled in the art to its successful application, as the evidence abundantly 
shows.”). 

263 In discussing Benveniste’s writings on the impact of Greek language on 
thought, Derrida interrogates the metaphysics of presence that allows Benveniste to 
equate Aristotle’s categories of language as categories of thought, in an analogous 
move to the equation of categories of objects-as-things to categories of objects-as-
inventive-principles.  Jacques Derrida, The Supplement of Copula: Philosophy 
Before Linguistics, 30 GA. REV. 527, 544 (“Benveniste recognizes the unique 
correspondence that one hesitates, for obvious reasons, to call homology; but he 
questions neither the status of the operation, nor the conditions for the trap, nor the 
space or the medium in which projection and transcription occur—for example, the 
field of categoriality in general.”). 

264 Minerals Separation, Ltd., 242 U.S. at 271. 
265 Id. (quoting The Barbed Wire Patent, 143 U.S. 275, 283 (1892)).  
266 Id. at 266. 
267 Id. at 270. 
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conceptualized device, whether written or merely thought. 268  
Wittgenstein’s machine as a symbol always eludes ideal 
totalization.269  It can be imagined this way or that way, but never as 
all the ways, all at once.270  The necessity of the constitutive spacing, 
between and within particular instantiations, marks the spacing of 
experiment which admits no rigid boundary.  The Court defined 
experimentation as outside the enabling rule of the inventor, which is 
supposed to delineate a tamed natural space in which known quantities 
can be manipulated to produce expected outcomes.271  The privileging 
of presence at the moment when the unexpected happens is the naming 
of invention as such.  But the rule always threatens to undo itself.  
Despite its seeming to be calculated in advance, every iteration 
deviates in inessential ways, indicating the possibility for an essential 
rupture, a surprising result, wherein the constitutive outside of 
experimentation is found to have already marked what was conceived 
of as mere repetition of the same.  The presence of invention is always 
contaminated by the before-ness which guides iteration within the 
known. 

 
 
 

                                                                                                                                   
268 WITTGENSTEIN, supra note 2, at 77e (“A machine as symbolizing its action: 

the action of a machine—I might say at first—seems to be there in it from the start. 
What does that mean?—If we know the machine, everything else, that its movement, 
seems to be already completely determined.  We talk as if these parts could only 
move in this way, as if they could not do anything else.  How is this—do we forget 
the possibility of their bending, breaking off, melting, and so on?”).  

269 Id. 
270 DERRIDA, OF GRAMMATOLOGY, supra note 61, at 45–46 (“[T]he ‘graphic’ 

signifier refers to the phoneme through a web of many dimensions which binds it, 
like all signifiers, to other written and oral signifiers, with a ‘total’ system open, let 
us say, to all possible investments of sense . . . the concept of the graphie [unit of a 
possible graphic system] implies the framework of the instituted trace, as the 
possibility common to all systems of signification.” (alteration in original) (emphasis 
added)).  The graphic signifier of writing is akin to the “mental image” of the 
“machine as symbol,” comprising units in a system of signs which have meaning 
only within trace.  See id.; WITTGENSTEIN, supra note 2, at 77e.  But Derrida is also 
quick to point out, “[t]he instituted trace is ‘unmotivated’ but not capricious.  Like 
the word ‘arbitrary’ according to Saussure, it ‘should not imply that the choice of the 
signifier is left entirely to the speaker’ . . . Simply, it has no ‘natural attachment’ to 
the signified within reality.  For us, the rupture of that ‘natural attachment’ puts in 
question the idea of naturalness rather than that of attachment.”  DERRIDA, OF 
GRAMMATOLOGY, supra note 61, at 46. 

271 See Minerals Separation, Ltd., 242 U.S. at 266–67. 
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D.  The Patent Act of 1952 and Shifting the Burden of Proof 
 

The Patent Act of 1836 survived with minor modifications until 

1952, when the general form of the modern statute was formulated.272  

The enablement requirement fell within § 112, which set forth the 

requirements for the specification:  

“The specification shall contain a written description of 

the invention, and of the manner and process of making 

and using it, in such full, clear, concise, and exact terms 

as to enable any person skilled in the art to which it 

pertains, or with which it is most nearly connected, to 

make and use the same.”273   

While the notion of the inventive eidos as “the same” remained 

embedded within the enablement requirement, the Patent Act of 1952 

wrote the requirement of “invention” qua “inventive act” out of the 

law by setting forth conditions for “patentability,” including that the 

invention should be “non-obvious.”274  The new law prohibited patents 

for “invention” if: 

the differences between the subject matter sought to be 

patented and the prior art are such that the subject 

matter as a whole would have been obvious at the time 

the invention was made to a person having ordinary 

skill in the art to which said subject matter pertains.  

Patentability shall not be negatived by the manner in 
which the invention was made.275 

The drafters of the new Act were preoccupied with the problem of 

determining whether or not an asserted invention displayed the 

“inventiveness” required by the eighteenth and nineteenth century 

formulations of the statutes.276  The requirement for a certain level of 

“ingenuity”277 had made it difficult for courts to apply a clear standard, 

especially since the resolution of ingenuity seemed to turn upon a 

sudden realization within the mind of the inventor rather than the 

                                                                                                                                   
272 See Karl B. Lutz, The New 1952 Patent Statute, 35 J. PAT. OFF. SOC’Y 155, 

155 (1953).  
273 Patent Act of 1952, 35 U.S.C. § 112 (2012).  
274 35 U.S.C. § 103 (2012). 
275 Id. (emphasis added).  
276 See Proposed Amendments to Patent Eligible Subject Matter Under 35 

U.S.C. § 101, IPO (Feb. 7, 2017), http://www.ipo.org/wp-

content/uploads/2017/02/20170207_IPO-101-TF-Proposed-Amendments-and-

Report.pdf. 
277 See, e.g., Hotchkiss v. Greenwood, 52 U.S. 248, 267 (1850).  
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slowly plodding experimentation which makes an appearance time and 
again in questions of enablement.278   

The Supreme Court has held that a new invention “must reveal the 
flash of creative genius not merely the skill of the calling,” in ruling a 
patent for a cigar lighter invalid.279  This was seemingly a high bar that 
appeared to be a more stringent test than provided for in the statute.280  
The drafters of the Patent Act of 1952, therefore, consciously moved 
away from the use of the “undefinable term ‘invention’ . . . and 
sp[oke] in terms of a requirement for patentability, saying how it shall 
be determined.”281  The decision to require that an invention be non-
obvious would override any perceived requirement for a “flash of 
genius” indicating not how patentability “shall be determined,” but 
“how it shall not be negatived.”282  The reformulation of patentability 
to require that the invention be non-obvious has the seemingly useful 
consequence of clearing away the brush to focus on an inventive 
aspect, in which the invention, an assemblage of more or less known 
parts, becomes defined by a particular inventive component.   

Indeed, the use of Jepson claims, in which inventions are claimed 
solely by the inventive component, had been in use for some time.283  
Yet the statute still contains ample references to “invention” at least as 
invented object, including within Section 103 itself. 284   It did, 
however, shift the burden of proof to the Patent Office, or to litigants 
asserting invalidity that the invention was obvious, rather than a 
requirement that the patent applicant provide some evidence of an 
inventive act.285  The conception of invention as the discovery of a 
new ousia, with a definable eidos, remains totally operative within the 
legal ontology.  In inscribing “obviousness” as the mappable terrain of 
ordinary skill, known in the art, it solidly reinscribes invention as the 
traversing of the boundary between one definable, knowable eidos into 
                                                                                                                                   

278 Giles S. Rich, Why and How Section 103 Came To Be, 14 FED. CIRCUIT B.J. 
181, 185–86 (2004). 

279 Cuno Engineering Corp. v. Automatic Devices Corp., 314 U.S. 84, 91 
(1941).  

280 Rich, supra note 278, at 186.  
281 Id. at 189 (alteration in original).  
282 Id. at 191. 
283 Jepson claims, named after Ex parte Jepson, indicate “conventional” parts of 

an invention, and have limitations preceded by phrases like, “wherein the 
improvement comprises.”  Ex parte Jepson, 243 Off. Gaz. Pat. Office 525 (Ass’t 
Comm’r Pat. 1917).  See also 37 C.F.R. § 1.75(e) (allowing specifically for the use 
of this claim structure, although it is seldom used in modern practice for obvious 
reasons).  

284 Rich, supra note 278, at 191.  
285 See Roger Allan Ford, Patent Invalidity Versus Noninfringement, 99 

CORNELL L. REV. 71, 87 (2013). 
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a new, graspable, ideal entity.   
Giles Rich, who took an active role in drafting the Patent Act of 

1952, opined that “[t]he ultimate reason for writing section 103” was 
to turn the “requirement for invention” from a “lead razor which could 
not take an edge and could be nothing other than a blunt instrument” 
into “a much better tool for the job.”286  So rather than investigating 
the inventive act, or searching for the “flash of genius,” the courts 
could look towards whether the claimed subject matter was “the same” 
as that which was previously mappable, despite any purely accidental 
difference or recombination.287  This allowed analytic comparisons of 
documented evidence.288  Courts no longer had to engage in a murky 
search for invention, “[t]hat issue,” which Learned Hand said was as 
“fugitive, impalpable, wayward, and vague a phantom as exists in the 
whole paraphernalia of legal concepts.”289  The obvious-thing had an 
ousia which, when examined in hindsight, had already been part of the 
discovered universe of noetic objects.  The Patent Act of 1952 hoped 
to tame the “fugitive” concept of invention through a formalization, 
which has in its turn only drawn more attention to the inventive 
traversal, from the known to the unknown, and to experimentation as 
exploration of the boundary between the two.290  

The courts grappled with the polyvalent meaning and function of 
experimentation in a series of cases in the 1960s and 1970s.291  
Following Hyde, in which the court provided the fullest reckoning of 
modern science as iterative process, experiments take on a dual 

                                                                                                                                   
286 Rich, supra note 278, at 192.   
287 Id. at 191. 
288 See, e.g., MPEP § 706.02(j) (9th ed. Rev. 11, Nov. 2015).  
289 Harries v. Air King Prod., Inc., 183 F.2d 158, 162–163 (2d Cir. 1950) (“The 

test of invention is the originality of the discovery, and discovery depends upon the 
mental act of conceiving the new combination for substantially every invention only 
a combination.  Nothing is more illusory, as nothing is more common, than to 
assume that this can be measured objectively by the magnitude of the physical 
readjustments required . . . We hold that it is open to a court to proceed as is most 
convenient . . . claims may be so evidently invalid [for want of invention] that the 
court should so declare.” (alteration in original)). 

290 See In re Moore, 439 F.2d 1232, 1236 (C.C.P.A. 1971).  The Court of 
Customs and Patent Appeals, for example, said almost two decades after the Patent 
Act of 1952, that the description and best mode requirements of § 112 are “relatively 
simple to comply with and thus will ordinarily demand minimal concern on the part 
of the Patent Office . . . . What is of maximum concern in any analysis of whether a 
particular claim is supported by the disclosure in an application is whether that 
disclosure contains sufficient teaching regarding the subject matter of the claims as 
to enable one skilled in the pertinent art to make and to use the claimed invention.” 
Id. 

291 See, e.g., In re Rainer, 377 F.2d 1006, 1006–13 (C.C.P.A. 1967); In re 
Fisher, 427 F.2d 833, 836 (C.C.P.A. 1970). 
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character as pharmakon, either remedying the ordinary, accidental 
variation that plagues invention-as-eidos, or undoing the specification, 
and sabotaging the unitary form of the described invention.292  The 
Rainer cases are an early example of the courts’ consideration of 
enablement under the modern statutes, especially in relation to 
chemical patents.293  The application was directed towards “a bottle 
made of irradiated polyethylene . . . having grafted thereto a polymer 
formed by polymerizing a member of the group consisting of a 
polymerizable ethylenically unsaturated hydrocarbon monomer.”294  
The specification, however, indicated that certain claimed monomers 
did not actually form a graft copolymer according to the disclosed 
method.295  The court invalidated the claims, saying, “[t]he present 

                                                                                                                                   
292 See generally Mineral Separation, Ltd. v. Hyde, 242 U.S. 261, 261–77 

(1916); JACQUES DERRIDA, PLATO’S PHARMACY, IN DISSEMINATION 61, 103 
(Barbara Johnson trans., Univ. Chi. Press 1981) (1968).  The pharmakon as drug is 
both “medicine,” or “cure,” and “poison.”  Id.  Writing, for Derrida, functions as 
pharmakon in Plato’s Phaedrus (and throughout Western metaphysics) since it 
serves as a memory-aid and means of communication through time and space, while 
also opening up the possibility of dissimulation, forgetfulness, and death.  See id.  
“In order for writing to produce . . . the ‘opposite’ effect from what one might 
expect, in order for this pharmakon to show itself, with use, to be injurious, its 
effectiveness, its power, its dynamis must, of course, be ambiguous . . . Plato thinks 
of writing, and tries to comprehend it, to dominate it, on the basis of opposition as 
such.  In order for these contrary values (good/evil, true/false, essence/appearance, 
inside/outside, etc.) to be in opposition, each of the terms must be simply external to 
the other, which means that one of these oppositions (the opposition between inside 
and outside) must already be accredited as the matrix of all possible opposition.  And 
one of the elements of the system (or the series) must also stand as the very 
possibility of systematicity [sic] or seriality in general.  And if one got to thinking 
that something like the pharmakon—or writing—far from being governed by these 
oppositions, opens up their very possibility without letting itself be comprehended 
by them; if one got to thinking that it can only be out of something like writing—or 
the pharmakon— that the strange difference between inside and outside can spring    
. . . one would then have to bend [plier] into strange contortions what could no 
longer even simply be called logic or discourse.” Id. at 105–106. 

293 See, e.g., In re Rainer, 377 F.2d 1006, 1006–13 (C.C.P.A. 1967). 
294 Id. at 1008. 
295 Id. at 1012 (affirming the examiner’s rejection on enablement grounds, based 

on the fact that “although the present specification catalogs a large number of 
monomers which can be irradiated with polyethylene to form graft cross-linked 
copolymers, that catalog of monomers includes ethylene glycol dimethacrylate 
which further on in the specification is shown not to form a graft cross-linked 
copolymer . . . . The thrust of the inadequate disclosure rejection is that appellants 
have claimed more broadly than they have invented.  It is maneuvered into the 
shadow, at least, of section 112 by the observation that the specification gives no 
indication whether these monomers for which there is no specific example will 
behave on irradiation like styrene, which forms a graft copolymer, or like ethylene 
glycol dimethacrylate, which does not.”). 
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case is unusual in that appellants’ specification is the evidence of its 
own inadequacy.”296  The seemingly straight forward invalidation in 
Rainer lead to considerable complications in a pair of cases that 
ultimately culminated in an attempt to tame experimentation through 
formalization.297 

E.� Unruly Experimentation and Pioneering Cartography 
 

In 1970, the court in In re Fisher considered a patent application 
for preparation of an injectable ACTH prepared from animal pituitary 
glands.298  The claims included an open-ended potency recitation for 
“an adrenocorticotrophic hormone preparation containing at least 1 
International Unit of ACTH per milligram.”299  The specification set 
forth several methods of obtaining ACTH from frozen pituitary glands 
of hogs, sheep, cows or other animals, and structurally characterized 
the product as a peptide containing a chain of identifiable amino acids, 
including at least twenty-four amino acids in sequence, while the 
twenty-fifth to thirty-ninth acids vary depending on the animal.300  It 
further disclosed potencies of 111% to 230% of the international 
standard.301  The court noted a “lack of teaching of how to obtain 
other-than-39 amino acid ACTHs”302 and remarked on the open-ended 
limitations that would allow the patent holder to “dominate all such 
compositions having potencies greater than 1.0, including future 
compositions having potencies far in excess of those obtainable from 
his teachings plus ordinary skill.”303 

The court determined iterability of the inventive ousia in Fisher to 
be limited by the experiments already conducted and set forth by the 
inventor.304  The blending and purification of ACTH from animal 
glands might be a well-defined entity, defined indeed by the inventor’s 
own experimentation, but there is no telling what the future holds for 
other methods of peptide preparation.  The inventor to some extent is 
assumed to have explored the outer boundaries of their own method, to 
have charted the boundaries of the eidos, which they have enabled for 
the public.  The limiting of “ordinary skill in the art” here to the 
                                                                                                                                   

296 Id. (alteration in original). 
297 See In re Fisher, 427 F.2d 833 (C.C.P.A. 1970); see also In re Angstadt, 537 

F.2d 498 (C.C.P.A. 1976). 
298 In re Fisher, 427 F.2d at 834. 
299 Id. at 836. 
300 Id. at 834–35.  
301 Id. at 839. 
302 Id. 
303 Id. (emphasis added).  
304 See id.  
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inventor’s demonstrated results performs the double operation of 
making it easier to enable future inventions in well-known arts (i.e. by 
citation to previous maps of the noetic terrain) while raising the 
standard for enablement in what are perceived as less predictable 
areas.  Purification of peptide sequences from animal glands might be 
a well-known entity with a definable eidos but it differs from peptide 
sequencing methods which might in the future produce far more potent 
formulations.305  The court in Fisher seems to echo, if not directly cite, 
the court in O’Reilly v. Morse306 in concluding that invention is limited 
to the inventive eidos, which has been described and enabled by the 
inventor in his description.  Experimentation is that which transcends 
the boundary. 

In 1976, the instability of that boundary became apparent in In re 
Angstadt. 307   The Angstadt patent application had broad claims 
directed to catalyst oxidation with a metal salt phosphoramide 
complex, including a claim for a 

“process for the catalytic oxidation of secondary or 
tertiary alklaromatic hydrocarbons . . . to form a 
reaction mixture comprising the corresponding 
hydroperoxides, the improvement wherein the catalyst 
is of the formula MXn(HAPA)m . . . and M is a 
transition metal cation of Group IB, IIB, IIB, IVB, VB, 
VIB, VIIB, VIIB, or IIA of the Periodic Table.”308 

Despite the broad formulation including any transition metal, the 
specification indicated that “[c]ertain of these catalysts, and 
particularly those derived from metal salts of the lanthanide series, are 
especially effective in forming the hydroperoxides.”309  The example 
embodiments included nickel, copper, cobalt, chromium, titanium, 
vanadium, and other transition metals. 310   On appeal from the 
examiner’s rejection, however, the board found that “the specification 
states that not all of the complexes will produce hydroperoxides and 
neither discloses which of the complexes will not work, nor gives any 
information as to how the operative catalysts might be determined, 

                                                                                                                                   
305 By 1965, for example, about twenty proteins with more than 100 amino acid 

residues had been sequenced, and solid phase peptide synthesis techniques had been 
under development since 1963.  See, e.g., B. Foltmann, Protein Sequencing: Past 
and Present, 9 BIOCHEM. EDUC. 2, 4 (1981).  

306 O’Reilly v. Morse, 56 U.S. (15 How.) 62, 117–18 (1853). 
307 See In re Angstadt, 537 F.2d 498 (C.C.P.A. 1976). 
308 Id. at 500 (quoting U.S. Patent No. 772,421 (issued Oct. 18, 1904)). 
309 Id.  
310 U.S. Patent No. 4,022,841 (filed Oct. 31, 1968).  
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without undue experimentation.”311  The claiming of nearly every 
transition metal catalyst complex had not been demonstrated in full; 
the rule had not been calculated in every variation.312  The claims 
relied on a probabilistic rationale that the board rejected.313 

The appellate court, however, overruled the board on the very 
basis that the art was unpredictable.314  Chemistry is deemed to be 
relatively less predictable than, for example, the mechanical arts, 
wherein a prediction about whether a schematic drawn up on paper 
will work can almost always be made according to the regular rules of 
Newtonian physics.315  The applicants had provided forty examples, 
only one of which did not work, but still one more aberration than 
might be expected from forty different, rule-bound variants of a 
mechanical inventive eidos, such as the n-sided polygonal rail cars in 
Winans.316  Citing Rainer, the court said: 

                                                                                                                                   
311 In re Angstadt, 537 F.2d at 500 (emphasis added). 
312 Id. at 503. 
313 Id. at 502. 
314 See id. at 502–03.  “We note that many chemical processes, and catalytic 

processes particularly, are unpredictable . . . and that the scope of enablement varies 
inversely with the degree of unpredictability involved.  That this particular process is 
unpredictable is demonstrated further by appellants in their specification.  Appellants 
have disclosed forty examples; one of these examples yields no hydroperoxides in 
the final product . . . . Appellants have apparently not disclosed every catalyst which 
will work; they have apparently not disclosed every catalyst which will not work.  
The question, then, is whether in an unpredictable art, section 112 requires disclosure 
of a test with every species covered by a claim.  To require such a complete 
disclosure would apparently necessitate a patent or applications with ‘thousands’ of 
examples or the disclosure of ‘thousands’ of catalyst along with information as to 
whether each exhibits catalytic behavior resulting in the production of 
hydroperoxides.  More importantly, such a requirement would force an inventor 
seeking adequate patent protection to carry out a prohibitive number of actual 
experiments.  This would tend to discourage inventors from filing patent applications 
in an unpredictable area since the patent claims would have to be limited to those 
embodiments which are expressly disclosed.  A potential infringer could readily 
avoid ‘literal’ infringement of such claims by merely finding another analogous 
catalyst complex which could be used in ‘forming hydroperoxides’ . . . . Since 
appellants have supplied the list of catalysts and have taught how to make and how 
to use them, we believe that the experimentation required to determine which 
catalysts will produce hydroperoxides would not be undue and certainly would not 
‘require ingenuity beyond that to be expected of one of ordinary skill in the art.’” Id. 
(emphasis added) (quoting Fields v. Conover, 443 F.2d 1386, 1390–91 (C.C.P.A. 
1971)).  

315 Thomas L. Irving & Ningling Wang, Obvious Developments in U.S. Patent 
Law, FINNEGAN (July 2009), https://www.finnegan.com/en/insights/obviousness-
developments-in-u-s-patent-law.html?news=20c9e617-794a-4ec3-b835-
002729234f91. 

316 See Winans v. Denmead, 56 U.S. (15 How.) 330, 342–43 (1854). 
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[T]he disclosure must provide “guidance which will 
enable one skilled in the art to determine, with 
reasonable certainty before performing the reaction, 
whether the claimed product will be obtained” . . ., as 
the dissent claims, then all “experimentation” is 
“undue,” since the term “experimentation” implies that 
the success of the particular activity is uncertain.317   

The court in Angstadt went on to inscribe within the topology of the 
invented object the as yet unrealized potential of possibility, saying, 
“Appellants have enabled those in the art to see that this is a real 
possibility, which is commendable frankness in a disclosure . . . The 
dissent wants appellants to make everything predictable in advance, 
which is impracticable and unreasonable.”318  

This acknowledgment of “experimentation,” in general, as 
inherently uncertain, or as always containing, to a certain extent, the 
unknown, is to re-inscribe invention within the order of the mythic.  
Science and invention in the twentieth century is recognized as less 
certain, and its ideal concepts lack the philosophical clarity of the 
inventive object as conceived in the eighteenth and nineteenth 
centuries.319  The invention in Angstadt discovered a bountiful terra 
incognita which contains, within its ill-defined contours, both the 
usefulness of the inventive object, and the possibility of death (that is, 
failure; the threat of dragons guarding the gold).320  Experimentation 
provides the possibility for the opening of that space, like kh�ra in 
Plato’s Timaeus.321  It is the tertium quid, neither the ideal object of 
invention within the mind of the (divine) inventor, nor the sensual 
physical embodiment of that ideal object, but the always already 
occupied place which “prepares” the opening of “new” space for 
intuitive or sensual perception of those objects.322  Experiment as 

                                                                                                                                   
317 In re Angstadt, 537 F.2d at 503 (emphasis added) (citing In re Rainer, 377 

F.2d 1006, 1006 (C.C.P.A. 1967)). 
318 Id. at 504 (emphasis added).  
319 Id. 
320 JACQUES DERRIDA, ON THE NAME 112 (Thomas Dutoit, ed., Ian McLeod et 

al. trans., Stan. Univ. Press 1995) (1993) [hereinafter DERRIDA, ON THE NAME].  
Derrida, in his essay Kh�ra, meditates on Plato’s cosmogony in the Timaeus, and the 
relation of that myth as distinguished from philosophy proper.  See id.  Site, place, or 
location is the third “nature” which has no presence itself, and yet provides the 
possibility of an originary being.  See id.  “But on the other hand, in the order of 
becoming, when one cannot lay claim to a firm and stable logos, when one must 
make do with the probable, then myth is the done thing [de rigeur]; it is rigor.” See 
id. 

321 Id. at 124. 
322 Id. at 109 (“Kh�ra ‘means’: place occupied by someone, country, inhabited 

continued . . . 
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possibility both exceeds and precedes the “inventive” space, opened 
up by the inventive act, which institutes a new boundary that can be 
only be traversed through or discovered by following the path laid out 
in an enabling disclosure.   

Yet the eidetic space of the invention, occupying this site, did not 
spring from nothing.  It is set within a larger picture of 
experimentation, the larger field of oxidation catalysts, within catalysis 
generally.  Like the mise en abyme that structures Plato’s Timaeus the 
hydroperoxide catalysts of Angstadt are situated with an 
“experimentative” space that is multi-layered, and that reaches back 
beyond an originary point.323  If experiment can only ever be spoken 
of probabilistically and evades calculable certainty, it can only be 
referred to by invoking a kind of mythic imprinting of “invention” on 
a non-origin: kh�ra, the receptacle of the reaction, particular 
experiment, or combination, giving place to a new inventive eidos.324  
But if experiment in general becomes the receptacle in which any 
particular experiment exists as either “inventive” or “routine,” as 
either path-breaking or already-charted, it operates between the two 
poles of both and neither.  If the Angstadt patent’s claims include all 
transition metals, “analogous” 325  catalysts, that are probably the 
“same” as the thirty-nine successful examples, there is always the 
possibility of one that far exceeds the others, like Edison’s bamboo 
filament,326 or the as-yet undetermined ACTH preparation that greatly 
exceeds a potency of 230 percent.327  Even if the conception of 
                                                                                                                                   
place, marked place, rank, post, assigned position, territory, or region.  And in fact, 
kh�ra will always already be occupied, invested, even as a general place, and even 
when it is distinguished from everything that takes place in it.  Whence the difficulty 
— we shall come to it — of treating it as an empty or geometric space, or even and 
this is what Heidegger will say of it, as that which ‘prepares’ the Cartesian space, the 
extensio of the res extensa.”). 

323 Cf. ROBERT DIXON, ALEX MILLER: THE RUIN OF TIME 30 (2014); In re 
Angstadt, 537 F.2d at 502. 

324 DERRIDA, ON THE NAME, supra note 320, at 117 (“But if kh�ra is a 
receptacle, if it/she gives place to all the stories, ontologic or mythic, that can be 
recounted on the subject what she receives and even of what she resembles but 
which in fact takes place in her, kh�ra herself, so to speak, does not become the 
object of any tale, whether true or fabled . . . Though is it not a true logos, no more is 
the word on kh�ra a probable myth, either, a story that is reported and in which 
another story will take place in its turn.”). 

325 In re Angstadt, 537 F.2d at 503. 
326 Rebecca Matulka, The History of the Light Bulb, U.S. DEP’T OF ENERGY 

(Nov. 22, 2013), https://energy.gov/articles/history-light-bulb. 
327 In re Fisher, 427 F.2d 833, 834 (C.C.P.A. 1970) (“A method is disclosed for 

producing ACTH preparations having potencies ranging from 111% to 230% of 
standard and containing no more than 0.08 units of vasopressin and no more than 
0.05 units of oxytocin per International Unit of ACTH, which limits are said to be 

continued . . . 
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experimentation in general must resort to this probabilistic boundary 
setting, the description and claims of the invention, and the form of the 
bestowed property right are still within the order of sign and thought.  
The court still determines the claimed invention as a sign, with a clear 
boundary, but where for practicality’s sake the boundaries are drawn 
before the full map is rendered, the patent holder should get the benefit 
of the doubt.328  And yet the meaning of those signs is still constituted 
by the play of différance, in which any particular experiment already 
signifies both the old and the new, in which no clear boundary can be 
drawn between the workman’s experiment and the surprising 
discovery of an inventor.  

The policy goal expressed by the court in Angstadt, of encouraging 
invention, by allowing inventors to claim entire genres, reaches its 
most ambitious articulation in what is known as “the pioneer invention 
doctrine,” which rewards certain patent owners with “exceptionally 
broad claim scope in exchange for their outsized technological 
contribution to society.”329  The court specifically considered this 
doctrine in relation to enablement in In re Hogan and Banks.330  The 
application at issue claimed priority from a previously filed 
application and had claims that were directed to “a normally solid 
homopolymer of 4-methyl-1-pentene.” 331   The prior application 
described the product as a “tough, solid polymer,” which was amended 
in the application at issue to say, “We have produced crystalline 
polymers of 4-methyl-1-pentene.”332  The examiner rejected the claims 
for lack of enablement, asserting that the prior application disclosure 
“only described a very limited species within the generic class.”333  On 
appeal from the examiner’s rejection, the board concluded that “the 
disclosure ‘is restricted to a teaching of how to make crystalline 
polymers,’ but that the claims are ‘not limited to a crystalline polymer 
of 4-methyl-1-pentene’ but ‘encompasses an amorphous polymer as 
well, which is manifestly outside the scope of the enabling teaching 
present in the case.’”334  The amorphous polymer had only been 
developed and characterized nine years after the prior application’s 
filing date.335 

On appeal, the appellants argued that the invention enabled and 
                                                                                                                                   
tolerable to humans.”). 

328 In re Angstadt, 537 F.2d at 503. 
329 Love, supra note 49, at 382. 
330 See In re Hogan, 559 F.2d 595, 606 (C.C.P.A. 1977). 
331 Id. at 597.  
332 Id. at 598 (emphasis added).  
333 Id. at 600. 
334 Id. at 601.  
335 Id. at 606. 
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claimed “a truly pioneer invention which is the first normally solid 
polymer of 4-methyl-1-pentene ever made.”336  Whether the variation 
and characterization of the polymers in that family had been 
adequately investigated and described should not be relevant to the 
fact that the inventor had opened up the field of 4-methyl-1-pentene 
homopolymers.337  As the pioneer in this newly opened space, the 
inventor should be able to claim its various species, since they all take 
their place within the probabilistic kh�ra that provides the possibility 
and ground for the ideal mapping of a “normally solid polymer of 4-
methyl-1-pentene” inventive object.338  The court, following Angstadt, 
found that the board had improperly construed the enablement of the 
prior specification in light of later art, which described other species 
and methods of making those species (e.g. the amorphous species), 
stating: 

As pioneers . . . they would deserve broad claims to the 
broad concept.  What were once referred to as “basic 
inventions” have led to “basic patents,” which 
amounted to real incentives, not only to invention and 
its disclosure, but to its prompt, early disclosure.  If 
later states of the art could be employed as a basis for 
rejection under 35 U.S.C. § 112, the opportunity for 
obtaining a basic patent upon early disclosure of 
pioneer inventions would be abolished.339 

The explicit rationale for allowing this broad claim coverage is that 
it invokes the territorial imagery of pioneering, with all of its 
connotations of uncertainty and uncharted extension.340  In contrast to 
the previous century’s conception of invention as a “spark of genius” 
in which the inventor perceives an ideal, noetic object within 
conscious thought, Angstadt and Hogan were concerned that 
restricting claimed inventions to their particular experiments and 
embodiments would chill scientific progress341 and work against the 

                                                                                                                                   
336 Id. at 601 n.10 (emphasis added). 
337 Id. at 597. 
338 Id. 
339 Id. at 606. 
340 See Love, supra note 49, at 381–82. 
341 The court in Hogan says, for example, “Appellants disclosed, as the only 

then existing way to make such a polymer, a method of making the crystalline form.  
To now say that appellants should have disclosed in 1953 the amorphous form which 
on this record did not exist until 1962, would be to impose an impossible burden on 
inventors and thus on the patent system.  There cannot, in an effective patent system, 
be such a burden placed on the right to broad claims.  To restrict appellants to the 
crystalline form disclosed, under such circumstances, would be a poor way to 

continued . . . 
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constitutional basis of patent law “[t]o promote the Progress of 
Science and useful Arts.”342  In the wake of Angstadt and Hogan, the 
courts went so far as to conclude that no particular example was 
necessary for enablement, at least when the invention “resides in 
combining the known prior art techniques.”343  In In re Strahilevitz, 
the examiner rejected the claims saying, “[t]he disclosure is essentially 
an invitation to experiment. No specific examples are given.”344  The 
board affirmed on lack of enablement grounds,345 but the appellate 
court reversed,346 relying upon literature citations to establish that the 
ordinary skill in the art and the techniques necessary to practice the 
invention were known in the art, which effectively cordoned off all 
possible embodiments within the boundaries of the claims, regardless 

                                                                                                                                   
stimulate invention, and particularly to encourage its early disclosure.”  In re Hogan, 
559 F.2d at 606.  The concern that the so-called doctrine of equivalents would void 
the value of patents due to analogous invention reaches nearly hysterical levels 
further on: “Patents are and should be granted to later inventors upon unobvious 
improvements.  Indeed, encouragement of improvements on prior inventions is a 
major contribution of the patent system and the vast majority of patents are issued on 
improvements.  It is quite another thing however, to utilize the patenting or 
publication of later existing improvements to ‘reach back’ and preclude or invalidate 
a patent on the underlying invention . . . . If applications were to be tested for 
enablement under § 112 in the light of a later existing state of the art, the question 
would arise over how much later.  An examiner could never safely call a halt and 
pass an application to issue.  One who had slavishly copied the disclosed and 
claimed invention of a patent issued in 1965, for example, could resist an 
infringement action by insisting that a court hold the patent invalid because it was 
not enabling with respect to some third product which first came into existence, and 
thus came within the purview of the claim, in 1975.”  Id. at 606.  The concurrence by 
Judge Miller, citing In re Goffe, argues that such concern is ill-founded: “the claim 
language, well defined in the prior art, clearly delineated the ‘outer boundaries’ of 
the claimed subject matter, and the question was whether there was enablement for 
every embodiment within the scope of the claims.  Here the question is: in light of 
the interpretation of the claim language at the time the patent was filed, what are the 
‘outer boundaries’ of the claims?”  In re Hogan, 559 F.2d at 610 (Miller, J., 
concurring) (emphasis added) (citing In re Goffe, 542 F.2d 564, 191 USPQ 429 
(C.C.P.A. 1976)).   

342 U.S. CONST. art. I, § 8, cl. 8. 
343 In re Strahilevitz, 668 F.2d 1229, 1230 (C.C.P.A. 1982).  The claims in this 

case were directed to “[a]n immunological method for removing from a living 
mammal a hapten in the blood of said mammal, comprising connecting in the blood 
circulatory system of said mammal a hapten-removing device, said device 
comprising passage means for said blood; an antibody to said hapten in said device; 
and exposure means in said device for exposing said hapten to said antibody and for 
preventing said antibody from entering said circulatory system.”  Id.  

344 Id. at 1231. 
345 Id. at 1229. 
346 Id. 
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of their particular effectiveness or operation.347  In W.L. Gore & 
Assoc., Inc. v. Garlock, Inc., claims directed to a “highly crystalline, 
unsintered, PTFE . . . at a rate above ten percent per second and at a 
temperature between about thirty-five degrees Celsius and the 
crystalline melt point of PTFE”348 were found to be enabled, despite 
the district court finding that there would be “trial and error” needed to 
determine the “lower limits” of the stretch rate about ten percent per 
second at various temperatures above thirty-five degrees Celsius [i.e. 
to the melting point].349 

F.� The Modern Formalization of the Enablement Requirement 
 

The seeming tensions between the quid pro quo of adequate 
enablement and the hesitation of the courts to restrict the scope of 
claims to the species or variations actually described by inventors led 
to the formalization of the enablement requirement in In re Wands350 
in a manner analogous to the formalization of the obviousness 
requirement in Graham v. John Deere.351  The claimed invention in 
Wands was directed to “immunoassay methods for the detection of 
hepatitis B surface antigen by using high-affinity monoclonal 
antibodies of the IgM isotype.”352  Inventions dealing with biological 
specimens are required to submit a sample of the living materials to 
cell depositories “which will distribute samples to the public who wish 
to practice the invention after the patent issues.”353  Wands deposited a 
“best mode” cell line which the examiner determined did not enable 
the generic claims to “monoclonal high affinity IgM antibodies” that 
bind to HbsAg antigens.354  The appellants contended that the written 
specification fully enabled the practice of the claimed invention 
because the materials used for the hybridoma techniques including 
mice, HbsAg antigens, and myeloma cells were available to the 
                                                                                                                                   

347 Id. at 1232. 
348 W.L. Gore & Assocs., Inc. v. Garlock, Inc.,721 F.2d 1540, 1545 (Fed. Cir. 

1983). 
349 Id. at 1557 (alteration in original). 
350 See In re Wands, 858 F.2d 731, 735 (Fed. Cir. 1988). 
351 See Graham v. John Deere Co., 383 U.S. 1, 17 (1966). 
352 In re Wands, 858 F.2d at 733; see also U.S. Patent No. 487,219, claim 1 

(“An immunoassay method utilizing an antibody to assay for a substance comprising 
hepatitis B-surface antigen (HbsAg) determinants which comprises the steps of: 
contacting a test sample containing said substance comprising HbsAg determinants 
with said antibody; and determining the presence of said substance in said sample; 
wherein said antibody is a monoclonal high affinity IgM antibody having a binding 
affinity constant for said HbsAg determinants of at least 109M-1.”). 

353 In re Wands, 858 F.2d at 735. 
354 Id. at 734. 
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public.355   
Citing Angstadt356 and Hyde357 the court found that “[t]he sole 

issue is whether in this particular case, it would require undue 
experimentation to produce high-affinity IgM monoclonal 
antibodies.” 358   In order to make this determination, the court 
formalized an approach to determining whether experimentation is 
“undue,” coming up with what are known as the Wands factors.359  
After enumerating the factors, the court explained the process for 
producing monoclonal antibodies, and notes that “[t]he PTO does not 
question that the screening techniques used by Wands were well 
known in the monoclonal antibody art.”360  The inventor had obtained 
143 high-binding specimens, and with further analysis, four out of the 
nine high-binding specimens tested were deemed to have sufficient 
affinity and fell within the claims according to the described 
method.361  The board, on appeal from the examiner's rejection, found 
that there was no proof that any of the frozen specimens were high 
affinity samples and that “therefore only [four] out of 143, or 2.8 
percent, were proved to fall within the claims,” which they used to 
justify their decision that the claims were not enabled under section 
112 because appellants’ methods “were not predictable or 
reproducible.”362 

On appeal, the court found that this characterization of the data 
was “strained and unduly harsh” and that Wands had proven the 
techniques sufficiently reliable to be enabled by the appellants’ 
methods.363  Rather than breaking down the entire technical process 
into a series of experiments consisting of testing each sample, the 
court reframed the eidetic field, rewriting the meaning of “experiment” 
to include the “entire attempt to make a monoclonal antibody against a 
particular antigen.”364  Reiterating the entire process of creating the 
hybridoma cell lines for screening hundreds of antibodies was found to 
                                                                                                                                   

355 Id. at 736. 
356 See In re Angstadt, 537 F.2d 498, 504 (C.C.P.A. 1976). 
357 See Mineral Separation, Ltd. v. Hyde, 242 U.S. 261, 270–71 (1916). 
358 In re Wands, 858 F.2d at 736. 
359 Id. at 737. 
360 Id. at 738. 
361 Id. 
362 Id. at 739 (alteration in original). 
363 Id. 
364 Specifically, the court found that “[t]here was a high level of skill in the art at 

the time when the application was filed, and all of the methods needed to practice the 
invention were well known . . . . Furthermore, in the monoclonal antibody art it 
appears that an ‘experiment’ is not simply the screening of a single hybridoma, but is 
rather the entire attempt to make a monoclonal antibody against a particular 
antigen.”  Id. at 740. 
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not be undue, because that highly complex step was routine within the 

art.365  The sense of “experiment” in which each step along a complex 

process is itself iterable, within the process, becomes the 

supplementary work of experiment as routinized algorithm (i.e. “the 

entire attempt”).  Experiment, then, supplements or takes the place of 

the whole, the unity of invention which is already thought whole.  

Wands formalizes and gives place to experimentation as 

supplementary technè, as that which is both within and outside of 

invention, depending for example, on the nature of the invention, and 

the unstable meaning of “experiment.”366   

The certainty of present knowledge in the unpredictable367 arts of 

chemistry and the life sciences is always threatened by the possibility 

of failure.  This is especially the case when the invention is sublimated 

and transcribed into the written signs of the specification, rather than 

part of an otherwise organic embodied knowledge. The inventors in 

Wands, for example, had multiple experiment failures before 

accumulating the inventive knowledge that they needed to make it 

work with a high (but not absolute) degree of certainty.368  Success is 

elusive, and the certainty of knowledge can only be assured by 

approximation and the probable application of technique.  The 

techniques of experimentation (transmitted through modes, 

cartographies, and networks of science) mediate between the noetic, or 

ideal object of the invention, and the physical presence of the realized 

object, but the ideal must always already be supplemented by artifice 

and craft.  The organic embodied skill of the technician is never 

simply complete.  It requires trial and error, and is a temporal 

phenomenon, relying upon anamnesis and subsequent adjustment that 

always threatens to take the place of that which it was supposed to be.  

Experiment “adds itself, it is a surplus, a plenitude enriching another 

plenitude, the fullest measure of presence.” 369   It cumulates and 

accumulates presence.  It is thus that art technè, image, representation, 

convention, etc. “come as supplements to nature and are rich with this 

                                                                                                                                   
365 Id. at 736. 
366 See id. 
367 See supra note 321.  
368 See In re Wands, 858 F.2d at 739 (“The first four fusion attempts were 

failures, while high-binding antibodies were produced in the next six fusions.  

Appellants contend that the initial failures occurred because they had not yet learned 

to fuse cells successfully.  Once they became skilled in the art, they invariably 

obtained numerous hybridomas that made high-binding antibodies against HBsAg 

and, in each fusion where they determined isotype and binding affinity they obtained 

hybridomas that fell within the claims.”). 
369 DERRIDA, OF GRAMMATOLOGY, supra note 61, at 144–45 (emphasis added). 
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entire cumulating function.”370   
Enablement within the specification always takes place through 

signs, drawings, and representations.371  The formalization in Wands, 
in which the very first determination was “the quantity of 
experimentation necessary,”372 iteration itself was inscribed within the 
eidos of the inventive object.  It is explicitly provided as the necessary 
supplement to the unitary object being claimed.  As we have seen, 
experiment itself is subject to supplementation, as when the court 
defines “an experiment” as “the entire attempt to make a monoclonal 
antibody against a particular antigen.”373   

The Wands factors refer to that tapestry or play of signs which 
comprise “the nature of the invention,” “the state of the prior art,” and 
“the relative skill of those in the art.”374  So a double supplementation 
operates, both in the sign-as-supplement of the thing or invention, and 
in technè-as-supplement, that “ordinary skill in the art” which makes 
enablement possible at all.  Today’s invention, of course, becomes 
tomorrow’s “ordinary skill in the art,” and the chain of supplements 
extends, as experimentation is routinized without ever being fully 
present, fully certain, fully known.  Inventive objects are semiological, 
embedded within fields of signs, including the written word and the 
sedimented knowledge embodied in technicians and called upon for 
combination and recombination.375   

The iterability of the inventive object always threatens to overflow 
its own eidos through “improvements”376 which come both “naturally” 
as in the natural dynamis of human creativity and “unnaturally” as the 
artifice of a technology that operates according to a dehumanized 
logic.377  The inventive act, traversing the boundary of the known to 
perceive, hold, and claim the new, is itself a “dangerous” break with 
nature, that substitutes for naturalized convention, tradition, or way of 
life, to replace it with the new, or what could only be described as the 
neo-natural.  Experimentation operates within the margins, a degraded 
form of the natural divine creativity, both mere technique, devoid of 

                                                                                                                                   
370 Id. 
371 35 U.S.C. § 111 (2012). 
372 See In re Wands, 858 F.2d at 737. 
373 Id. at 740. 
374 Id. at 737. 
375 Any temporal experiment, as intuited sign within thought, “bypasses the 

presence of the thing and the duration of being,” achieving the appearance of unity 
only in an active memory constituted by signs, rather than any inventive thing-in-
itself.  DERRIDA, OF GRAMMATOLOGY, supra note 61, at 151. 

376 The courts acknowledged this possibility even when granting broad claims 
for pioneers.  See, e.g., In re Hogan, 559 F.2d 595, 606 (C.C.P.A. 1977). 

377 DERRIDA, OF GRAMMATOLOGY, supra note 61, at 187. 
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genius, and the means to traverse the inscribed boundaries of the 
known, creating a new ousia that transcends the roiling instability of 
matter.  If not divine, then semi-divine.378 

Every specification is written by a writer 

in a language and in a logic whose proper system, laws 
and life his discourse by definition cannot dominate 
absolutely. He uses them only be letting himself, after a 
fashion and up to a point, be governed by the system.  
And the reading must always aim at a certain 
relationship, unperceived by the writer, between what 
he commands and what he does not command of the 
patterns of the language that he uses.379   

Written specifications operate in and produce meaning with a 
particular field of art which itself is produced by substitutive 
significations “which could only come forth in a chain of differential 
references, the ‘real’ supervening, and being added only while taking 
on meaning from a trace and from an invocation of the supplement, 
etc.”380   

Derrida’s notion of constitutive spacing within “writing,” 
generally, works within patent claims in a peculiar way; the more 
limitations there are, generally speaking, the less iterative range there 
is, and consequently the more circumscribed the mapping of new 
eidetic space is.  More spacing, within the margins of the claims, 
between competing claims, gives rise to a more inclusive invention, 
with more inside its boundary, the edges of which extend farther from 
the very experiments, techniques, and methods which may have given 

                                                                                                                                   
378 Technology, like humanity in Plato’s Timaeus, may constitute progress in a 

teleological sense, and yet still be formed by inferior beings.  See PLATO, TIMAEUS 
loc. 8 (ebook).  The creator of the universe in Plato’s creation myth addressed the 
immortal “gods and children of gods” that he had created, saying “Three tribes of 
mortal beings remain to be created — without them the universe will be incomplete, 
for it will not contain every kind of animal which it ought to contain, if it is to be 
perfect.  On the other hand, if they were created by me and received life at my hands, 
they would be on an equality with the gods.  In order then that they may be mortal, 
and this universe may be truly universal, do ye, according to your natures, betake 
yourselves to the formation of animals, imitating the power which was shown by me 
in creating you.  The part of them worthy of the name immortal, which is called 
divine and is the guiding principle of those who are willing to follow justice and you 
— of that divine part I will myself sow the seed, and having made a beginning, I will 
hand the work over to you.  And do ye then interweave the mortal with the immortal, 
and make and beget living creatures, and give them food, and make them to grow, 
and receive them again in death.”  Id. 

379 DERRIDA, OF GRAMMATOLOGY, supra note 61, at 158. 
380 Id. at 159.  
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rise to the inventive object to begin with.  The limitations set the 
claims apart from those other things which are not the same.  In the 
case of Wands, for example, were not the hybridoma techniques and 
the antigens “well known?”381  Was not the rule of combination, in 
some sense, known in advance?  What transpired in those early four 
failed experiments before the inventors grasped, figured out, or 
invented the following successful fusion attempts?382  

G.� The Determination of Enablement After Wands 
 

Questions of enablement post-Wands have tended towards fact-
based inquiries, comparing the specification and prior art of record to 
the claimed invention. 383   The formalization of the enablement 
requirement has led to an analytical, philosophical logic which 
eschews the probabilistic mythemes of the “pioneering” invention 
articulated in Hogan.384  The courts seemingly recognized that the 
complexity and incremental progress of scientific invention in the late 
twentieth century required a different approach to enablement that 
would require applicants to be restricted to a narrower inventive eidos 
that more closely corresponded to their particular experimental 
results.385  In In re Vaeck, claims directed to a chimeric gene capable 
of being expressed in cyanobacteria cells were held to not be enabled, 
for all cyanobacteria, when the specification disclosed several genera 
of cyanobacteria as useful hosts, but only provided a single working 
example. 386   The appellants asserted that their invention was 
“pioneering” but the court found that, “Where, as here, a claimed 
genus represents a diverse and relatively poorly understood group of 

                                                                                                                                   
381 See In re Wands, 858 F.2d 731, 740 (Fed. Cir. 1988). 
382 See Richards, supra note 226, at 1562; see also ‘219 Patent col. 4 ll. 66–70, 

col. 5 ll. 1–2 (“The hybridomally produced IgM antibodies for specific viral antigens 
utilized in the present invention can be obtained, for example, through the use of cell 
fusion techniques first described by Kohler and Milstein.”).  The troubles that Wands 
et al. had in their first four fusions based on the techniques of Kohler and Milstein 
are completely elided from their specification, and will likely be reiterated by those 
that would attempt to follow the ‘219 patent, which could perhaps lead to the 
development of a new, improved method out of frustration.   

383 See, e.g., Array BioPharma Inc. v. Takeda Pharm. Co., No. IPR2015-00754, 
2016 Pat. App. LEXIS 13429, at *48 (P.T.A.B. Aug 12, 2016). 

384 See In re Hogan, 559 F.2d 595, 606 (C.C.P.A. 1977).  But see 
Love, supra note 49, at 395 (arguing that lawyers and judges still consider the 
“pioneer doctrine” good law despite the courts’ reluctance to articulate it as a 
rationale for broad claims, since the courts have also been reluctant to specifically 
bury the doctrine once and for all).  

385 See, e.g., In re Vaeck, 947 F.2d 488, 496 (Fed. Cir. 1991) 
386 Id. at 496. 
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microorganisms, the required level of discourse will be greater than, 
for example, the disclosure of an invention involving a ‘predictable’ 
factor such as a mechanical or electrical element.”387  In Plant Genetic 
Systems v DeKalb Genetics Corp., the court considered claims 
directed to “[a] plant cell having a heterologous DNA stably integrated 
into its genome.”388  The court found: 

A key issue of this case is the scope of both sets of the 
claims, i.e., what kind of plants or plant cells are 
covered by the claims . . . . [A]ll the working examples 
are dicots . . . . However, the accused infringing 
product . . . is corn–a monocot.  Additionally, the 
scientific community was not able to transform 
monocots until after it first transformed dicots.389  

Despite argument that the invention was a “pioneer” patent, the court 
returned to the precedent in In re Fisher390 which held that “the scope 
of the claims must bear a reasonable correlation to the scope of 
enablement provided by the specification,”391 before referring to the 
discussion of the pioneer doctrine in Hogan as “extended dicta.”392   

The precedent in Hogan was further crippled by the court’s 
opinion in Chiron Corp. v. Genentech Inc. which considered claims 
directed to “a monoclonal antibody that binds to human c-erbB-2 
antigen.”393  In Chiron, the priority specification taught use of murine 
antibodies, and the question was whether the claims enabled chimeric 
antibodies394, which the court found had only been developed after the 
initial filing date.395  The court found that “a patent document cannot 
enable technology that arises after the date of application.  The law 
does not expect an applicant to disclose knowledge invented or 
developed after the filing date . . . . Nascent technology, however, 
must be enabled with a 'specific and useful teaching.”396  Furthermore, 
the Court held that “[t]he law requires an enabling disclosure for 
                                                                                                                                   

387 Id. 
388 Plant Genetic Sys., N.V. v. DeKalb Genetics Corp., 315 F.3d 1335, 1338 

(Fed. Cir. 2003). 
389 Id.  
390 In re Fisher, 427 F.2d 833, 839 (C.C.P.A. 1970). 
391 Id. 
392 Plant Genetic Sys., N.V., 315 F.3d at 1341. 
393 Chiron Corp. v. Genentech, Inc., 363 F.3d 1247, 1248 (Fed. Cir. 2004). 
394 Id.  The chimeric antibodies at issue combine the DNA encoding regions 

from a mouse and a human to reduce the human response when administered in 
certain therapies.  Id. 

395 Chiron, 363 F.3d at 1251. 
396 Id. at 1254 (quoting Genentech, Inc. v. Novo Nordisk, A/S, 108 F.3d 1361, 

1368 (Fed. Cir. 1997)). 
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nascent technology because a person of ordinary skill in the art has 
little or no knowledge independent from the patentee's instruction.”397   

Along with the demise of the pioneering doctrine, questions of 
enablement often turned on either claim interpretation or the 
experimental relationship between genus and species.  Cases that fall 
under claim interpretation include Bio-Technology General Corp. v. 
Genentech Inc.398  In Bio-Technology General Corp., a process for 
producing a methionine-header-modified human growth hormone led 
to a claim for, “[a] method of producing human growth hormone . . . 
which will, in a transformant bacterium, express a gene for human 
growth hormone unaccompanied by the leader sequence of human 
growth hormone or other extraneous protein bound thereto.”399   In 
determining whether the claim was enabled, the court considered 
whether the specification had enabled “human growth hormone” or 
whether the specification had only enabled the met-hGH.400  At trial, 
the jury found, based on competing scientific evidence, that at least 
some mature hGH was produced within the modified E. coli and 
consequently available for purification.401  The claims were held to be 
enabled based on that factual inquiry and because the court found that 
met-hGH was interpreted to meet the claim language.402   

Following the formalization of enablement analysis into the Wands 
factors experts and prior art publications began to play an increasingly 
prominent role in determining the scope of the invention, with the 
parties either agreeing to factual stipulations concerning such inquiries 
as the skill in the art, or juries deciding such facts based on competing 
testimony. 403   For patent holders, however, enablement and 
                                                                                                                                   

397 Id.  
398 See, e.g., Bio-Technology Gen. Corp. v. Genentech, Inc., 267 F.3d 1325 

(Fed. Cir. 2001).  See also, In re Cortright, 165 F.3d 1353, 1357 (Fed. Cir. 1999) 
(stating a claim directed to a “method for the restoration of hair growth” is to be 
construed according to the interpretation of a PHOSITA, and should not be 
construed to mean “returning the user's hair to its original state”); CMFT, Inc. v. 
Yieldup Int'l Corp., 349 F.3d 1333 (Fed. Cir. 2003) (indicating that enablement for a 
process of cleaning silicon wafers depended on whether being clean meant the same 
thing as being wholly clean). 

399 Bio-Technology Gen. Corp., 267 F.3d at 1328. 
400 Id. 
401 Id. 
402 Id. at 1328–29. 
403 This is not to say that such experts played no role in previous cases, as the 

voluminous documentary evidence and argument in prior cases demonstrate.  
Compare In re Wands, 858 F.2d 731, 740 (Fed. Cir. 1988), with O'Reilly v. Morse, 
56 U.S. (15 How.) 62 (1853), and Consol. Elec. Light Co. v. McKeesport Light Co., 
159 U.S. 465 (1895).  But, it seems, that the factual inquiries post-Wands tend to 
search less for hypothetical rules, logically defined boundaries, or probable origin 
myths, preferring instead to extensively pore over a specification’s place within the 

continued . . . 
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obviousness (i.e. “invention”) seem to work under competing logics.  
When considering enablement, the ordinary skill in the art should be 
read expansively, so that for any particular specification a broad range 
of claims is enabled based on a necessarily finite number of examples.  
However, when considering obviousness, the ordinary skill in the art is 
to be read narrowly, such that iterative, incremental advances which 
recombine various techniques already known can be deemed 
patentable.  Several cases dealing with whether genera are enabled by 
particular species are illustrative of the shifting, undecidable boundary 
between routine experiment that extends the contours of a known 
ousia to encompass a new form and inventive experiment that 
transverses those contours to discover a new, inventive ousia.404  The 
highly fact-dependent nature of the cases no longer speak of invention 
as a pure eidetic object held in the mind(s) of the inventor(s).405  It 
becomes less a question of strict identity and more a question of 
family-based resemblances as determined by judge and jury.  

A pair of cases dealing with the enablement of a broader genera 
through exemplary species help to illustrate the fact-based inquiry 
under the Wands factors.406  Determining which facts are relevant 
tends to decide the question one way or the other.  The facts, as given 
within the juridico-scientific context, are presumed to structure that 
context in toto.407  The factors are then applied to the context as 
structured, and the result appears to be fairly formulaic.  In Falkner v. 
Inglis the court considered a vaccine comprising “an effective 
immunizing amount of a mutant virus, wherein said mutant virus is a 
mutant poxvirus and has a genome which has an inactivating mutation 
in a viral gene . . . .”408  The loser, Falkner, in an interference priority 
battle, asserted that the winner's, Inglis, specification failed to enable 
claims for a vaccine directed to a “poxvirus” because the specification 
mainly discussed and set forth examples of herpes virus vectors.409  
The court found, however, that the Inglis specifications described 
vaccine vectors in general, and then focused on the subgenus of 
herpesviruses:  
                                                                                                                                   
corpus of documented prior art, and to take evidenced techniques or methods and 
graft them onto any perceived deficiencies in the instant specification.   

404 See infra text accompanying notes 428–29. 
405 Id. 
406 See Falkner v. Inglis, 448 F.3d 1357, 1363 (Fed. Cir. 2006); see also Wyeth 

v. Abbott Labs., 720 F.3d 1380, 1384 (Fed. Cir. 2013). 
407 See SVEIN ENG, ANALYSIS OF DIS/AGREEMENT 188–89 (Springer Neth. 2003) 

(detailing the meaning behind “jurdico-scientific”); see also in toto, BLACK’S LAW 
DICTIONARY (10th ed. 2014) (defining “in toto” as “in the whole”). 

408 Falkner, 448 F.3d at 1360. 
409 See id. at 1361. 
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Nevertheless, at least three passages discussed the 
poxvirus invention and specifically mentioned 
“vaccinia virus” . . . .  The specification later discusses 
the deletion of essential genes from vaccines vector 
genomes, noting that the “invention can be applied to 
any virus where one or more essential gene(s) can be 
identified and deleted from or inactivated within the 
virus genome.”410  

The court echoed the board's decision below that 
the mere fact that the experimentation may have been 
difficult and time consuming does not mandate a 
conclusion that such experimentation would have been 
considered to be ‘undue’ in this art. Indeed, great 
expenditures of time and effort were ordinary in the 
field of vaccine preparation.411   

All of the Falkner applications, which had lost the priority battle, had 
described 

poxvirus vaccine vectors in detail, and to the exclusion 
of other types of vaccine vectors (e.g., herpesvirus 
vaccine vectors).  These applications provided five 
detailed working examples . . . . In contrast, the Inglis 
applications described vaccine vectors in general, and 
then focused on the subgenus of herpesviruses, for 
which they provided a detailed example.412  

The court recognized that the parties had stipulated certain facts, 
including “a high level of skill in the art.”413  Given these “underlying 
facts,” proving a high level of “ordinary skill,” the enablement 
conclusion was assured by simple mention within three passages of the 
Inglis specification that discussed “poxvirus” generally, including 
specific mention of the pox species “vaccinia virus.”414  Once the 
scientific context had been fixed, the writing of “poxvirus” and 
“vaccinia virus” within the specification secured the entire genera to 
                                                                                                                                   

410 Id. at 1364 (quoting a decision of the Board of Patent Appeals and 
Interferences, Interference No. 105,187). 

411 Id. at 1365. 
412 Id. at 1364. 
413 Id. at 1365 (“They defined the skilled artisan as having 5-10 years experience 

creating recombinant poxvirus, as being familiar with the poxvirus literature, the use 
of poxvirus as a vector for the expression of heterologous genes, and having the 
‘needed technical skill to practice the experimentation described in the scientific 
literature relating to recombinant virus, including poxvirus.’”).  

414 Id. at 1364. 
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the inventor even in the absence of a specific working example.415  
The invention covers a wide swath of eidetic area because the factual 
context had already determined that “great expenditures of time and 
effort were ordinary.”416  As this was an interference proceeding 
between two claims, invention per se was not at issue, and so how the 
ordinariness of “great expenditures of time and effort” might bear on 
obviousness, or on the play between invention and workman's skill 
was, of course, unconsidered.417   

The contextual framing within Falkner differs sharply from that in 
Wyeth v. Abbott Laboratories.418  In Wyeth, patent holders appealed 
summary judgment, granted on the grounds that several patented 
claims were invalid for lack of enablement, in district court.419  The 
appellate court affirmed the ruling “[b]ecause . . . there is no genuine 
issue of material fact.”420  The claims were directed to a method of 
treating or preventing restenosis by administering “rapamycin,” a large 
class of compounds, of which the specification disclosed only one 
species called “sirolimus.”421   

The factual context established below was that, “in order to exhibit 
the recited functional effects, a compound must be permeable across 
cell membranes . . . such permeability typically occurs in compounds 
having molecular weights below 1,000-1,200 Daltons (sirolimus’s 
molecular weight is approximately 914 Daltons).”422  Despite these 
stipulations, the court found no genuine dispute that practicing the full 
scope of the claims would require more than routine 
experimentation.423  The genus contained “at least tens of thousands of 
candidates” within the rapamycin genus, and the specification was 
“silent about how to structurally modify sirolimus, let alone in a way 
that would preserve the recited utility.” 424   Unlike the “great 
expenditure of time and effort” routinely involved in the vaccine 
preparation art, the pharmaceutical art would require a person of 
ordinary skill  

to first synthesize and then screen each candidate 
compound using the assays disclosed in the 

                                                                                                                                   
415 See id. at 1368. 
416 Id. at 1365. 
417 Id. 
418 Compare id. with Wyeth v. Abbott Labs., 720 F.3d 1380, 1384 (Fed. Cir. 

2013). 
419 Wyeth, 448 F.3d at 1382. 
420 Id.  
421 Id. at 1382–83. 
422 See id. at 1384.  
423 Id. at 1385. 
424 Id. at 1384. 
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specification to determine whether it has 
immunosuppressive and antirestenotic effects . . . .  
Here, the specification similarly discloses only a 
starting point for further iterative research in an 
unpredictable and poorly understood field.425   

One wonders whether simply mentioning other species or sub-genera 
within the rapamycin would have enabled the full scope of the claims 
without any further working embodiments, similar to the inventors in 
Falkner mentioning the vaccinia virus.426 

The apparent discrepancy in interpretations of “routine 
experimentation” in Falkner and Wyeth both spring from the fact-
based inquiries used in analysis of the Wands factors.427  Rather than 
the logic-based scope of the inventive eidos used to evaluate the scope 
of invention in earlier cases, after Wands the inventive context is 
assumed to be determinable in principle, allowing a comparison to 
previous contexts in what looks like a “scientific” or “rigorous” 
way.428  Is making a vaccine more like testing a pharmaceutical agent 
or like testing an effervescent couple?  Is the invention more like an 
“unpredictable” chemical case or more like a “predictable” machine or 
electronic device?  Enablement becomes an issue of family 
resemblances.  The formalization of enablement inquiry is subtended 
by the possibility of a total “scientific,” as opposed to “logical,” 
contextualization.  Ordinary skill is embodied and transmitted through 
the writings of the prior art as a method or mode, rather than as a 
logically defined ideal object.  The ability of the prior art to presently 
communicate the embodied techniques of science is central to 
enablement.   

Yet these post hoc determinations have less character of rigorously 
determinable “facts” than they do deliberate public interpretations of 
how far any particular patent coverage should extend based on the 

                                                                                                                                   
425 Id. at 1385–86. 
426 See Falkner v. Inglis, 448 F.3d 1357, 1364 (Fed. Cir. 2006). 
427 Compare Wyeth, 720 F.3d at 1385–86, and Falkner, 448 F.3d at 1363, with 

In re Wands, 858 F.2d 731, 740 (Fed. Cir. 1988). 
428 There are other cases involving the fairly common enablement issue of 

“genera.”  See Amgen Inc. v. Chugai Pharm. Co., 927 F.2d 1200, 1216 (Fed. Cir. 
1991) (including genus with theoretically calculated biological activity not enabled 
by limited examples); In re Goodman, 11 F.3d 1046, 1049 (Fed. Cir. 1993) 
(including a claim directed to all plants not enabled for monocots when specification 
only enabled dicots); In re Wright, 999 F.2d 1557, 1562 (Fed. Cir. 1993) (including 
claims directed to an RNA vaccine for viruses not enabled for all RNA viruses when 
specification had limited avian virus examples); Storer v. Clark, 860 F.3d 1340, 
1350 (Fed. Cir. 2017) (including a specification describing a generic class with no 
specific synthetic routes to any particular species not enabled).  
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disclosed work of the inventor within the specification situated in the 
context of the art.  Questions429 about what constitutes an “advance” in 
the art only operates in the background, in comparing the time and 
effort in one context to another similar context.  But in setting up these 
comparisons, the structuring contextual centers are historically 
determined by case law which has its roots in the opposition between 
invention and routine experimentation.430  The context within each 
case only functions within a signifying chain of prior cases and 
submitted, written documents.431   The apparent scientific or rule-
bound contextual determination in each case is already contaminated 
by the play of différance among its signifiers.432  Beyond the obvious 
polysemy inherent to written patent specifications and scientific 
journal articles, the heterogeneous field of the “ordinary reader in the 
art” assures the possibility of iterative combination and recombination 
of techniques transmitted.  The impossibility of transmitting the 
entirety of an embodied knowledge (itself a “written” play of 
différance, recalled and reconstituted) in a specification or journal 
article always assures different knowledge-effects on a heterogeneous 
readership.433 

The “concept of context” then, which depends on a certain ability 
to communicate techniques and methods univocally, is theoretically 
inadequate, and would 

necessitate a certain generalization and a certain 

                                                                                                                                   
429 How long are grants awarded for?  What is expected in return for grant 

money?  How long does it take to test and develop new products in the commercial 
market?  And how are these considerations articulated with respect to the sometimes 
ordinary “great expenditures of time and effort?”  

430 See discussion supra Section IV.A.  
431 In re Wands, 858 F.2d at 739 (discussing hybridoma techniques). 
432 See supra notes 213–45 (discussing the court's identification of the Sawyer 

and Man claims with the ousia of the Edison lightbulb); supra notes 254–67 
(discussing the category drawing in Minerals Separator, Ltd.). 

433 DERRIDA, LIMITED INC., supra note 210, at 8–9 (“Before elaborating more 
precisely the inevitable consequences of these nuclear traits of all writing—that is: 
(1) the break with the horizon of communication as communication of 
consciousnesses or of presences and as linguistical or semantic transport of the 
desire to mean what one says [vouloir-dire]; (2) the disengagement of all writing 
from the semantic or hermeneutic horizons which inasmuch as they are horizons of 
meaning, are riven [crever] by writing; (3) the necessity of disengaging from the 
concept of polysemics what I have elsewhere called dissemination, which is also the 
concept of writing; (4) the disqualification or the limiting of the concept of context, 
whether ‘real’ or ‘linguistic,’ inasmuch as its rigorous theoretical determination as 
well as its empirical saturation is rendered impossible or insufficient by writing—I 
would like to demonstrate that the traits that can be recognized in the classical, 
narrowly defined concept of writing are generalizable.”). 
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displacement of the concept of writing.  This concept 
would no longer be comprehensible in terms of 
communication, at least in the limited sense of a 
transmission of meaning.  Inversely, it is within the 
general domain of writing, defined in this way, that the 
effects of semantic communication can be determined 
as effects that are particular, secondary, inscribed, and 
supplementary.434 

In order to think of patentability-as-invention, as a creation of the new, 
and as a break with the old, it is necessary to think “experiment” as 
iteration, as that which already is both new and old, and neither new or 
old, because of its connection to the possibility of trace, it is “already 
calculated in advance.”435  Experiment as iteration, like the iterable 
mark, always contains “the possibility of disengagement and citational 
graft which belongs to the structure of every mark . . . [or] the 
possibility of its functioning being cut off, at a certain point, from its 
‘original’ desire-to-say-what-one-means [vouloir-dire] and from its 
participation in a saturable and constraining context.”436  That is to 
say, the person of ordinary skill is always already the person of 
extraordinary skill.  This of course does not imply that there is no 
“invention,” just as “[t]his does not imply that the mark is valid 
outside of a context, but on the contrary, that there are only contexts 
without any center or absolute anchoring [ancrage].”437 

V. CONCLUSION 
The concept of invention plays a crucial structural role for the 

patent system, deeply intertwined with the its oldest statutory roots 
and court precedents.  It also features prominently in the minds and 
imaginations of the public and inventors alike.  It is the iterability of 
the scientific arts that provides the possibility for invention as the 
creation of the new, and that also provides for the protection of new 
inventive entities through patents.438   

As the American patent system has evolved from its eighteenth-
century origins to cope with the proliferation and complexity of 
twenty-first century scientific work, legislators, judges, and lawyers 
have had to grapple with the relation of “invention” to patentability.  

                                                                                                                                   
434 Id. at 3. 
435 See supra text accompanying notes 277–78. 
436 DERRIDA, LIMITED INC, supra note 210, at 12 (alteration in original). 
437 Id.  
438 See generally 35 U.S.C § 112(a) (2012) (establishing the purposes and 

requirements of a patent). 
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The enablement requirement is the unique site within the patent 
system where the secret of invention is revealed.439  The inventor is 
supposed to show how to arrive at the newly claimed inventive object 
using previously known techniques, methods, and materials.440  The 
inventive traversal from the old to the new consists of iteration, 
(re)combination, grafting, or citation of the known.441   

Early statutes took “invention” very seriously, requiring something 
akin to a “spark of invention” and conceiving of the inventive traversal 
as a flash of insight within the mind of an inventor.442  While this 
conception of invention was explicitly written out of the law and 
replaced with obviousness analysis, 443  the conceptual oppositions 
between the inventive/non-inventive, extraordinary/ordinary, 
creative/routine remain embedded within it.  The modern enablement 
requirement, in its formalized post-Wands incarnation, sees those 
oppositions deeply sedimented within ostensibly analytical concepts 
such as “the quantity of experimentation necessary,” “the relative skill 
of those in the art,” or “the nature of the invention.”444  

Even though rarely explicitly considered by the courts, the concept 
of invention and its associated oppositions continue to have an effect 
on the functioning of the patent system in significant ways.445  The law 
presumes the possibility of drawing clear lines between 
“experimentation” generally and “invention.”446  The inventive context 
allows a factual determination of experimentation as either “routine” 
or “undue.”447  The courts treat this fact-based context as something 
which can be clearly defined, within a scientific milieu of present and 
univocal communication, rather than as the outcome of rhetorical 
moves employed by institutions and lawyers engaged in a socio-
political struggle over a property right. 448   The boundary of 
“experimentation” then ends up being set by this competing clash of 
factual interpretations, while still operating as a kind of transcendental 
category.  The factual context is supposed to help make a 

                                                                                                                                   
439 See 35 U.S.C § 112(b) (2012).  
440 See In re Wands, 858 F.2d 731, 737 (Fed. Cir. 1988). 
441 See supra Section III.B. 
442 See id. 
443 See Graham v. John Deere Co., 383 U.S. 1, 17 (1966).  
444 See In re Wands, 858 F.2d at 737. 
445 See supra Section IV. 
446 See In re Wands, 858 F.2d at 737; see also In re Angstadt, 537 F.2d 498, 

501, 503 (C.C.P.A. 1976). 
447 See John Hopkins Univ. v. CellPro, Inc., 152 F.3d 1342, 1360 (Fed. Cir. 

1998). 
448 See In re Wands, 858 F.2d at 737; see also John Hopkins Univ., 152 F.3d at 

1354. 
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determination about where to draw the line between “undue” 
experimentation and “routine” experimentation.  It is supposed to draw 
the line between “invention” and “non-invention.”  Yet experiment, 
containing both sides of the opposition, as iterability itself, ends up 
being defined by the context, such that the resulting line between the 
undue and the routine is already determined by the outcome of the 
struggle between contextual interpretation.  The struggle over context 
is a struggle over what “ordinary skill” and “routine experiment” 
mean, by appealing to family resemblance to past cases, which are 
themselves structured by the inventive/non-inventive opposition.  
Variability in patentability across scientific domain is largely a 
function of how historically contingent texts have interpreted each 
other and reiterated the founding oppositions of patent law.   

The relation between enablement and obviousness is also marked 
by a bright statutory line.449  Both enablement and obviousness are 
considered quite differently, despite the deep connection to iterability 
in both of them.450   Enablement, and hence ordinary and broad 
iterability, is assumed for every written specification until proven 
otherwise.  It is non-obviousness, however, or the inventive potential 
of any iteration, which is assumed until proven otherwise under § 
103.451  Each consideration is assumed to have a radically different 
presumptive character by the law, despite the unending play of 
différance across a heterogeneous network of experimenters.  The 
impossibility of establishing a definite juridico-scientific context for 
any particular iteration can lead to odd results, especially in the case of 
genera, where interpretation of context for enablement purposes is 
only forward-looking and interpretation of context for obviousness 
looks no farther than the “presence” of the claimed invention.   

The interplay between “experiment” and “invention” only seems to 
become more pronounced in twenty-first century patents. 452  
Technologies are increasingly intertwined such that the iterative aspect 
of research and development is apparent to any interested observer.  Is 
it not apparent that “invention” is only a “sort of experimentation?”453  
That the possibility of invention is founded in the generative iteration 
of an overarching “experimentation”, which contains both the more 
                                                                                                                                   

449 See 35 U.S.C. §§ 103, 112(a) (2012). 
450 See supra note 448. 
451 See 35 U.S.C. §§ 103, 282 (2012); see also True Temper Corp. v. CF&I Steel 

Corp., 601 F.2d 495, 505 (10th Cir. 1979). 
452 See supra text accompanying notes 27–50. 
453 DERRIDA, OF GRAMMATOLOGY, supra note 61 (“Let us ask in a more 

intrinsic and concrete way, how language is not merely a sort of writing, 
‘comparable to a system of writing’ . . . let us ask how language is a possibility 
founded on the general possibility of writing.”).  
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limited sense of “routine” or “ordinary” experiment, and the expansive 
“independent experiment” of The Incandescent Lamp Case?454  A 
deconstructive meditation which displaces these oppositions as they 
operate, and have operated within the transcendental logic of the 
enablement requirement, opens up a number of points of departure that 
have significant implications for patent law’s structure and function. 

 

                                                                                                                                   
454 Consol. Elec. Light Co. v. McKeesport Light Co., 159 U.S. 465, 473 (1895). 


