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I. INTRODUCTION 
In the Christmas classic Elf, a young boy reads from Santa’s 

Wishlist: “Charlotte Denon wants a Tiffany engagement ring and for 
her boyfriend to stop dragging his feet and commit already.”1  To a 
viewer, hearing the words “Tiffany engagement ring” immediately 
evokes a certain image—one that Tiffany & Co. has worked tirelessly 
to create: delicate rings in radiant display cases, robin’s-egg-blue boxes 
wrapped with white bows, and the unmistakable aura of luxury.2  This 
image, and others like it, are subject to erasure under the inadequacies 
of modern trademark law if the words used to suggest a brand’s 
accoutrements also might be used to describe a certain type of product.   

For example, if one immediately thought of a six-pronged diamond 
ring setting upon hearing the words “Tiffany engagement ring” instead 
of imagining the Tiffany brand and its trappings, then Tiffany might 
lose its exclusive rights to the word “Tiffany.”  Indeed, under the 
Second Circuit’s recent interpretation of the Lanham Act in Tiffany & 
Co. v. Costco,  the rightful owner of a trademark in such a scenario may 
not be able to recover for uses of their mark which confuse and deceive 
consumers.3  As long as the offending user intended that the trademark 
be used descriptively, rather than as an indication of brand or source, 
recovery from infringers may be limited.4 

To illustrate this concept, consider the following hypothetical. 
Suppose that some sectors of the farming industry understand “John 
Deere” to mean any four-wheeled tractor with grass-cutting blades.  
Based on this understanding, a home improvement store begins selling 
personally branded four-wheeled tractors with grass cutting blades and 
identifies them to consumers as John Deere tractors (though intending 
to use the phrase descriptively to describe the type of tractor rather than 
its brand).  Certainly, with John Deere’s brand recognition, history, and 
reputation for quality, the Lanham Act should protect John Deere’s 
trademark.5  However, if the home improvement store proves that 

 
1 ELF (New Line Cinema 2003). 
2 The Tiffany Blue Box, TIFFANY & CO., https://www.tiffany.com/world-of-

tiffany/blue-box-story/ (last visited Sept. 11, 2021); The Tiffany & Co. Timeline, 
TIFFANY & CO., https://www.tiffany.com/world-of-tiffany/the-world-of-tiffany-
timeline/ (last visited Sept. 11, 2021).  

3 See generally Tiffany & Co. v. Costco Wholesale Corp., 971 F.3d 74 (2d Cir. 
2020) (explaining that consumer confusion is not enough to constitute trademark 
infringement). 

4 Id.   
5 Tobie Stanger, Most and Least Reliable Riding Mower Brands, CONSUMER 

REPORTS, https://www.consumerreports.org/riding-lawn-mowers-tractors/most-and-
least-reliable-riding-lawn-mower-brands-a1088522785/ (last updated Apr. 20, 2021); 
Innovating since 1837, JOHN DEERE, https://www.deere.com/en/our-company/history/ 
(last visited Sept. 11, 2021).  
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within the grass cutting industry, some audiences understand “John 
Deere” to mean any four-wheeled, grass-cutting tractor, then John 
Deere might be barred from protecting its trademark altogether.  

Such a battle already rages between Tiffany and Costco.6  To inform 
readers of the context surrounding that trademark skirmish, Section II 
of this comment lays out the facts underlying the Tiffany lawsuits before 
noting significant legislation and caselaw relevant to trademark 
protection in the Second Circuit.  Additionally, Section II presents a 
brief history of Tiffany & Co. and the Tiffany mark and a description 
of the Costco Wholesale membership club model.  In Section III.A, this 
comment proposes that in order to remedy the legal shortcomings 
apparent in the Lanham Act and other trademark protection law, any 
infringement inquiry should shift from how the user of a mark intends 
a term to be perceived to an audience-specific analysis.  In Section III.B, 
this comment further proposes expanding trademark protection by 
allowing descriptive terms to once again become distinctive—that is, be 
“rescued”—if the term’s primary significance is one of source, not type.  

Under both these comprehensive changes, trademark law better 
accomplishes the Lanham Act’s express purposes: protecting 
consumers by providing them with accurate, meaningful, and user-
friendly purchase information, and protecting the investment that 
trademark owners have made in their brand and products.7  

II. BACKGROUND 

A. The Facts 

Tiffany & Co. designs, manufactures, and retails high-end jewelry 
from its headquarters in New York, New York.8  Founded in 1837, the 
brand is renowned today for its sparkling jewels, brilliant crystal 
housewares, flagship Times Square store, and Tiffany Blue® (indeed, 
the color is trademarked) retail boxes.9  Dazzled customers can procure 
their own Tiffany diamond engagement ring starting at a price point of 
around $13,000.10  However, not all that glitters is gold.  Since 
Valentine’s Day of 2013, Tiffany has been entangled in a legal battle 
over its own name, and with a recent adverse decision from the Second 

 
6 See Tiffany & Co., 971 F.3d at 80.  
7 See Elliot v. Google Inc., 45 F. Supp. 3d 1156, 1162–63 (D. Ariz. 2014) (quoting 

S. Rep. 1333, at 1 (1946)). 
8 Tiffany & Co., FORBES, https://www.forbes.com/companies/tiffany-

co/?sh=49f04c3e2d04 (last visited Sept. 11, 2021).  
9 The World of Tiffany, TIFFANY & CO., https://www.tiffany.com/world-of-

tiffany/ (last visited Sept. 11, 2021).  
10 See Engagement Rings, TIFFANY & CO., https://www.tiffany.com/engagement/ 

shop/engagement-rings/ (last visited Sept. 11, 2021).    
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Circuit, Tiffany stands to lose the rights to the very name it has built 
upon for nearly two centuries.11 

In November of 2012, a vigilant customer at Costco, a members-
only wholesale retailer, notified Tiffany that she observed engagement 
rings for sale at a California Costco which she believed were advertised 
as Tiffany rings.12  Tiffany launched an investigation and found that 
Costco presented diamond engagement rings for sale with the notations 
“639911—Platinum Tiffany .70CT, VS2, 1 Round Diamond Ring—
3199.99” and “605880—Platinum Tiffany VS2.1 1.00CT Round 
Brilliant Diamond Solitaire Ring—6399.99.”13  Concerned, Tiffany 
contacted Costco, and Costco agreed to remove any references to 
Tiffany from its diamond display cases and send letters offering full 
refunds to all customers who had purchased Tiffany-notated Costco 
rings.14  Despite these measures, Tiffany filed a complaint in the 
Southern District of New York alleging, inter alia, trademark 
infringement, dilution, and counterfeiting.15  

The district court granted Tiffany’s motions for summary judgment, 
thereby defending the Tiffany trademark and finding that the trademark 
was not generic, and thus, that Costco infringed on the mark.16  After 
Costco’s timely appeal, however, the Second Circuit exacted a less 
sympathetic holding by vacating Tiffany’s favorable district court 
verdict  and remanding the case for trial.17  The crux of the Second 
Circuit’s holding rested on Costco’s demonstration of triable questions 
of fact, often presented by Costco in the form of assaults on Tiffany’s 
evidence, not bolsters of its own evidence.18  Still, the Second Circuit 
held that a decision on the Tiffany trademark’s distinctiveness 
“belong[ed] to the jury and not to the court.”19  

Before the jury could make such a decision, however, Costco and 
Tiffany settled the eight-year litigation for an undisclosed amount, 
thereby leaving the Second Circuit’s holding intact and its implications 
untested.20  

 
11 See generally Tiffany & Co. v. Costco Wholesale Corp., 127 F. Supp. 3d 241 

(S.D.N.Y. 2015), vacated and remanded, 971 F.3d 74 (2d Cir. 2020).   
12 Tiffany & Co., 127 F. Supp. 3d at 245.   
13 Id.  
14 Id. 
15 Id. at 243, 245.  
16 Id. at 243.  
17 Tiffany & Co. v. Costco Wholesale Corp., 971 F.3d 74, 79 (2d Cir. 2020).  
18 Id. at 86–92.  
19 Id. at 95.  
20 Jonathan Stempel, Tiffany, Costco settle 8-year lawsuit over fake 'Tiffany' rings, 

REUTERS (July 19, 2021, 3:41 PM), https://www.reuters.com/legal/transactional/ 
tiffany-costco-end-8-year-lawsuit-over-fake-tiffany-rings-2021-07-19/.  
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B. The Law  
 

Perhaps the single most important asset a luxury retailer holds is its 
name.21  In recognition of this fact, the American legal system convenes 
a staunch defense for protection of those names under the Lanham 
Act.22  To prove an infringement claim under the Lanham Act, an 
aggrieved company must first establish that it holds a mark entitled to 
protection, and then show that the offending use is likely to cause 
consumer confusion.23  The Second Circuit assessed consumer 
confusion— a frustratingly indefinite idea—in Polaroid Corporation v. 
Polarad Electronics Corporation.24 Polaroid established a balancing 
test for determining the likelihood of consumer confusion, which 
includes: (1) the strength of the plaintiff’s mark, (2) the degree of 
similarity between the plaintiff’s and defendant’s marks, (3) the 
proximity of the products or services in the marketplace, (4) evidence 
of actual confusion, (5) the defendant’s good faith in adopting its own 
mark, (6) the quality of the defendant’s product, and (7) the 
sophistication of the relevant population of consumers.25   

A trademark holder can only utilize the Polaroid factors and protect 
against infringement if its trademark is not generic.26  Over time, valid 
trademarks can become generic, losing their right to protection and 
joining the likes of Aspirin, Escalator, and Trampoline in the public 
domain graveyard.27  While trademarks refer to the source of the good 
(i.e., the company which created the good),28 generic terms refer to a 
type of good.29  Generic terms—or terms that have become generic—
are ineligible for trademark protection.30  In the Second Circuit, courts 

 
21 NED SNOW, Intellectual Property: A Survey of the Law 17 (2d ed. 2020). 
22 See 15 U.S.C. §§ 1051–1127 (2019).  
23 Tiffany & Co. v. Costco Wholesale Corp., 127 F. Supp. 3d 241, 246 (S.D.N.Y. 

2015).  
24 Polaroid Corp. v. Polarad Elecs. Corp., 287 F.2d 492, 495 (2d Cir. 1961). 
25 Id.   
26 See SNOW, supra note 21, at 25; see also E.I. DuPont de Nemours & Co. v. 

Yoshida Int’l, Inc., 393 F. Supp. 502, 523–24 (E.D.N.Y 1975).  
27 Mary Beth Quirk, 15 Product Trademarks That Have Become Victims Of 

Genericization, CONSUMER REPORTS, https://www.consumerreports.org/consumerist/ 
15-product-trademarks-that-have-become-victims-of-genericization/ (last updated 
July 19, 2014); see also VELCRO Brand, Don’t Say Velcro, YOUTUBE (Sep. 25, 
2017), https://www.youtube.com/watch?v=rRi8LptvFZY (imploring the public, albeit 
humorously, not to use the trademarked phrase “Velcro” to describe hook and loop 
fastening fabric).  

28 SNOW, supra note 21, at 17, 25 25 (noting that without brands and trademarks, 
“providers of goods or services would lack a means to distinguish their own goods or 
services from those of others. They would lack a means to establish a reputation.”). 

29 Id. at 25.  
30 Id.  
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look principally to the public’s understanding of a term in determining 
its genericness.31  “In order to become generic[,] the principal 
significance of the word must be its indication of the nature or class of 
an article, rather than an indication of its origin.”32  To gauge this 
significance, “the basic question is ultimately one of the fact of 
transition—the public’s reaction to a word—not one of the owner’s 
intent.”33 

Conversely, to garner trademark protection and avoid entering the  
public domain, a term without any inherent distinctiveness (such as a 
surname like Tiffany) must hold some secondary meaning by 
communicating a certain source.34  “[I]n other words, the meaning that 
communicates source . . . must become more prominent in the minds of 
the public than the original descriptive meaning.”35  Thus, a term can 
move along the generic-distinctive spectrum according to its 
significance in the collective public mind: a distinctive term can become 
generic, and an otherwise undistinctive word can become 
communicative of source after its introduction.   

Even for distinctive terms, however, descriptive use can constitute 
a “fair use” affirmative defense of a mark or a word under the Lanham 
Act.36  “In order to assert a successful fair use defense to a trademark 
infringement claim, the defendant must prove three elements: that the 
use was made (1) other than as a mark, (2) in a descriptive sense, and 
(3) in good faith.”37  Good faith is at the heart of a descriptiveness 
affirmative defense,38 and “where the allegedly infringing mark is 
identical to the registered mark . . .” —as Costco’s and Tiffany’s were 
here—“the defendant must carry the burden of explanation and 
persuasion.”39  

Further clouding the generic-distinctive dichotomy, “the same term 
may be put to different uses with respect to a single product.”40  In such 

 
31 Bayer Co. v. United Drug Co., 272 F. 505, 509 (S.D.N.Y 1921) (“The single 

question, as I view it, in all these cases, is merely one of fact: What do the buyers 
understand by the word for whose use the parties are contending?”). 

32 King-Seeley Thermos Co. v. Aladdin Indus., Inc., 321 F.2d 577, 580 (2d Cir. 
1963).  

33 E.I. DuPont de Nemours & Co. Yoshida Int’l Inc., 393 F. Supp. 502, 524 
(E.D.N.Y. 1975).  

34 See SNOW, supra note 21, at 24–25.  
35 See id.  
36 See 15 U.S.C. § 1115(b)(4) (2019).  
37 Kelly-Brown v. Winfrey, 717 F.3d 295 (2d Cir. 2013); see also § 1115(b)(4). 
38 See Tiffany & Co. v. Costco Wholesale Corp., 971 F.3d 74, 94 (2d Cir. 2020); 

see also Car Freshner Corp. v. S.C. Johnson & Son, Inc., 70 F.3d 267, 269 (2d Cir. 
1995). 

39 Kiki Undies Corp. v. Promenade Hosiery Mills, Inc., 411 F.2d 1097, 1101 (2d 
Cir. 1969).  

40 Abercrombie & Fitch Co. v. Hunting World, Inc., 537 F.2d 4, 9 (2d Cir. 1976).  
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circumstances, a term can simultaneously be descriptive (noting a type 
of good) and distinctive (noting the source of a good).41  “As a result, 
the simple fact that a defendant has trademarked a term for use in a 
particular industry does not preclude a jury’s finding that the term has 
some descriptive use within the same industry.”42  Therefore, under 
current interpretations of the Lanham Act, defendants are free to utilize 
a single trademarked term by varied uses—even ones that cause 
customer confusion—if the term is also used descriptively to some 
audiences.43  

In Tiffany & Co. v. Costco, though the burden was on Tiffany to 
establish that it held a mark entitled to protection and that the offending 
use was likely to cause customer confusion,44 the Southern District of 
New York established that “a defendant contesting the validity of the 
mark bears the burden of demonstrating . . . that the use of its own mark 
is not likely to confuse consumers.”45  Thus, Costco had the burden of 
establishing that its shoppers were not misled by the “Tiffany” 
demarcation on point of sale signs.46  The Federal Rules of Civil 
Procedure and a wealth of caselaw dictate, however, that in a motion for 
summary judgment, the burden is on the movant to establish that no 
genuine disputes concerning any material facts exist.47  At the end of 
this gnarled branch of legal standards, Tiffany carried the burden to 
show that Costco failed to demonstrate that its point of sale signs were 
not likely to confuse consumers.48  

C. The Tiffany Mark 
 

Unquestionably, Tiffany & Co. is among the most valuable and 
best-recognized luxury brands in the world.49  Founded in 1837, the 
brand now enjoys near-ubiquitous recognition in the fine jewelry 

 
41 Tiffany & Co., 971 F.3d at 94.  
42 Id.  
43 Id.  
44 Id. at 87. 
45 Tiffany & Co. v. Costco Wholesale Corp., 127 F. Supp. 3d 241, 247 (S.D.N.Y. 

2015).  
46 Id. 
47 See, e.g., Tiffany & Co., 971 F.3d at 83; FED. R. CIV. P. 56(a).  
48 Tiffany & Co., 971 F.3d at 91. 
49 See Dominic-Madori Davis, The 9 most valuable luxury brands in the world, 

BUS. INSIDER, https://www.businessinsider.com/most-valuable-luxury-brands-in-the-
world (last updated Jan. 28, 2020, 10:06 AM); The 15 Most Popular Luxury Brands 
Online In 2020, LUXE DIGITAL, https://luxe.digital/business/digital-luxury-
ranking/most-popular-luxury-brands/ (last visited Sept. 13, 2021); LUXURY & 
PREMIUM 50 2021 RANKING, BRAND FIN., https://brandirectory.com/rankings/ 
luxury-and-premium/table (last visited Sept. 13, 2021).  
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market, as well as a robust presence in popular culture50—catering to 
clientele like Abraham Lincoln and John F. Kennedy,51 and mentioned 
in dozens of songs by the likes of rapper Drake, country artist Kelly 
Clarkson, pop singer Ariana Grande, and numerous others.52  Judge 
Richard Posner, a celebrated jurist sitting on the United States Seventh 
Circuit, once even used the Tiffany name in a decision to illustrate the 
principles of trademark protection and dilution,53 ostensibly because the 
Tiffany name is “famous and distinctive enough to serve as an 
example.”54  

In 1886, shortly after designing America’s first stopwatch and 
recreating the Great Seal of the United States, Charles Lewis Tiffany 
introduced the six-prong Tiffany Setting—“the engagement ring as we 
know it today.”55  From that point in the late 1800s, tradesmen referred 
to this style as the Tiffany Setting, and the Tiffany name continued to 
gain distinction.56  In the mid-twentieth century, Tiffany slowly 
cemented itself as an American luxury icon.57  The motion picture 
Breakfast at Tiffany’s, filmed inside Tiffany’s flagship New York City 
store, debuted in 1961.58 In the following decades, Tiffany continued to 
produce daily wear jewelry and high jewels, while designing both the 
first-ever Super Bowl trophy and the NBA’s Larry O’Brien 
Championship trophy.59  Today, according to a report by Bain & Co., 
Tiffany “‘claims the largest share of the female mind in the U.S.’ with 

 
50 History of The World’s Most Luxurious Jewelry Brands Including Cartier, 

Tiffany, Van Cleef…, LUXURY BAZAAR.COM (Aug. 6, 2019), https://luxurybazaar. 
medium.com/history-of-the-worlds-most-luxurious-jewelry-brands-including-cartier-
tiffany-van-cleef-2d1201f9e76f. 

51 The Tiffany & Co. Timeline, supra note 2; Bethany Biron, Tiffany & Co. was 
just acquired by LVMH in a massive, $16.2 billion deal. Here’s how the iconic jewelry 
chain became one of America's most beloved luxury brands, BUS. INSIDER (Nov. 26, 
2019, 12:15 PM), https://www.businessinsider.com/tiffany-and-co-history-iconic-
luxury-brand-2019-11; Vivienne Becker, Tiffany & Co.’s Brilliant History, 
SOTHEBY’S, https://www.sothebys.com/en/articles/tiffany-200-year-history (last 
visited Sept. 13, 2021).  

52 DRAKE, HYPE (OVO Sound 2016); KELLY CLARKSON, 4 CARATS (RCA 
Records 2013); ARIANA GRANDE, 7 RINGS (Republic Records 2019); Lyrics 
containing the term: Tiffany, LYRICS, https://www.lyrics.com 
/lyrics/tiffany (last visited Sept. 13, 2021).  

53 Ty Inc. v. Perryman, 306 F.3d 509, 511–12 (7th Cir. 2002).  
54 Rebecca Tushnet, Gone in Sixty Milliseconds: Trademark Law and Cognitive 

Science, 86 TEX. L. REV. 507, 520 n.51 (2008).  
55 The Tiffany & Co. Timeline, supra note 2. Notably, Tiffany & Co. refers to this 

setting as the “Tiffany® Setting,” though Tiffany did not contest use of the words 
“Tiffany Setting” in its complaint—perhaps admitting this specific phrase is generic.  

56 See Tiffany & Co. v. Costco Wholesale Corp., 971 F.3d 74, 81 (2d Cir. 2020). 
57 See The Tiffany & Co. Timeline, supra note 2. 
58 Id. 
59 Id. 



 

2021 ARE DIAMONDS FOREVER? 89 

respect to name recognition in jewelry brands.”60  
Though fame is not the only factor a court considers in deciding 

whether a trademark is subject to customer confusion, a brand’s fame 
“deserves its full measure of weight,” and such fame magnifies the 
chance that consumers will attribute a famous brand’s goodwill and 
quality to an unrelated product.61  To empirically evaluate a brand’s 
fame—and the strength of its registered mark—courts consider the 
brand’s sales, advertising expenditures, length of use of the mark, 
market share, brand awareness, licensing activities, and the variety of 
goods bearing the mark.62  

Additionally, courts resolving trademark infringement issues 
examine the zeal with which a company defends its trademarks.63  
“Tiffany holds 97 separate trademarks related to the company name, 
including registrations for the use of the word ‘Tiffany’ in connection 
with ‘Decorative Art Objects Made . . . of Precious or Semiprecious 
Metals,’ . . . and for the stylized word mark ‘Tiffany’ in connection with 
‘Jewelry for Personal Wear' . . . .”64  It has even trademarked its 
signature robin’s-egg “Tiffany Blue” color and earnestly defended its 
97 trademarks throughout the years.65  

In addition to the instant litigation, Tiffany has brought actions 
against (1) online retail giant, eBay, for allowing the sale of counterfeit 
Tiffany products;66 (2) a Boston restaurant for using the word “Tiffany” 
as a restaurant name;67 and (3) a movie production company for using 
the name “Tiffany Productions” in connection with business and 
advertising.68  Undoubtedly, Tiffany has been vigilant in its trademark 
protection efforts.  

D. The Costco Model 
 

In 1983, entrepreneurs Jim Sinegal and Jeff Brotman launched the 

 
60 Tiffany & Co. v. Costco Wholesale Corp., 127 F. Supp. 3d 241, 247–48 

(S.D.N.Y. 2015). 
61 Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1367 (Fed. Cir. 

2012) (quoting Recot, Inc. v. Becton, 214 F.3d 1322, 1328 (Fed. Cir. 2000)).  
62 See id. (discussing how a brand’s fame might suggest the strength of a 

plaintiff’s trademark in relation to the first Polaroid factor).  
63 See E.I. DuPont de Nemours & Co. v. Yoshida Int’l Inc., 393 F. Supp. 502, 507 

(E.D.N.Y. 1975).  
64 Tiffany & Co. v. Costco Wholesale Corp., 971 F.3d 74, 81 (2d Cir. 2020). 
65 Tiffany Blue, TIFFANY & CO., https://press.tiffany.com/our-story/tiffany-blue/ 

(last visited Sept. 13, 2021).  
66 Tiffany (NJ) Inc. v. eBay, Inc., No. 04 CIV. 4607 RJS, 2010 WL 3733894 

(S.D.N.Y. Sept. 13, 2010). 
67 Tiffany & Co. v. Bos. Club, Inc., 231 F. Supp. 836 (D. Mass. 1964). 
68 Tiffany & Co. v. Tiffany Prods., Inc., 188 N.E. 30 (N.Y. 1933). 
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first Costco warehouse and soon after merged their business with Price 
Club, the newly-established, first-ever membership warehouse club in 
1993.69  Today, Costco is a “multi-billion dollar global retailer with 
warehouse club operations in eight countries.”70  Though Costco 
provides some private label products (such as Kirkland coffee), the 
business model focuses primarily on providing members with brand-
name merchandise at below-market prices.71  By eliminating 
merchandise intermediaries, limiting store hours, and utilizing self-
service sales floors, Costco keeps its operating costs low enough to turn 
a profit.72  However, the bulk of Costco’s profit flows from membership 
fees: in 2019, membership fees comprised $3.35 billion of Costco’s 
$3.66 billion total profit.73  Included in Costco’s online catalog are items 
from prestigious brands such as Rolex, Apple, Swarovski, Hermes, and 
Barbour, cementing Costco’s place as a wholesale giant offering 
affordable exclusivity.74  Thus, the possibility of a customer shopping 
at Costco and finding what she believes to be Tiffany jewelry is 
reasonably within the Costco model. 

III. ANALYSIS 
 

The dispute underlying Tiffany & Co. v. Costco illustrates the need 
for changes within the arena of trademark law to better serve companies 
whose trademarks have both distinctive and descriptive uses within an 
industry.75   Brands—especially luxury brands—are in the busines of 
selling their trademarks along with the “’luxury’-centric messages 
associated with them.”76   Why buy a Louis Vuitton handbag when any 
canvas tote might carry items just as well?  While Tiffany indeed sells 
expert craftmanship in its jewelry and elite discernment in gemstone 

 
69 About Us, COSTCO WHOLESALE, https://www.costco.com/about.html (last 

visited Sept. 13, 2021).  
70 Id.  
71 Id. 
72 Nathan Reiff, How Costco Makes Money, INVESTOPEDIA, 

https://www.investopedia.com/how-costco-makes-money-5094774 (last updated 
Mar. 11, 2021).  

73 3 Reasons Costco Is a Great Company, INVESTOPEDIA, 
https://www.investopedia.com/stock-analysis/040915/3-reasons-costco-great-
company-cost.aspx (last updated Oct. 15, 2020). 

74 Jewely, Watches & Sunglasses, COSTCO WHOLESALE, https://www.costco.com/ 
jewelry.html (last visited Sept. 13, 2021). 

75 See generally Tiffany & Co. v. Costco Wholesale Corp., 971 F.3d 74, 93-94 
(2d Cir. 2020). 

76 What Are Luxury Brands Really Selling?, THE FASHION LAW (Apr. 10, 2020), 
https://www.thefashionlaw.com/what-are-brands-really-selling/. 
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selection,77 Tiffany, as a luxury brand, is primarily marketing prestige, 
goodwill, and history through its trademarks.78  Because well-known 
brands like Tiffany occupy such a prominent space in consumers’ 
minds, “exposure to a mark will trigger ideas and emotions in the mind 
of a consumer,” whether or not the user of the mark intends the audience 
to perceive those ideas and emotions.79   

No matter what a brand merchandizes with its trademarks, words 
that are not inherently distinctive must acquire secondary meaning in 
order to become distinctive and command legal protection.80  Under the 
Lanham Act § 1052(e), words that are primarily surnames, such as 
Tiffany, are not inherently distinctive and thus require secondary 
meaning.81  Undeniably, the Tiffany mark has garnered secondary 
meaning.82  The brand’s signature color and trademarked Tiffany Blue 
Box® are instantly recognizable as signifiers of taste, distinction, and 
luxury.83 One of Costco’s own experts even conceded during litigation 
that “‘Tiffany has very strong brand-name recognition in that area [of 
diamond jewelry].’”84  Thus, by using the Tiffany mark while selling 
precious gemstones, Costco implicitly capitalized on the goodwill and 
prestige of the Tiffany brand to a retail audience, even if Costco 
intended to use the mark descriptively—or perhaps in an altogether 
unrelated way.  

The purpose of the Lanham Act is (1) to ensure the public is 
confident it is purchasing goods under a trademark it desires to purchase 
from and (2) to protect a trademark owner’s investment in building its 
brand and goodwill . 85  Allowing for varied protections of trademarks 
depending on the involved audience and creating a mechanism to 
“rescue” descriptive marks would address the problems highlighted in 
the Tiffany case,  while still aligning with the spirit of the Lanham Act 
by fostering a robust marketplace and, above all, protecting and 

 
77 Jessica Vince, This is one way to ensure you have an ethical engagement ring, 

HARPER’S BAZAAR (Mar. 30, 2017), https://www.harpersbazaar.com/uk/fashion/ 
jewellery-watches/a40433/tiffany-diamond/; What makes a Tiffany & Co. diamond?, 
TIFFANY & CO., https://www.tiffany.com/faq/a-tiffany-diamond-faq/what-makes-a-
tiffany-co-diamond/ (last visited Sept. 13, 2021).  

78 Id.  
79 Tushnet, supra note 54, at 508.  
80 See SNOW, supra note 21, at 24–25. 
81 15 U.S.C. § 1052(e) (2019).  
82 See, e.g., Ty Inc. v. Perryman, 306 F.3d 509, 511–12 (using the Tiffany name 

to delineate the principles of trademark law); see also Biron, supra note 51.  
83 Michelle Gonzalez, So Let the Paint Be Spread, We’re Painting the Soles Red, 

15 WAKE FOREST J. BUS. & INTELL. PROP. L. 48, 54 (2014).  
84 Tiffany & Co. v. Costco Wholesale Corp., 127 F. Supp. 3d 241, 248 (S.D.N.Y. 

2015) (quoting the deposition of Dr. Bradford Cornell, one of Costco’s expert 
witnesses). 

85 S. REP. NO. 1333, at 1 (1946).  
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prioritizing consumers.86   
Pause and consider: what comes to mind when one reads the words, 

“He proposed with a Tiffany engagement ring?” The answer to that 
question should guide this debate. 

A. Audience as a Consideration in Trademark Infringement 
Analysis 

 
The Lanham Act strips protection of a registered trademark if “the 

registered mark becomes the generic name for the goods or services”87 
because registration of such trademarks “would grant the owner of the 
mark a monopoly, since a competitor could not describe his goods as 
what they are.”88  However, precedent stands for salvaging trademark 
protection in those markets—that is, to certain audiences—where “the 
term still has not become generic and a secondary meaning has been 
shown to continue.”89   

For example, Aspirin is well-cited as one of those trademarks 
unfortunate to have garnered so much recognition that it lost its 
distinctiveness, and therefore its trademark protection.90  However, 
Judge Learned Hand, sitting in equity in Bayer Company v. United Drug 
Company, established separate methods of trademark protection for the 
different audiences consuming and selling Aspirin.91  

In Bayer Company, Bayer contested United Drug’s sale of 
acetylsalicylic acid as “Aspirin.”92  Though Bayer held a patent for the 
makeup of its Aspirin medication, other pharmaceutical firms, including 
the defendant, commenced production and sale of the drug, marketing 
tablets of Aspirin at retail to consumers.93  The court noted that at the 
time, “a good many retail druggists swore, with undoubted truth, that 
their customers got accustomed to the use of the phrase [Aspirin] and 
could either ask for the drug or get it written out on a slip of paper and 
present that” to the pharmacist.94  The vast majority of the public’s “only 
acquaintance with the word was as the name for a drug in whose 
curative properties they had got confidence.”95  

Thus, the case turned on what buyers understood by the word 
 

86 Id. at 1163. 
87 15 U.S.C. § 1064(3) (2019); see Abercrombie & Fitch Co. v. Hunting World, 

Inc., 537 F.2d 4, 9 (2d Cir. 1976).  
88 CES Publishing Corp. v. St. Regis Publ’n, Inc., 531 F.2d 11, 13 (2d Cir.1975).  
89 Abercrombie & Fitch Co., 537 F.2d at 10.  
90 See Bayer Co. v. United Drug Co., 272 F. 505 (S.D.N.Y. 1921).  
91 Id. at 515–16.  
92 Id. at 507.  
93 Id. 
94 Id. at 511.  
95 Id. at 510.  
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Aspirin—“whether it meant this kind of drug, or whether it meant . . . 
that it came from the same single, . . . anonymous, source from which 
they got it before.”96  In so analyzing the law and facts, Judge Hand also 
acknowledged that a word might, at the same time, describe a product 
or product type, as well as its origin from a single source.97  Therefore, 
because the general public understood “Aspirin” to mean acetylsalicylic 
acid (or, more realistically, the positive effects provided by 
acetylsalicylic acid), and not a Bayer Company manufactured version 
of acetylsalicylic acid, the court denied trademark protection for Aspirin 
with respect to consumers.98 

However, the court did not strip the Aspirin trademark of protection 
with respect to United Drug’s sales to other manufacturing chemists, 
wholesale or retail druggists, or physicians, because that audience was 
aware of Aspirin’s distinctive origins.99  That is, the chemists, druggists, 
and physicians were aware of the secondary meaning acquired by Bayer 
Company with those companies regarding its tablets of acetylsalicylic 
acid, and so Bayer received protection.100  The court called this hybrid 
trademark protection a “qualified protection.”101 

Furthermore, Judge Hand opined: 
 

The validity of a trade-mark does not, indeed, rigidly 
depend upon its meaning only the differential between a 
genus, defined by the kind of goods, and a species, 
defined by that kind when emanating from the owner. 
When it means the owner as well as the kind, it will be 
entitled to a qualified protection.102   
 

In the context of Bayer, the manufacturers, retail drug establishments, 
and physicians understood Aspirin to refer to a drug’s source as the 
Bayer Company, while consumers understood Aspirin to refer only to 
the drug itself.103  Thus, the trademark received qualified protection by 
allowing United Drug to use the trademark Aspirin only in marketing to 
those audiences which had stripped the word of its secondary 
meaning.104  

Applying these principles to the instant case, Tiffany should be 

 
96 Id. at 509.  
97 Id.  
98 Id. at 514-15.  
99 Id. at 515. 
100 Id. at 514. 
101 Id. at 513.   
102 Id.  
103 Id.  
104 See id. at 515.  
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eligible for qualified trademark protection with respect to retail 
consumers, just as Bayer was eligible for qualified protection with 
respect to other manufacturers and druggists.105  Indeed, the Second 
Circuit vacated and remanded the district court’s grant of summary 
judgment in part because “there is nothing inherently absurd about a 
single word’s being both a source identifier and a descriptive term 
within the same product class.”106  Further, the court stated that “the 
simple fact that a defendant has trademarked a term for use in a 
particular industry does not preclude a jury’s finding that the term has 
some descriptive use.”107  In reviewing Costco’s use of the “Tiffany” 
mark, it is also important to undertake an individualized consideration 
to determine how Costco used this certain word.108 

Though these reflections gutted Tiffany’s summary judgment 
victory,109 each statement would have new meaning if the Second 
Circuit allowed an individualized examination of Costco’s trademark 
use in connection with retail audiences, and not just with respect to the 
descriptive intent behind Costco’s use of the word “Tiffany.”  If the 
word “Tiffany” were to serve as both a source identifier and a free-
standing descriptive term (that is, when used alone and not within the 
phrase “Tiffany setting”), the public’s perception of the word “Tiffany” 
in the retail setting should guide the court’s analysis of a Lanham Act 
claim and an accompanying fair use defense.110  Then, regardless of 
whether a mark could be used descriptively to some audiences (such as 
tradesmen or other jewelers), the intruding user may be liable for 
infringement if its uses still cause Polaroid confusion for some other 
audiences (such as retail consumers).111   

Significantly, Tiffany elected not to challenge Costco’s use of the 
phrase “Tiffany set” or “Tiffany setting,” and the Second Circuit 
understood this strategy as an unspoken acceptance that “some uses of 
its protected mark are indeed descriptive.”112  With this assertion, the 
court then held that a reasonable jury could find that Costco used the 
word “Tiffany” descriptively in its point of sale signs—looking to 

 
105 Tiffany & Co. v. Costco Wholesale Club, 971 F.3d 74, 93–94 (2d Cir. 2020). 
106 Id. 
107 Id. at 94. 
108 See, e.g., JA Apparel Corp. v. Abboud, 568 F.3d 390, 402 (2d Cir. 2009).  
109 Tiffany & Co., 971 F.3d at 94. 
110 See generally, E.I. Dupont de Nemours & Co. v. Yoshida Int’l Inc., 393 F. 

Supp 502, 523-24 (E.D.N.Y. 1975).  
111 See Polaroid Corp. v. Polarad Elecs. Corp., 287 F.2d 492 (2d Cir. 1961) 

(addressing seven factors which a court might employ in order to determine whether 
consumers are confused between a plaintiff’s trademark and a defendant’s use 
thereof).   

112 Tiffany & Co., 971 F.3d at 94.  
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Costco’s intent behind their use of the word Tiffany.113  However, if 
trademark law were to focus not on the meaning of a word and the intent 
of its user but instead on the meaning of that word to a specific audience, 
it would allow users of protected marks to direct those marks to 
audiences who ultimately understand those marks as descriptive.  Such 
an amended focus would still protect the trademark holder’s interest in 
defending its intellectual property rights and prioritize consumers by 
making purchase decisions straightforward. 

Under this regime, a reviewing court would employ the Polaroid 
factors to each relevant audience that encountered the mark at issue, 
instead of reviewing the Polaroid factors with respect to what a word 
itself means objectively.114  By affording trademark law a flexible test 
for infringement for different audiences, courts could comport with the 
wealth of precedent detailing the best way to identify generic or 
distinctive terms: the public’s understanding of that term.115  

Further, the bifurcating of audiences to whom Costco used the term 
“Tiffany” affects the Second Circuit’s analysis of Costco’s fair use 
defense, as the court reviewed the mark “Tiffany” based on Costco’s 
intent and the word’s meaning within the jewelry industry—not to each 
customer.116  According to the Second Circuit, Costco’s fair use 
counterclaim could succeed in part because a jury could find that “the 
word ‘Tiffany,’ when used in conjunction with a particular six-pronged 
stone setting, had acquired a descriptive meaning in the jewelry trade 
that did not suggest an association with the jeweler Tiffany & Co., and 
that Costco used the word descriptively in that sense.”117  If the court 
had instead applied this amended focus and concentrated on the retail 
consumer’s perception of the word “Tiffany,” no reasonable jury could 
have found, based on the evidence proffered by Costco, that customers 
were not confused when buying Tiffany-marked rings at Costco.   

Remarkably, the only evidence rebutting consumer confusion that 
Costco presented concerned an attack of Tiffany’s expert witness, who 
conducted a study finding that more than two out of five customers, 
under similar conditions, would likely be confused by Costco’s 
presentation of rings with the Tiffany mark.118  As the district court 
noted, “Costco [ ] offered not a single piece of evidence affirmatively 

 
113 Id.  
114 Id. at 92–94.  
115 See, e.g., DuPont, 393 F. Supp. at 507; see also E.T. Browne Drug Co. v. 

Cococare Prod., Inc., 538 F.3d 185, 194-95 (3d Cir. 2008); Anheuser-Busch Inc. v. 
Stroh Brewery Co., 750 F.2d 631, 638 (8th Cir. 1984); Coca-Cola Co. v. Overland, 
Inc., 692 F.2d 1250, 1254-55 (9th Cir. 1982). 

116 Tiffany & Co., 971 F.3d at 89, 94. 
117 Id. at 94. 
118 Tiffany & Co. v. Costco Wholesale Corp., 127 F. Supp. 3d 241, 249–51 

(S.D.N.Y. 2015). 
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demonstrating that consumers were not confused by its use of the 
Tiffany word mark in display case signs.”119  

Tiffany, in contrast, exhibited portions of deposition testimony from 
six customers, “each alleging that he or she was confused by Costco’s 
signage.”120  Furthermore, the Second Circuit observed that a number 
of customers who received letters from Costco outlining the pending 
litigation returned their rings to Costco.121  This evidence demonstrated 
that at least some customers were actually confused and dismayed with 
their purchases, and Costco acknowledged that their disappointment 
was justified by offering a refund.122  In light of this evidence and 
Costco’s failure to rebut this showing of consumer confusion, the 
district court’s assertion that no reasonable jury could find consumers 
were not confused is accurate.123  

Had the Second Circuit analyzed a descriptive fair use defense from 
the perspective of only Costco retail consumers, the issue would likely 
be decided differently.  Under this evaluation, the issue would not 
depend on Costco’s good faith use of a word or a given definition of a 
word—on which the Second Circuit relied—but instead on the relevant 
audience’s understanding of a word, just like an analysis of a trademark 
claim.124  Still, the public’s understanding of a word may often cut 
against a company claiming a valid trademark as, for example, the 
maker of Cellophane discovered.125  

Here, however, because Tiffany is such a universally recognized 
brand, especially in the world of diamond jewelry, the public’s 
perception of the Tiffany mark would lend protection to the Tiffany 
mark in a newly oriented fair use claim, evaluated by the relevant 
audience’s perception.  Such an equitable analysis under the Lanham 
Act would benefit the public by continuing to offer clear and accurate 
brand identification, and also support companies fighting to keep their 
hard-earned and ubiquitously recognized trademarks, such as Kleenex 
(a Kimberly-Clark trademark), Chapstick (a Pfizer brand), Popsicle 
(owned by Unilever), and Photoshop (a flagship Adobe program).126  

 
119 Id. at 251. 
120 Id. at 249.  
121 Tiffany & Co., 971 F.3d at 82. 
122 Id. 
123 Tiffany & Co., 127 F. Supp. 3d at 251. 
124 Tiffany & Co., 971 F.3d at 95; see also E.I. DuPont de Nemours & Co. v. 

Yoshida Int’l Inc., 393 F. Supp. 502, 524 (E.D.N.Y. 1975).  
125 See DuPont, 393 F. Supp. at 524. 
126 Mark Abadi, Taser, Xerox, Popsicle, and 31 more brands-turned-household 

names, INSIDER (June 3, 2018, 10:41 AM), https://www.businessinsider.com/google-
taser-xerox-brand-names-generic-words-2018-5. 
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B. “Rescuing” Trademarks After the Loss of Protection 

Similarly, beyond the division of audiences in fair use claims, 
trademark law would benefit more broadly if terms that are considered 
descriptive could once again become distinctive if the term’s primary 
significance is one of source, not type.  Currently, surnames and other 
marks can gain secondary meaning once they become distinctive, but 
once such terms lose that distinction (by becoming descriptive), the 
trademark protection is lost.127 However, instead of a “one-way-street” 
to loss of a mark, a trademark owner should be able to reclaim its mark 
if it can prove that the descriptive mark has acquired adequate secondary 
meaning.  Under a new trademark law arrangement, one might refer to 
such a spectrum shift as “rescuing” a trademark.   

The public domain is littered with terms that once signified brands 
that denoted the source of a product, rather than a type of product, 
including: Dumpster, Escalator, Laundromat, Yo-Yo, and Zipper all 
formerly denoted a certain source of products, not a certain type of 
product.128  These brands—like Bayer Company fighting for Aspirin—
lost their trademarks because, after successful advertising and often 
comprehensive market dominance, “the general consuming public” did 
not understand these words to mean anything more than a certain type 
of product.129  Yet, given that widespread public recognition is the 
standard by which companies lose their beloved (and costly) 
trademarks,130 widespread public recognition should also be the 
standard by which companies can rescue those marks.  

Though no court has yet allowed a company to rescue or reclaim a 
trademark, the idea is not altogether without precedential support.131  In 
Elliot v. Google, the District of Arizona found that:  

 
The word google has four possible meanings in this case: 
(1) a trademark designating the Google search engine; 
(2) a verb referring to the act of searching on the internet 
using the Google search engine; (3) a verb referring to 
the act of searching on the internet using any search 
engine; and (4) a common descriptive term for search 
engines in general. The [Google] marks are subject to  
cancellation only if the fourth meaning is the primary 
significance of the word google to a majority of the 

 
127 See Dupont, 393 F. Supp. at 523. 
128 Abadi, supra note 126. 
129 Bayer Co. v. United Drug. Co., 272 F. 505, 509-10 (S.D.N.Y. 1921).  
130 See Dupont, 393 F. Supp. at 523-24. 
131 See Elliot v. Google Inc., 45 F. Supp. 3d 1156, 1162 (D. Ariz. 2014), aff’d, 

Elliot v. Google, Inc., 860 F.3d 1151 (9th Cir. 2017). 
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consuming public.132   
 

Here, the court recognized that a term may be used generically but found 
that unless that descriptive use is the primary way a term is perceived, 
trademark protection can still exist.133  Further, the court noted that “if 
competitors can accurately describe their products or services without 
using the mark in question, it suggests the mark is not generic.”134   
Therefore, not all descriptive terms are prohibited altogether from being 
trademarked. 

Certainly, some uses of the Tiffany mark are descriptive.  Charles 
Tiffany pioneered the engagement ring as we know it, and the term 
“Tiffany setting” is now used within the jewelry industry to describe a 
six-pronged raised claw setting for a diamond.135  However, because of 
the space Tiffany holds in the collective consciousness, if Tiffany were 
to ever lose its name due to genericness, it should also be allowed to 
rescue its name, assuming that the primary significance of the word 
“Tiffany” to a majority of the consuming public is that of a Fifth Avenue 
boutique draped in robin’s-egg-blue, rather than a utilitarian design for 
securing gemstones.   

Should Tiffany ever face the prospect of losing its name, its wide-
spread recognition would aid in its rescue.  According to a 2014 study 
of 1,665 high-income adults living in the United States, when asked to 
identify one luxury brand without any prompt, Tiffany ranked seventh 
among all adults and even higher among more established 
generations.136  Additionally, engagement jewelry makes up nearly a 
third of Tiffany’s sales—totaling more than $1 billion in 2019.137  While 
not conclusive, such statistics demonstrate that Tiffany’s primary 
significance in the public consciousness, especially with respect to 
engagement jewelry, is likely that of source identifier, not of type.  

Moreover, the Tiffany setting can be adequately described by 
competitors and industry professionals without using the Tiffany mark, 
suggesting the Tiffany mark’s genericness is unnecessary.  In fact, to 
those outside the jewelry world, the words “Tiffany setting” likely need 
extra explanation, explaining that the Tiffany setting actually denotes a 

 
132 Elliot, 45 F. Supp. 3d at 1173–74.  
133 Id. at 1164. 
134 Id. at 1172.   
135 Jane Lee, Deconstructing The Tiffany Setting, The World's Most Popular 

Engagement Ring, FORBES (Oct. 2, 2012, 5:58 PM), https://www.forbes.com/sites/ 
janelee/2012/10/02/deconstructing-the-tiffany-setting-the-worlds-most-popular-
engagement-ring-style/?sh=2af7c08b3571.  

136 Luxury. Which Brands Spring to Mind?, MKTG. CHARTS (Feb. 26, 2015), 
https://www.marketingcharts.com/industries/automotive-industries-51809.  

137 Tiffany & Co., Annual Report (Form 10-K) (Mar. 20, 2020).  
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six-prong raised setting—“it’s the ring you see everywhere.”138   
Using Elliot v. Google as a guide, trademark law should evolve and 

apply the same rules for genericizing terms to rescuing lost trademark 
terms, thereby protecting consumers by prioritizing the public’s 
perception.139  Further, allowing companies to rescue their trademarks 
fosters healthy competition in the marketplace by encouraging 
corporations to invest not only in their trademarks but also in trademark 
protection and education.  Instead of a laissez-faire legal approach, 
allowing trademark rescue inhabits the spirit of the Lanham Act and 
utilizes the individualistic letter of the law to the fullest extent.   

IV. CONCLUSION 
 

Certainly, measuring trademark validity by public perception is a 
valid method of determining which trademarks deserve protection and 
which ones might be left to languish in the public domain.  These 
methods, however, should be applied not only when the public has 
confused a trademark with an entire category of goods, but also when a 
trademark is so ubiquitously recognized that any use of that mark 
evokes an image of a certain brand.  Furthermore, these methods should 
be applied with a fine point, in consideration of how relevant audiences 
actually perceive a mark—not how an intruding user intended the mark 
to be recognized.  By hereafter enabling trademark protection when 
certain audiences understand a word to be communicative of source, 
and by broadening trademark law to allow for the rescue of trademarks 
from the public domain, modern trademark law can better support both 
consumers and healthy competition and better fulfill its purpose within 
our legal landscape.  

 
138 See Lee, supra note 135; see also Marion Fasel, How the Tiffany Engagement 

Ring Became an Icon, THE ADVENTURINE https://theadventurine.com/bridal/ 
engagement-rings/how-the-tiffany-setting-became-an-icon/ (last visited Sept. 28, 
2021) (“Take a look at the engagement ring emoji on an Iphone. It’s a solitaire with 
six prongs.”).   

139 See generally Elliot v. Google Inc., 45 F. Supp. 3d 1156 (D. Ariz. 2014). 


