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I. INTRODUCTION 
 
Enacted in 2011, the Leahy-Smith America Invents Act (“AIA”) 

overhauled the United States patent system with the purpose of 
establishing more efficient procedures, improving patent quality, and 
limiting unnecessary litigation costs.1  The AIA also created three new 
types of post-grant review proceedings available before the Patent Trial 
Appeal Board (“PTAB”): inter partes review, post-grant review, and 
covered business method review.2  These proceedings, as defined within 
the AIA, permit any “person” to petition the Patent Office to reconsider 
the validity of a previously granted patent.3  Eight years after the 
legislation’s enactment of the AIA, the Supreme Court considered 
whether the federal government is a “person” capable of petitioning the 
PTAB to institute patent review proceedings in Return Mail, Inc. v. 
United States Postal Service.4  The Court held it was not.5   

More than a simple case of statutory interpretation, Return Mail 
raised serious concerns about the proper role of the government in the 
patent system, due process, and the goals of the AIA.6  By holding that 
the government is not a “person” capable of instituting an AIA post-
grant proceeding, the Supreme Court overlooked the reality that 
government agencies may be equally as vulnerable to patent 
infringement suits as private patent holders.  This holding leaves certain 
patents—those where the government is the only likely challenger—
essentially shielded from the post-grant review process.7  In order to 
bring cohesion to the AIA, empower agencies to fulfill their statutory 
mandate, and promote good governance, this Note proposes that 
Congress amend the AIA to allow government entities to initiate 
administrative review proceedings.  

This Note focuses on the Return Mail decision and its ramifications.  
Part II reviews the AIA post-grant proceedings and the decisions of the 
Federal Circuit and Supreme Court in Return Mail.  Part III then calls 
upon Congress to reverse the decision of the Supreme Court and amend 

 
1 H.R. REP. NO. 112-98, pt. 1, at 40 (2011), as reprinted in 2011 U.S.C.C.A.N. 

67, 69; see also S. REP. NO. 110-259, at 20 (2008). 
2 35 U.S.C. §§ 311, 321 (2018); Leahy-Smith America Invents Act, Pub. L. No. 

112-29, § 18(a)(1)(B), 125 Stat. 284 (2011). 
3 See 35 U.S.C. §§ 311, 321; Leahy-Smith America Invents Act § 18(a)(1)(B). 
4 Return Mail, Inc. v. U.S. Postal Serv., 139 S. Ct. 1853, 1858–59 (2019). 
5 Id.  
6 See Brief for the Cato Institute & Professor Gregory Dolin as Amici Curiae in 

Support of Petitioner at 1-6, Return Mail, 139 S. Ct. 1853 (2019) (No.17-1594).  
7 Brief of the R Street Institute as Amicus Curiae in Support of Respondents at 

10, Return Mail, 139 S. Ct. 1853 (2019) (No.17-1594). 
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the AIA to allow government entities to initiate AIA administrative 
proceedings with the PTAB.  First, Part III explains why the decision of 
the Supreme Court hinders the purpose of the AIA. Next, it argues that 
Congress should amend the AIA to permit government agencies to 
initiate post grant review. Finally, Part III examines potential 
ramifications of such an amendment from a constitutional and statutory 
perspective. Part IV then concludes.  

II. FROM THE PATENT OFFICE TO THE SUPREME COURT: HISTORY 
OF RETURN MAIL, INC. V. UNITED STATES POSTAL SERVICE 

 
The United States Constitution empowers Congress “[t]o promote 

the Progress of Science and useful Arts, by securing for limited Times 
to Authors and Inventors the exclusive Right to their respective 
Writings and Discoveries.”8  Pursuant to that authority, Congress 
established the United States Patent and Trademark Office (“Patent 
Office”) and tasked it with “the granting and issuing of patents.”9  To 
keep up with a continuously evolving society and technology, Title 35 
of the United States Code (“Patent Act”) has undergone dramatic 
transformation over the last two hundred years.10  One such change to 
the Patent Act involved the addition of administrative procedures for 
revisiting the eligibility of a patent after the patent has been granted.11  

A. Administrative Patent Review Proceedings 

Since 1980, the Patent Office has offered “[a]ny person at any time” 
the option to file a request for a reexamination proceeding to determine 
the validity of previously issued patents.12  These initial reexamination 
proceedings were ex parte, involving only the patent examiner and the 
patent holder.13  The party requesting the reexamination—often a 
competitor looking to invalidate the patent—was unable to participate 
in the proceedings beyond filing the request for reexamination.14  In 
1999, Congress added an inter partes reexamination (“IPX”) procedure, 
which permitted a “person” to seek reexamination of a patent and 

 
8 U.S. CONST. art. I, § 8, cl. 8.  
9 35 U.S.C. §§ 1, 2(a)(1). 
10 Robert A. Armitage, Understanding the America Invents Act and Its 

Implications for Patenting, 40 AIPLA Q.J., 1, 4 (2012).  
11 Id. at 10. 
12 Bayh-Boyle Act, Pub. L. No. 96-517, § 1, 94 Stat. 3015, 3016 (1980) (codified 

as amended at 35. U.S.C. § 304).  
13 35 U.S.C. § 303(a). Ex parte reexaminations are instituted if there is a 

“substantial new question of patentability.” 
14 See id.  
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participate in the proceeding through appeal.15   
Although IPX reexaminations were intended to “permit efficient 

resolution of questions about the validity of issued patents without 
recourse to expensive and lengthy infringement litigation,”16 these 
proceedings could also become costly.17  Due to a lack of statutory time 
limits to structure IPX proceedings, the Patent Office took an average 
of three years to reach a decision that could be appealed to the United 
States Court of Appeals for the Federal Circuit (“Federal Circuit”).18  
Accordingly, costs could quickly skyrocket as the Patent Office 
engaged with the patent holder, the challenging party, and the multitude 
of expert declarations that were often sent in for review in a given 
dispute.19 

In 2011, Congress enacted the AIA, which was a substantial step in 
modernizing the United States patent system.20  The AIA is arguably 
the most significant change to the patent system since the nineteenth 
century21 and was established to enact “a more efficient and streamlined 
patent system” that “improved patent quality and limited unnecessary 
and counterproductive litigation costs.”22  To achieve these goals, the 
AIA created three new fast-track proceedings for challenging 
previously issued patents at the PTAB: inter partes review (“IPR”),23 
post-grant review (“PGR”),24 and covered business method (“CBM”) 
review.25  

 
15 35 U.S.C. §§ 311, 315; Consolidated Appropriations Act, 2000, Pub. L. No. 

106-113, § 1000(a)(9), 113 Stat. 1501, 1536 (1999) (enacting S. 1948, 106th Cong. 
(1999), also known as the Intellectual Property and Communications Omnibus Reform 
Act of 1999); see also 35 U.S.C. §100(e). “The term “third-party requester” means a 
person requesting ex parte reexamination under section 302 who is not the patent 
owner.” 

16 H.R. REP. NO. 96-1307, pt. 1, at 4 (1980), as reprinted in 1980 U.S.C.C.A.N. 
6460, 6462. 

17 H.R. REP. NO. 112-98, pt. 1, at 45 (2011); as reprinted in 2011 U.S.C.C.A.N. 
67, 75; see, e.g., Senorx, Inc. v. Hologic, Inc. No. 12-173-LPS-CJB, 2013 WL 144255, 
at *9 (D. Del. Jan. 11, 2013).  

18 Inter Partes Reexamination Historical Statistics, USPTO, 
https://www.uspto.gov/sites/default/files/documents/inter_parte_historical_stats_roll
_up.pdf (Dec. 2017).  

19 Alan W. Kowalchyk & Joshua P. Graham, Patent Reexamination: An Effective 
Litigation Alternative?, 3 Landslide no. 1, 2010 at 2, https://www.merchantgould.com 
/portalresource/Patent-Reexamination-An-Effective-Litigation-Alternative.  

20 Leahy-Smith America Invents Act, Pub. L. No. 112-29, 125 Stat. 284 (2011). 
21 See JOHN R. THOMAS, CONG. RSCH. SERV., R42014, THE LEAHY-SMITH 

AMERICA INVENTS ACT: INNOVATION ISSUES 1 (2014).  
22 H.R. REP. NO. 112-98, pt. 1, at 40 (2011), as reprinted in 2011 U.S.C.C.A.N. 

67, 69; see also S. REP. NO. 110-259, at 20 (2008). 
23 35 U.S.C. § 311. 
24 § 321. 
25 Leahy-Smith America Invents Act § 18.  
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IPR permits a “person” other than the patent owner to petition for 
the review and cancellation of a patent on the grounds that the invention 
lacks novelty26 or non-obviousness27 in light of “patents or printed 
publications” existing at the time of the patent application.28  PGR 
permits a “person” who is not the owner of a patent to petition for 
review and cancellation of a patent on any ground of patentability 
within nine months of the issuance of the patent.29  CBM review may 
be used to challenge issued patents that claim a method, apparatus, or 
operation used in the practice, administration, or management of a 
financial product or service.30  Instituted as a transitional review 
program, CBM proceedings employ the same general standards and 
procedures of PGR, except that there is no nine-month deadline for 
filing and the “person” may file for CBM review only as a defense 
against a charge or suit for infringement.31  

The new AIA proceedings differed from the earlier IPX and ex parte 
reexamination proceedings in multiple respects.  First, AIA post-grant 
proceedings are conducted by the PTAB instead of the examination 
division of the Patent Office.32  Second, appeals from a final, written 
decision of the PTAB in AIA post-grant  proceedings are taken directly 
to the Federal Circuit, rather than the two-step appeals process set forth 
in ex parte and IPX reexaminations.33  Third, the AIA transformed inter 
partes challenges “from an examinational to an adjudicative 
proceeding.”34  Put differently, the AIA replaced the old “prosecution-
like” IPX reexamination with IPR: a streamlined “mini-trial” process 
that could provide cost and time benefits to both challengers and patent 
holders.35  In addition to these new procedures, ex parte reexamination 

 
26 See generally 35 U.S.C § 102. 
27 See generally § 103. 
28 § 311. 
29 § 321; see § 282(2)–(3).  
30 Leahy-Smith America Invents Act § 18(d)(1); 37 C.F.R. § 42.301(a) (2013).  
31 Leahy-Smith America Invents Act § 18(a)(1)(B). 
32 35 U.S.C. §§ 316(c), 326(c); see also Changes to Implement Inter Partes 

Review Proceedings, Post-Grant Review Proceedings, and Transitional Program for 
Covered Business Method Patents, 77 Fed. Reg. 48680, 48680 (Aug. 14, 2012) (to be 
codified at 37 C.F.R. pt 42).  

33 35 U.S.C. §§ 141(c), 319. The procedure for conducting CBM review took 
effect on September 16, 2012, and sunset on September 16, 2020.  

34 H.R. REP. NO.112-98, pt.1, at 46 (2011) as reprinted in 2011 U.S.C.C.A.N. 67, 
77; Abbott Labs. v. Cordis Corp., 710 F.3d 1318, 1326 (Fed. Cir. 2013) (internal 
citations omitted) (“The purpose of replacing inter partes reexamination with inter 
partes review was to convert[] inter partes reexamination from an examinational to 
an adjudicative proceeding.”).  

35 Alison J. Baldwin & Aaron V. Gin, Inter Partes Review and Inter Partes 
Reexamination: More Than Just a Name Change, 11 SNIPPETS: REV. DEVS. INTELL. 
PROP. L., 6, 11 (2013).  
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also remained a valid avenue for relief under the AIA.36  
To institute one of the new post-grant proceedings, the AIA 

specifies that subject to certain conditions, a “person” may file a petition 
to institute such a post-grant review proceeding.37  Despite its frequent 
mention throughout both the AIA and the Patent Act, the term “person” 
is not clearly defined by statute, nor has it been prescribed directly in 
the legislative history.38  Thus, in the absence of a statutory definition, 
or any attempt by the Patent Office to engage in rulemaking to define 
the term, the question of whether the federal government qualified as a 
“person” was left to the judiciary.  Eight years after the enactment of 
the AIA, the Supreme Court granted certiorari to resolve this 
uncertainty in Return Mail.39  Specifically, the Court considered 
“whether the government is a ‘person’ who may petition to institute 
review proceedings under the AIA.”40 

B. Facts and Procedural History of Return Mail, Inc. v. United 
States Postal Service  

 
In 2004, Return Mail, Inc. (“Return Mail”) received a patent for a 

system and method for processing undeliverable mail, U.S. Patent No. 
6,826,548 (“’548 Patent ”).41  Although negotiations for a licensing 
agreement with the United States Postal Service (“Postal Service”) were 
ongoing, the Postal Service declined to enter into an agreement to 
license the processing system of Return Mail.42  In 2006, the Postal 
Service implemented a new method for processing undeliverable mail 
that Return Mail alleged infringed on its ’548 Patent.43  The Postal 
Service then petitioned for ex parte reexamination of the ’548 Patent.44  

 
36 Post-Grant Proceedings: Ex Parte Reexamination, FISH & RICHARDSON: POST-

GRANT https://fishpostgrant.com/ex-parte-reexamination/ (last visited November 18, 
2021). 

37 § 311(a) (“A person who is not the owner of a patent may file with the Office 
a petition to institute an inter partes review of the patent”) (emphasis added); § 321(a) 
(“[a] person who is not the owner of a patent may file with the Office a petition to 
institute a post-grant review of the patent”) (emphasis added); § 18(a)(1)(B) (“[a] 
person may not file a petition for a transitional proceeding with respect to a covered 
business method patent unless the person or the person’s real party in interest or privy 
has been sued for infringement of the patent or has been charged with infringement 
under that patent.”) (emphasis added).  

38 See Return Mail, Inc. v. U.S. Postal Serv., 139 S. Ct. 1853, 1861 (2019) (“The 
patent statutes do not define the term ‘person.’”). 

39 Petition for Writ of Certiorari, Return Mail, 139 S. Ct. 397 (No. 17-1594).  
40 Return Mail, 139 S. Ct. at 1861. 
41 Id.  
42 Id.  
43 Id.  
44 Id. 
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During ex parte reexamination, the Patent Office canceled the original 
claims of the ’548 Patent, but also issued several new ones that 
supported overall patentability of the ’548 Patent.45  With the validity 
of its ’548 Patent confirmed, Return Mail then sued the Postal Service 
in the United States Court of Federal Claims under 28 U.S.C. § 1498(a) 
for the unauthorized use of the invention claimed in the reissued ’548 
Patent.46  

In response to the lawsuit, the Postal Service again petitioned the 
Patent Office to review the ’548 Patent, this time seeking a CBM 
review.47  Though CBM review was unavailable to the Postal Service 
when the dispute began,48 the passage of the AIA provided a new 
avenue for the agency to initiate post-grant review.49  The Patent Office 
instituted a CBM review of the ’548 Patent and concluded that the ’548 
Patent claimed subject matter that was ineligible to be patented.50  As 
such, the Patent Office cancelled the claims underlying the ’548 
Patent.51  Return Mail appealed to the Federal Circuit,52 where a divided 
panel affirmed the ruling.53  

In dissent, Judge Newman raised an important question in dissent 
that became relevant to the eventual question granted certiorari by the 
Supreme Court.54  She contended that the Patent Office did not have 
jurisdiction for CBM review because the Postal Service, a federal 
agency, was not within the definition of “person” under Section 

 
45 Id. 
46 See id. 
47 Id.   
48 See id. at 1860–61. 
49 Id. at 1860. 
50 Id. at 1861. 
51 Id. 
52 Id. 
53 Id.  
54  See Return Mail, Inc. v. U.S. Postal Serv., 868 F.3d 1350, 1371 (Fed. Cir. 

2017) (Newman, J., dissenting), rev’d and remanded 139 S. Ct. 1853 (2019). At the 
Court of Federal Claims, Return Mail argued for more than compensation for 
unauthorized use of its ’549 patent. Return Mail also argued that since its suit against 
the Postal Service, a government agency, was brought under an eminent domain 
statute, § 1498(a), rather than under 35 U.S.C. §§ 271 and 281 for infringement of the 
patent, the Postal Service was not “sued for infringement of the patent” or “charged 
with infringement” and therefore lacked proper standing to petition for a CBM under 
the AIA. The Patent Office rejected Return Mail’s argument and held that the Postal 
Service was “sued for infringement” within the meaning of AIA § 18(a)(1)(B) and 
thus had standing to petition for a CBM. With the issue of standing resolved, the Patent 
Office instituted the Postal Service’s requested CBM review of the ‘548 patent. While 
much of the Federal Circuit’s opinion centered around the issue of standing, the 
Supreme Court only granted certiorari to the issue of jurisdiction; not standing. See id. 
at 1363–66 (Prost, C.J., majority opinion).   
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18(a)(1)(B) of the AIA—the CBM review provision.55  This concern 
was introduced sua sponte as a threshold consideration,56 as neither 
Return Mail nor the Postal Service raised or discussed the issue in their 
briefs.57  

While the majority of the panel stated that Return Mail waived the 
issue because it was not raised in its opening brief,58 Judge Newman 
argued that matters of jurisdiction cannot be waived.59  She went on to 
address this jurisdictional issue, reasoning that since a “person” can file 
a CBM petition with the Patent Office, and an adverse decision binds 
the “person” in any future litigation, the nature of the term was of 
statutory jurisdiction.60  Furthermore, Judge Newman reasoned that the 
general statutory presumption that “person” does not include the United 
States and its federal agencies should apply unless expressly provided 
otherwise.  Therefore, in the absence of a clear definition for “person” 
within the Patent Act, the Patent Office did not have jurisdiction over 
AIA post-grant proceedings brought by federal agencies such as the 
Postal Service.61  

To underscore this position, Judge Newman focused on the 
differences in the estoppel provisions (or lack thereof) in the CBM 
section and patent infringement statutes 35 U.S.C. §§ 315(e) and 
325(e).62  She pointed out that 

 
[C]ongress could not be deemed innocent of knowing 
that the government can indeed be sued for infringement, 
but only in the Court of Federal Claims; yet that court is 
conspicuously absent from the designation of tribunals 
subject to the America Invents Act.63   
 

While the CBM provision did not mention infringement litigation in the 
Court of Federal Claims, it did list the analogous sections for district 

 
55 Id. at 1371 (Newman, J., dissenting). 
56 Id.  
57 Id. at 1365 (Prost, C.J., majority opinion). 
58 Id. 
59 Id. at 1371 (Newman, J. dissenting). 
60 Id. at 1372. 
61 Id. at 1372–73 (citing 1 U.S.C. § 1; United States v. United Mine Workers of 

Am., 330 U.S. 258, 275 (1947)). 
62 Id. at 1372; see also 35 U.S.C. §§ 315(e), 325(e); Leahy-Smith America Invents 

Act, Pub. L. No. 112-29, § 18(a)(1)(D), 125 Stat. 284 (2011) (stating provisions 
applicable to the Patent Office, the district courts, and the United States International 
Trade Commission). 

63 Return Mail, 868 F.3d at 1372 (Newman, J., dissenting). 
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courts and the International Trade Commission.64  Thus, calling the 
government a “person” would enable government entities the benefit 
from a post-grant CBM challenge with the Patent Office without 
invoking estoppel of the same challenge in court, effectively giving the 
government “two bites at the apple.”65  In Judge Newman’s view, the 
AIA did not intend to create such an irregular arrangement—especially 
not one supported by statute or legislative history.66  

The panel majority flatly disagreed with Judge Newman on the 
jurisdictional issue, and instead held that the better reading of “person” 
within Section 18(a)(1)(B) included the government.67  The majority 
reasoned that “when determining the scope of the term ‘person,’ there 
is ‘no hard and fast rule of exclusion, and much depends on the context, 
the subject matter, legislative history, and executive interpretation.’”68  
Moreover, any presumption that the term “person” should be excluded 
carried less weight because the statute “confer[s] a benefit or 
advantage” to the government, rather than a “burden or limitation.”69  
The majority then looked to the context of the Patent Act as a whole and 
concluded that the government was included within the term “person” 
in other key provisions, such as the right to hold a patent.70   

Lastly, absent any legislative history to indicate that the government 
should be excluded from the definition of “person,” the majority 
declined to read the estoppel provisions alone as conclusive proof of 
Congressional intent.71  Rather, the majority reasoned that relying on 
unwritten policy considerations “would be the classic example of the 
letting the tail wag the dog.”72  For these reasons, the Federal Circuit 
held that the Patent Office was within its jurisdiction when it allowed 
the Postal Service to petition for a CBM review of the patent.73  

Following the panel’s decision, Return Mail petitioned for, and was 
 

64 Id. at 137–74 (comparing applicable provisions 35 U.S.C. §§ 315(e), 325(e), 
and Leahy-Smith America Invents Act § 18(a)(1)(D)).  

65 Id. at 1375; but see id. at 1364 (Prost, C.J., majority opinion) (internal citations 
omitted) (“Yet construing § 18(a)(1)(B) to allow the government to petition for CBM, 
as we do today, means that the government would enjoy the unique advantage of not 
being estopped in the Claims Court from re-litigating grounds raised during a CBM 
review proceeding. The Postal Service does not dispute the oddity of this result and 
acknowledges that the government would not be subject to estoppel under this 
construction. Although this raises certain policy concerns, Congress is better suited to 
address them by revising the estoppel provisions for CBM review should it see fit.”).  

66 Id. at 1375 (Newman, J., dissenting). 
67 Id. at 1365 (Prost, C.J., majority opinion). 
68 Id. (internal citations omitted). 
69 Id. (internal citations omitted). 
70 Id. at 1365-66. 
71 Id. (citing 35 U.S.C. § 318(c), 328(c)).  
72 Id. at 1366. 
73 Id. at 1366–67. 
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denied, a rehearing en banc to address the “person” issue.74  Return Mail 
then filed a writ of certiorari with the Supreme Court.75  Piqued by the 
jurisdictional issue Judge Newman raised, the Court granted certiorari 
to determine whether the federal government is a “person” for purposes 
of post-grant proceedings, including IPR, PGR, and CBM.76  

C. Oral Arguments at the Supreme Court  

After granting certiorari, the Court received several amicus briefs 
and conducted oral arguments,77 where both parties received intense and 
pointed questions from an engaged bench.78  Return Mail, as appellant,  
faced intense questioning on the impracticality of excluding the 
government from post-grant review.79  For example, Justice Ginsburg 
asked, “why would Congress want to leave a government agency out of 
this second look if the idea is to weed out patents that never should have 
been given in the first place?”80  Further, Justice Breyer followed with 
a more pointed inquiry by asking “why would Congress not want to 
allow that agency to use this fairly efficient method to get rid of what 
they see as an invalid patent that blocks their way?”81 

Justices Alito, Roberts, and Gorsuch took separate issue with how 
Return Mail read the Patent Act to apply to ex parte reexamination.82  
According to Return Mail, though the Postal Service could not engage 
in AIA post-grant review, it would be constitutionally permissible for 
an agency to contact the Director of the Patent Office directly and 
request ex parte reexamination, as authorized under 35 U.S.C. § 
303(a).83  Despite skepticism from the bench regarding this suggestion, 
Return Mail did not waver in its advocacy for this potential option.84  

By the end of Return Mail’s argument, the absence of any strong 

 
74 Petition for Writ of Certiorari, Return Mail, 139 S. Ct. 397 (No. 117-1594). The 

Federal Circuit’s order denying rehearing en banc is unreported. 
75 Id.  
76 See Return Mail, Inc. v. U.S. Postal Serv., 139 S. Ct. 1853 (2019).   
77 Return Mail Inc. v. United States Postal Service, SCOTUSBLOG, 

https://www.scotusblog.com/case-files/cases/return-mail-inc-v-united-states-postal-
service/ (last visited Nov. 18, 2021).  

78 Ronald Mann, Argument Analysis: Justices Seem Divided About Government 
Right to Challenge Patents in Administrative Process, SCOTUSBLOG (Feb. 19, 2019, 
4:02 PM), https://www.scotusblog.com/2019/02/argument-analysis-justices-seem-
divided-about-government-right-to-challenge-patents-in-administrative-process/. 

79 Id. 
80 Id. 
81 Id. 
82 Id. 
83 Id.; see also § 303(a). Under § 303(a), the Director of the Patent Office has the 

power, “[o]n his own initiative, and at any time,” to initiate an ex parte reexamination. 
84 Mann, supra note 78. 
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reason why Congress would have wanted to exclude the government 
from AIA post-grant review seemed to be the nail in the coffin for its 
case.85  Yet, as counsel for the Post Office—representing the 
government—began his argument, Justices Sotomayor, Gorsuch, and 
Kavanaugh quickly turned the proceeding from inquisitive to heated, 
and drilled the counselor for the Postal Service with questions.86  
Referencing to an amicus brief from the Cato Institute,87 Justice 
Sotomayor set the pace by offering skepticism concerning the 
situational imbalance between a private patent holder and a government 
agency at hand: 
 

[I]t does seem like the deck is stacked against a private 
citizen who is dragged into these proceedings. [Private 
citizens] have got an executive agency acting as judge 
with an executive director who can pick the judges, who 
can substitute judges, can reexamine what those judges 
say, and change the ruling, and they’ve got another 
government agency [is] the prosecutor at the same 
time.88   

 
Justice Sotomayor reasoned that this kind of situation raised serious 

concerns about a lack of due process and impartiality afforded to private 
patent holders.89 Following the lead of Justice Sotomayor, Justice 
Gorsuch cautioned against a situation in which “the government speaks 
out of both sides of its mouth,” without any direct guidance from 
Congress on the issue.90  While Justice Kavanaugh was indifferent to 
the inter-agency communication involved in a potential ex parte 
reexamination requested by a federal agency, he expressed discontent 
at the notion of an “agency versus agency” conflict in federal court.91  
Circumstances of this nature would occur if the Patent Office affirmed 
the validity of the patent of a private party in AIA post-grant review and 
a challenging federal agency appealed that decision.92  Based on the 

 
85 Id. 
86 Id. 
87 Id.; see also Brief for the Cato Institute and Professor Gregory Dolin as Amici 

Curiae in Support of Petitioner, supra note 6, at 14–17. 
88 Transcript of Oral Argument at 30-1, Return Mail, Inc. v. U.S. Postal Serv., 139 

S. Ct. 1853, (2019) (No.17-1594); Mann, supra note 78. 
89 Transcript of Oral Argument at 30–31, Return Mail, 139 S. Ct. 1853 (No.17-

1594). 
90 Id. at 32. 
91 Id. at 35; see also Brief for the Cato Institute and Professor Gregory Dolin as 

Amici Curiae in Support of Petitioner, supra note 6, at 11–14.  
92 See generally Brief for the Cato Institute and Professor Gregory Dolin as Amici 

Curiae in Support of Petitioner, supra note 6, at 11–14. 
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heated questions and a surprising division between the Justices, the 
Return Mail oral arguments signaled a contentious decision.93 

D. The Supreme Court Holds the Government is Not a “Person” 
Capable of Instituting AIA Post-Grant Proceedings  

 
In June of 2019, the Supreme Court issued its opinion—with Justice 

Sotomayor writing for a 6-3 majority—that the government was not a 
“person” capable of instituting the three AIA review proceedings.94  
Despite the long history of federal participation in the patent system, the 
Court was not persuaded that previous government engagement in 
reexamination proceedings justified jurisdiction under the AIA absent 
pronounced Congressional intent.95  Justice Breyer filed a dissenting 
opinion joined by Justices Ginsburg and Kagen.96 

1. The Majority Opinion 

As an initial matter, Justice Sotomayor explained the presumption 
that the term “person” does not include the government and its 
agencies.97  Justice Sotomayor then reviewed each of the three 
arguments the Postal Service offered to rebut this presumption: (1) the 
consistent usage principle, (2) the longstanding history of government 
participation in post-grant proceedings, and (3) the impact of 28 U.S.C. 
§ 1498(a), which waives the government’s right to sovereign immunity 
in patent infringement cases and grants individuals and private entities 
the right to sue for monetary damages.98 

i. A Threshold Consideration: The Presumption 
Against Inclusion 

 
Since neither the Patent Act nor the AIA expressly defines the term 

“person,” the Court first turned to the presumption that the term 
“person” does not include the government and its agencies.99  This 
presumption is supported by the Dictionary Act, 1 U.S.C. § 1, which 
provides that “person” includes natural individuals and businesses such 
as corporations and partnerships, but not governments, “unless the 

 
93 Mann, supra note 78. 
94 Return Mail, 139 S. Ct. 1867 (Sotomayor, J., majority opinion). 
95 Id. at 1865–67. 
96 Id. at 186–72 (Breyer, J., dissenting). 
97 Id. at 1861–63 (Sotomayor, J., majority opinion). 
98 See id. at 1863–68. 
99 Id. at 1863. 
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context indicates otherwise.”100  To overcome this presumption, the 
government must demonstrate “some affirmative showing of statutory 
intent to the contrary.”101  

The majority considered that the presumption against treating the 
government as a statutory person is closely related to the presumption 
against waivers of sovereign immunity, under which courts do not read 
statutes that create a cause of action to extend to the federal government 
absent “unequivocal[]” evidence in the statute.102  The Postal Service 
addressed this issue in its brief, arguing that the presumption against 
including the government within the meaning of “person” should not 
apply because the case was not about sovereign immunity.103  However, 
the majority was not persuaded.104  Citing examples from the Sherman 
Act and the Bankruptcy Act, the majority instead listed several 
instances in which the Court had applied this presumption when there 
was no question of immunity, and doing so would exclude the 
government from accessing a benefit or procedural device.105  With the 
presumption against inclusion established, Justice Sotomayor addressed 
each of the three arguments of the Postal Service.106 

ii. Statutory Text and Context: The Consistent Usage 
Principle 

 
The Postal Service first argued that because the use of “person” in 

other portions of the Patent Act and the AIA includes the government, 
under the consistent usage principle, so too should the AIA post-grant 
review provision.107  When applied, the consistent usage principle 
dictates that when Congress uses a word to mean one thing in one part 
of a statute, it will mean the same thing elsewhere in a statute.108  
However, the majority observed that this principle “readily yields to 
context, especially when a statutory term is used throughout a statute 

 
100 Return Mail, 139 S. Ct. at 1862 (citing 1 U.S.C. § 1 (2018)).  
101 Id. at 1861–62 (citing Vermont Agency of Nat. Res. v. U.S. ex rel. Stevens, 

529 U.S. 765, 780–81 (2000)). 
102 Id.  
103 Id. at 1862 (internal citations omitted). 
104 Id. 1862–63. 
105 Id. at 1861 (citing Int’l Primate Prot. League v. Adm’rs of Tulane Ed. Fund, 

500 U.S. 72, 82–84 (1991) (concluding that the National Institutes of Health was not 
authorized to remove an action as a “‘person acting under [a federal]’ officer” pursuant 
to 28 U.S.C. § 1442(a)(1)); Davis v. Pringle, 268 U.S. 315, 317–318 (1925) (reasoning 
that “normal usages of speech” indicated that the Government was not a “person” 
entitled to priority under the Bankruptcy Act). 

106 Id. at 1863. 
107 Id.  
108 Id.  
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and takes on ‘distinct characters’ in distinct statutory provisions.”109 
As the Court noted, while some of the best known provisions in the 

Patent Act include the government as a “person”—such as expressly 
permitting the government to apply for patent—the Patent Act also 
refers to a “person” in a way that directly excludes the government.110  
Three such provisions include (1) that the Patent Act requires that the 
PTAB be comprised of “persons of competent legal knowledge and 
scientific ability;” (2) that the Director of the Patent Office is required 
to treat as confidential any referral to the Attorney General of suspected 
fraud in the patent process unless the United States charges “a person” 
with a criminal connection with the fraud, and; (3) the Patent Office is 
authorized to cover the expenses of a “person” other than a federal 
employee attending programs on intellectual property protections.111  
This canon of interpretation dictates that the presumption against 
consistent usage must readily yield when usage is inconsistent112—as 
was the case in Return Mail.113  With inconsistency readily apparent, 
the Court rejected the contextual argument of the Postal Service that 
“person” must include the government for the purposes of seeking AIA 
post grant review.114  

iii. Extensive Government Participation in the Patent 
System  

 
The Postal Service next argued that the longstanding ability of the 

government to participate in the patent system generally supported its 
position that Congress intended to allow the government to access AIA 
post-grant proceedings.115  The Postal Service noted that the 
government has had the explicit capacity to apply for and hold patents 
since 1883,116 and was specifically included in the term “person” who 
may participate in an ex parte reexamination in the 1981 Manual of 

 
109 Id. at 1864 (citing Util. Air Regul. Grp. v. EPA, 573 U.S. 302, 320 (2014)). 

“The Patent Act and the AIA refer to “person[s]” in at least 18 different places, and 
there is no clear trend: Sometimes “person” plainly includes the Government, 
sometimes it plainly excludes the Government, and sometimes—as here—it might be 
read either way.” Id. (internal footnotes and citations omitted). 

110 Id.  
111 Id. at 1863 n.4.  
112 Id. at 1865 (“The consistent-usage canon breaks down where Congress uses 

the same word in a statute in multiple conflicting ways.”). 
113 Id. 
114 See id.  
115 Id. 
116 Id. (internal citation omitted). 
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Patent Examining Procedures (“MPEP”).117  
The Court rejected this argument for largely similar reasons as it did 

the contextual argument: the historical ability of the government to 
receive patents does not mean that it can also challenge the validity of 
the patent of a private party in AIA post-grant reviews.118  To rebut the 
1981 MPEP executive interpretation, the Court distinguished between 
the nature of ex parte reexamination and AIA post-grant review 
proceedings.119  In particular, the majority noted that ex parte 
reexamination proceedings are distinct from AIA post-grant review 
proceedings because reexamination is “internal” to the Patent Office 
and the challenger is not permitted to participate, whereas AIA reviews 
are adversarial in nature between patent holders and challengers.120  
While the government might have had a role in the other procedures, 
the Court found “there is no longstanding practice” as to post-grant 
review, which “was enacted just eight years ago.”121 

iv. Section 1498 Proceedings: Government Liability for 
Infringement  

 
The third argument of the Postal Service for its interpretation of 

“person” was that because the government is subject to civil liability 
and can assert a defense of patent invalidity, as with other infringers, 
the government must also be able to be a “person” capable of petitioning 
for an AIA post-grant review.122  According to the Postal Service, “it is 
anomalous to deny it a benefit afforded to other infringers—the ability 
to challenge a patent de novo before the Patent Office—rather than only 
as an infringement defense that must be proved by clear and convincing 
evidence.”123 

Once again, the Court was unpersuaded, and concluded that the 
Postal Service had overstated the “asymmetry” between private and 
government litigants.124  Instead, the imbalance could be offset by the 
additional risks faced by accused non-governmental infringers,125 

 
117 Id. (citing MPEP §§ 2203, 2212 (4th ed. Rev. 7, July 1981)). The MPEP is an 

instructive manual published by the Patent office to provide comprehensive 
information on patent examination policy and procedure.  

118 Id. 
119 Id. at 1865–66.  
120 Id. at 1866.  
121 Id. at 1865. 
122 Id. at 1866.  
123 Id.  
124 Id. at 186–67.  
125 See Halo Elecs., Inc. v. Pulse Elecs., Inc., 136 S. Ct. 1923, 1928 (2016) 

(discussing the evolution of treble damages in patent law). For more information on 
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including exposure to treble damages and injunctive relief.126  
Accordingly, it was proper for the Court to limit the ability of the 
government to institute post-grant AIA review proceedings because the 
government already enjoys limited liability in patent infringement 
lawsuits that specifically protect against injunctions, jury trials, and 
punitive damages.127  The Court also expressed further concern about 
the “awkward situation that might result from forcing a patent owner to 
defend the patentability of her invention in an adversarial, adjudicatory 
proceeding initiated by one federal agency and overseen by a different 
federal agency.”128 

2. The (Practical) Dissent 

Writing for the dissent, Justice Breyer asserted that the contextual 
ambiguity relied upon by the majority fell apart upon closer inspection 
of the provisions of the patent statutes wherein “person” clearly does 
not refer to an individual.129  Specifically, Justice Breyer argued that 
each of the examples in the majority “concern details of administration 
that, almost by definition, could not involve an entity such as the 
government.”130  It is impossible for the government—as an entity—to 
serve as an administrative patent law judge,131 nor could it be subject to 
a criminal prosecution for fraud or attend a program on patent law 
protections—which would inherently require the involvement of a 
natural person.132  According to the dissent, “[t]he fact that the word 
‘person’ does not apply to the government where that application is 
close to logically impossible proves nothing at all about the word’s 
application” to AIA post-grant proceedings.133  Such “cherry picking” 
of select phrases to bolster one position, when non-natural persons such 
as private corporations were capable of instituting AIA post-grant 
proceedings, distorted the reading of the AIA.134 

Instead, the dissent placed significant emphasis on the interpretation 

 
remedies for infringement (including treble damages) with respect to patent law look 
to 35 U.S.C. § 284.   

126 Return Mail, 139 S Ct. at 1867. 
127 Id. 
128 Id.  
129 Id. at 1868–69 (Breyer, J., dissenting).  
130 Id. at 1869. 
131 Id. 
132 Id. (“Congress has not used the word ‘person’ to refer to Government agencies 

when doing so would be close to logically impossible, or where the context otherwise 
makes plain that the Government is not a ‘person.’”).  

133 Id.  
134 See id. at 1869–70. 
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of “person” in the 1981 MPEP description of ex parte reexamination.135  
Given the underlying purpose for the implementation of the AIA and 
the creation of AIA post-grant reviews,136 the goal of the legislature to 
“improve the quality of patents” is implicated regardless of whether a 
private party or the government is accused of infringement or 
invalidity.137  

Justice Breyer also responded to the contention that permitting the 
government to petition for AIA reviews would create an “awkward 
situation” for private patentees defending against a federal agency in the 
forum of another agency.138  The inverse situation—if a private entity 
petitioned for review of a government-owned patent—is no less 
awkward, but yet raised no concern from the majority.139  Furthermore, 
in response to the contention that the government does not face the 
possibility of injunctive relief, the dissent argued that the government 
may still be subject to large damages awards upon findings of 
infringement,140 the threat of which creates a strong need for speedy 
resolution of disputes regarding patent validity.141  Despite the concerns 
of Justice Breyer, the majority decision in Return Mail fundamentally—
and negatively—changed the way government agencies outside of the 
Patent Office interact with the post-grant review process.  

III. CALLING ON CONGRESS: FEDERAL AGENCIES SHOULD BE 
ALLOWED TO INITIATE POST GRANT REVIEW PROCEEDINGS  

 
Though the government had not been particularly active in post-

grant proceedings prior to 2019, the Return Mail decision to exclude the 
government from the definition of “person” for the purposes of AIA 
post-grant proceedings carries significant ramifications.142  From a 
practical standpoint, by holding that the government was not a “person” 
capable of instituting AIA post-grant proceedings, the Supreme Court 
removed federal government access to some of the mechanisms by 
which the validity of a patent can be challenged.143  On one hand, the 
primary impact of the decision fell mostly on government attorneys who 

 
135 Id. at 1870.  
136 See id. 
137 See id. 
138 See id. at 187–71. 
139 Id. at 1870–71 (Breyer, J., dissenting) (“Thus, the situation the majority 

attempts to avoid is already baked into the cake.”). 
140 Id. at 1871. 
141 Id. 
142 Scott A. Felder & Alexander B. Owczarczak, The End of AIA Patent 

Challenges by Government, WILEY (June 12, 2019) https://www.wiley.law/article-
The-End-of-AIA-Patent-Challenges-by-Government. 

143 Id.  
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no longer had access to IPR, PGR, and CBM review when defending 
infringement claims.144  On the other hand, patentees who thought the 
government may have infringed their patents gained a litigation 
advantage.145  Under  current law, if the government wants to invalidate 
a patent in an adversarial process, it can only do so by asserting the 
affirmative defense of invalidity during a Section 1498 proceeding at 
the Court of Federal Claims.146  

Section 1498 waives the right to sovereign immunity and grants 
individuals and private entities the right to sue the federal government 
for patent infringement damages.147  The statute provides that a private 
individual whose patent has been infringed by the Unites States 
government can sue the government for “reasonable and entire” 
compensation, but does not provide the option for injunctive relief.148  
During a Section 1498 proceeding, “the patentee must litigate to prove 
infringement and rebut any defenses, like invalidity.”149  This option is 
less appealing for federal agencies because such an invalidity defense 
must be proved by clear and convincing evidence,150 which is higher 
than the substantial evidence standard applied in AIA post-grant 
proceedings.151  

In addition, a federal agency may be able to facilitate an ex parte 
reexamination hearing,152 though the procedure is far less desirable for 
both public and private entities.  Under 35 U.S.C. § 303(a), the Director 
of the Patent Office has the power, “[o]n his own initiative, and at any 
time,” to initiate an ex parte reexamination.153  This allows federal 
agencies to petition the Director of the Patent Office to initiate a 
reexamination in the same manner that a patent examiner would request 
the Director to review patents which merit reexamination.154  In the 
alternative, an agency may make a case to the Secretary of Commerce, 
of whom the Patent Office is “subject to policy discretion,” in order to 

 
144 Id.  
145 Id.  
146 Id. 
147 See 28 U.S.C. § 1498(a). 
148 Id. 
149 Joshua I. Miller, 28 U.S.C. § 1498(a) and the Unconstitutional Taking of 

Patents, 13 YALE J.L. & TECH. 1, 27 (2011). 
150 See, eg., Tektronix, Inc. v. U.S., 552 F.2d 343 (Ct. Cl. 1977). 
151 In re Gartside, 203 F.3d 1305, 1312 (Fed. Cir. 2000); Kenneth R. Adamo et 

al., An Appeal-ing Proposition: Federal Circuit Standards of Review for Decisions of 
the Patent Trial and Appeal Board, KIRKLAND & ELLIS, https://ipo.org/wp-
content/uploads/2014/07/CAFC_Rev_of_PTAB.pdf (last visited Nov. 18, 2021).   

152 See Return Mail, 139 S. Ct. at 1859. 
153 § 303(a). 
154 Brief of the R Street Institute as Amicus Curiae in Support of Respondents, 

supra note 7, at 12–13.  
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prompt a sua sponte examination of the disputed patent.155  Finally, 
given that the Director of the Patent Office is appointed by and “serves 
at the pleasure of the President,”156 an agency might try to enlist the 
support of the President directly to exercise his oversight power upon 
the Patent Office.157  Yet, each current option requires extensive 
resources and hinges on the discretion of high-ranking officials, which 
surely cannot further the goals of the AIA to create “a more efficient 
and streamlined patent system.”158  If “[t]he outcome of a successful 
reexamination—a certificate cancelling or correcting errors in a 
reexamined patent—is the same as the outcome of [an] AIA review,”159 
Congress should seek the more practical option. 

A. The Return Mail Decision Frustrates the Intent of the AIA  

The current option for the government for post-grant review—ex 
parte reexamination—remains inferior to the AIA post-grant 
proceedings from a procedural, transparency, and due process 
perspective.  Procedurally, the party challenging a patentee during an ex 
parte reexamination cannot oppose the patentee during the 
proceeding.160  Ex parte “[r]eexamination is also limited to errors in 
patents under 35 U.S.C. § 102 and § 103 based on older patents or 
printed publications,”161 while PGR may be instituted on any ground of 
patent invalidity.162  Therefore, if an agency could successfully 
persuade the Director of the Patent Office, Secretary of Commerce, or 
President to institute an ex parte reexamination, the reexamining 
procedure itself would still create inefficiencies not inherent to AIA 
post-grant proceedings.  

Ex parte reexamination is also far less transparent than AIA-grant 
review.163  Under the current law, a federal agency interested in 
initiating an ex parte reexamination would need to persuade the Director 

 
155 Id. at 13 (citing 35 U.S.C. § 1(a)). 
156 Brief of Amicus Curiae Tejas N. Narechania in Support of Respondents at 18, 

Return Mail, 139 S. Ct. 1853 (No.17-1594). 
157 Id. 
158 See H.R. REP. NO. 112-98, pt. 1, at 40 (2011), as reprinted in 2011 

U.S.C.C.A.N. 67, 69; see also S. REP. NO. 110-259, at 20 (2008). 
159 Id. at 14. 
160 Brief of the R Street Institute as Amicus Curiae in Support of Respondents, 

supra note 7, at 15 (citing 37 C.F.R. § 1.550(g)). 
161 Id. at 15 (citing 35 U.S.C. § 303(a)). 
162 Id. at 15 n.11 (“Post grant review and covered business method review may be 

instituted on any ground of patent invalidity.)”; see also 35 U.S.C. § 321(b); Leahy-
Smith America Invents Act, Pub. L. No. 112-29, § 18(a)(1), 125 Stat. 284 (2011). 

163 See Brief of the R Street Institute as Amicus Curiae in Support of Respondents, 
supra note 7, at 16–17. 
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of the Patent Office, Secretary of Commerce, or President of the need 
for reexamination, and the identity of the persuader (nor the efforts of 
persuasion) would not take place on the public record.164  Furthermore, 
contacts with interested outside parties—ex parte contacts—are 
encouraged in ex parte reexaminations while AIA post-grant reviews 
prohibit them.165  The record in ex parte reexaminations, which is not 
required to include contacts with interested outside parties, is far from 
complete.166  Finally, should an agency persuade the Director of the 
Patent Office to institute an ex parte reexamination, the due process 
procedure of such a review does not define discovery requests, provide 
for the deposition of witnesses, or set substantive deadlines.167  “This is 
not to say that ex parte reexamination is a constitutionally deficient 
procedure,”168 but rather that the due process afforded under AIA 
review is superior.169  Accordingly, while a federal agency may still 
initiate a form of post-grant review,170 the current procedures available 
to the government hinder the overall purpose of the AIA.171   

Furthermore, it is imperative to consider the government’s interest 
in instituting a post-grant review.  The government averaged one post-
grant review per year following enactment of the AIA;172 therefore, 
there is a modest—yet important—demonstrated public interest in 
keeping this type of review available .  For example, as seen in Return 
Mail, government entities are capable of licensing valid patents in order 
to effectuate their statutory mandate and operate government 
programs.173  If, in the course of business, the government is accused of 
infringing a valid patent, a private litigant may sue the government in 
the Court of Federal Claims under Section 1498(a).174  In effect, Section 
1498 acts like a “compulsory licensing” statute because it allows patent 
owners to sue the government for compensation, but not an injunction, 

 
164 See id. at 17. 
165 Id. (citing 37 C.F.R. §§ 42.5(d), 1.560(a)). 
166 Id. at 18.  
167 Id. 
168 Id. 
169 Id. 
170 Id. at 12-13. 
171 See H.R. REP. NO. 112-98, pt. 1, at 40 (2011), as reprinted in 2011 

U.S.C.C.A.N. 67, 69; see also S. REP. NO. 110-259, at 4 (2008) (“The legislation is 
designed to establish a more efficient and streamlined patent system that will improve 
patent quality and limit unnecessary and counterproductive litigation costs.”). 

172 Peggy Keene, Federal Government Prohibited from Raising AIA Patent 
Challenges | Return Mail v. USPS, KLEMCHUK LLP: IDEATE BLOG (June 18, 2019), 
https://www.klemchuk.com/ideate/return-main-v-usps-aia-patent-challenges-person-
requirement. 

173 See supra note 42 and accompanying text.  
174 28 U.S.C. § 1498(a). 
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when the government uses a patent without authorization.175  Therefore, 
since this “compulsory licensing” option is always available,176 the 
government has no vindictive or indiscriminate reason to initiate a post-
grant review.177  Instead, AIA reviews “separate[] the good from the 
bad, promoting patent correctness as a public good.”178 

Finally, the government is often in the best position to challenge a 
patent, so prohibiting the government from raising a challenge via AIA 
post-grant proceedings undermines Congressional aims.179  Through 
AIA review, the Patent Office may reconsider its decision to grant a 
patent application and may rescind a patent that it concludes was 
awarded erroneously.180 For instance, “[f]requently, the government is 
either the only or the primary user of a technology that has supposedly 
been patented.”181  When “the government is the predominant user of 
technology purportedly under patent, it is unlikely that any other person 
or entity would have an incentive to seek post-grant review to challenge 
the patent.”182  It is worth noting that the government is not motivated 
merely by prospect of competing technologies, but instead will likely 
only seek reexamination of patents which conflict with one of their 
regulatory objectives.183  Without the option to pursue an AIA post-
grant proceeding, agencies are left without an efficient and cost-
effective way to address patent issues related that have previously 
affected border control, emergency service, national security, public 
health, and tax collection—to name a few.184  These patents, which had 
effectively been granted in error, can have significant obstructive effects 
on private enterprise and public programs alike.185 

B. Benefits of Allowing Federal Agencies to Initiate Post-Grant 
Review Proceedings  

 
In Return Mail, the Supreme Court took the position that the federal 

 
175 Brian D. Coggio et al, Overview of Approaches to Compulsory Licensing, FISH 

& RICHARDSON (May 21, 2020), https://www.fr.com/overview-approaches-
compulsory-licensing/. 

176 Id. 
177 Brief of the R Street Institute as Amicus Curiae in Support of Respondents, 

supra note 7, at 7.  
178 Id. 
179 Id. at 10. 
180 See supra notes 23-31 and accompanying text. 
181 Brief of the R Street Institute as Amicus Curiae in Support of Respondents, 

supra note 7, at 10.  
182 Id. at 11. 
183 See Brief of Amicus Curiae Tejas N. Narechania in Support of Respondents, 

supra note 156, at 8. 
184 Id. at 2. 
185 Id. 
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government is not a “person” capable of initiating post-grant review 
proceedings under the AIA.186  In doing so, the Court chose to exclude 
a key player––the United States government––from fully engaging with 
the patent system and overlooked the invaluable benefit that 
government participation in AIA post-grant proceedings provides.187  
As the law currently stands, the statutory intent of the AIA is unfulfilled. 

Had the Court followed the recommendation of two amicus briefs 
submitted at the time of argument, the statutory intent of the AIA would 
be more fully realized.  R Street Institute (“R Street”) and Professor of 
Law Tejas N. Narechania each submitted an amicus curiae to the Court 
arguing in support of the Postal Service.188  Representing an 
ideologically conservative viewpoint, R Street is a libertarian think-tank 
that promotes “free markets and limited, effective governance.”189 
Conversely, and representing a more ideologically progressive point of 
view, Professor Narechania is an Assistant Professor of Law at the 
University of California, Berkeley School of Law, and formerly clerked 
for Justice Breyer during the 2015–2016 term.190  Both amici agreed 
that treating the government as a person best effectuates the 
Congressional intent of the AIA post-grant review provisions.191  R 
Street reasoned that government involvement in AIA post-grant review 
proceedings better served the important procedural norms and promoted 
market efficiency through maximal patent correctness.192  Separately, 
Professor Narechania focused on the role that post-grant patent review 
plays in advancing the objectives of the executive branch.193  Read 
together, the amici provide a persuasive position on why the 
government should be permitted to initiate AIA post-grant review 
proceedings.  Building from the arguments R Street and Professor 
Narechania conveyed in their amicus briefs, this Note advocates for a 
Congressional review and an amendment the AIA to include the federal 
government in post-grant review. 

 
186 See supra notes 4–5 and accompanying text. 
187 See infra Part III.  
188 Brief of the R Street Institute as Amicus Curiae in Support of Respondents, 

supra note 7; Brief of Amicus Curiae Tejas N. Narechania in Support of Respondents, 
supra note 156. 

189 Who We Are, R STREET INST., https://www.rstreet.org/ (last visited Nov. 18, 
2021). 

190 Tejas Narechania, U.C., BERKELEY L., https://www.law.berkeley.edu/our-
faculty/faculty-profiles/tejas-narechania/ (last visited Nov. 18, 2021).  

191 See Brief of the R Street Institute as Amicus Curiae in Support of Respondents, 
supra note 7, at 3–10; Brief of Amicus Curiae Tejas N. Narechania in Support of 
Respondents, supra note 157, at 8–12. 

192 See Brief of the R Street Institute as Amicus Curiae in Support of Respondents, 
supra note 7, at 12–16.  

193 Brief of Amicus Curiae Tejas N. Narechania in Support of Respondents, supra 
note 156, at 8–12. 
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The outcome of the Return Mail decision, based on the majority 
reading of the Supreme Court, illustrates that Congress may not have 
effectively conveyed its intent when promulgating the AIA.  In order to 
bring cohesion to the AIA, empower agencies to fulfill their statutory 
mandates, and promote good governance, Congress must now amend 
the Act to explicitly permit government agencies to seek AIA review.  

1. Allowing Agencies to Initiate Post-Grant Review Would 
Being Cohesion to the Patent Act  

 
For almost forty years before the passage of the AIA, the Executive 

Interpretation of “person” found in the MPEP permitted federal 
agencies to petition for ex parte reexamination of a potentially invalid 
patent.194  Once introduced, IPX reexamination also allowed for “any 
third party requestor at any time” to seek review of a potentially invalid 
patent.195  For those forty years, Congress declined to clarify whether it 
intended for the word “person” to include federal agencies,196 enabling 
the interpretation of the executive branch to decide the matter.197  
Against the backdrop of this longstanding practice, Congress enacted 
the AIA, and used the same word, “person,” as in the statutes preceding 
the AIA.198  “Congress was presumably aware of the interpretation from 
the executive branch of the word ‘person’”199 as defined in the AIA and 
within the operation of the preceding statutes, “and yet Congress chose 
to use precisely the same term, making no attempt to exclude federal 
agencies from the new provisions’ scope.”200 

In Return Mail, the Supreme Court ignored this signal of approval 
from the legislative branch for existing executive practice for patent 
review and stripped the government of the ability to participate in the 
more efficient and cost-effective AIA post-grant proceedings.201  In 
light of the robust involvement of the government with the patent 
system, the decision splinters the text and purpose of the AIA and 
truncates the  full potential of the Act to modernize the United States 

 
194 Id. at 5–6 (internal citations omitted). 
195 35 U.S.C. § 311(a); see also 35 U.S.C. §100(e). “The term “third-party 

requester” means a person requesting ex parte reexamination under section 302 who 
is not the patent owner.” 

196 Brief of Amicus Curiae Tejas N. Narechania in Support of Respondents, supra 
note 156, at 5. 

197 Id. 
198 Id. at 7. 
199 See Lorillard v. Pons, 434 U.S. 575, 580 (1978) (presuming congressional 

awareness of executive interpretations). 
200 Brief of Amicus Curiae Tejas N. Narechania in Support of Respondents, supra 

note 156, at 5. 
201 See Return Mail, 139 S. C.t at 1867 n.11. 
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patent system.  As Justice Breyer reasoned in the Return Mail dissent,  
 

[G]overnment agencies can apply for and obtain patents; 
they can maintain patents; they can sue other parties for 
infringing their patents; they can be sued for infringing 
patents held by private parties; they can invoke certain 
defenses to an infringement lawsuit on the same terms as 
private parties; they can invoke one of the pre-existing 
administrative procedures for challenging the validity of 
a private party’s patents; and they can be forced to 
defend their own patents when a private party invokes 
one of the three procedures established by the America 
Invents Act. Why, then, would Congress have declined 
to give federal agencies the power to invoke these same 
administrative procedures?202 
 

To answer the question: it would not.  Congress created the AIA 
review procedures to modernize the patent system, improve patent 
quality, and eliminate unnecessary litigation costs for both private 
litigants and the public at large.203  Therefore, in order to fully enjoy the 
benefit that AIA post-grant proceedings bring to the United States 
patent system and create cohesion with the Patent Act, Congress must 
explicitly empower government agencies to petition for AIA 
administrative review.  

2. Post Grant Proceedings Empower Agencies to Execute 
their Statutory Mandates  

 
Private actors may decide against challenging a patent in an AIA 

post-grant review procedure for any number of reasons—financial or 
otherwise.  While it is permissible for private parties to join as third-
party defendants or intervenors in a Section 1498 litigation and institute 
their own AIA post-grant review against the patent holder,204 the 
government should not be at the mercy of private actors to initiate these 
reviews.205  The ability of the government to initiate a post-grant review 
proceeding is especially important given the potential for conflict 
between an invalid patent and the regulatory objective of an agency.206  

 
202 Id. at 1871 (Breyer, J., dissenting). 
203 See H.R. REP. NO. 112-98, pt. 1, at 40 (2011), as reprinted in 2011 

U.S.C.C.A.N. 67, 69-70; S. REP. NO. 110-259, at 4, 20 (2008). 
204 Felder et al., supra note 142. 
205 See id. 
206 Brief of Amicus Curiae Tejas N. Narechania in Support of Respondents, supra 

note 156, at 12. 



 

308 WAKE FOREST J. 
BUS. & INTELL. PROP. L. 

VOL. 22 

AIA proceedings provide the government with a critical means of 
resolving disputes and promoting the public interest in a more cost 
effective and efficient manner.207  Rather than relying on the whims of 
private entities, federal agencies should be given the opportunity to take 
on the cost and resource allocation associated with challenging patents 
to ensure regulatory compliance.208  

Moreover, federal agencies often possess the expertise and 
catalogue of prior art that can assist the Patent Office in a “second look” 
at a patent application.209  The depth and breadth of knowledge housed 
within sister agencies of the Patent Office thus adds value to the AIA 
proceedings and can assist the Patent Office in fulfilling its own 
responsibilities to accurately pass upon patent applications.210  
Foreclosing the government from petitioning for review deprives the 
Patent Office of an invaluable resource for carrying out its own statutory 
mandate211 and burdens sister agencies forced into handling potentially 
invalid patents without a cost-efficient way to review them.  

3. Agency Initiation of Post-Grant Review Proceedings 
Promotes Good Governance 

 
Congress enacted the AIA post-grant review provisions in order to 

bring about an important public good: patent correctness.212  
Empowering the government with the ability to petition for AIA post-
grant review promotes good governance through increased 
participation, transparency, and due process.213  

First, opening the patent review process to include the government 
maximizes overall participation in efforts to assure patent 
correctness.214  As the owner of more than thirty-thousand patents,215 it 
is inevitable that the government will become involved in patent 
disputes.  Permitting the government to participate in AIA post-grant 

 
207 Id. 
208 See id. at 13–14. 
209 Id. at 3 (citing Oil States Energy Servs., LLC v. Greene’s Energy Grp., LLC, 

139 S. Ct. 1365, 1374 (2018)). 
210 Id. at 16.  
211 Id. at 15–16 (citing In re Morris, 127 F.3d 1048, 1054 (Fed. Cir. 1997) (“It is 

the [Patent Office]’s duty to assure that the statutory requirements for patentability are 
met.”)). 

212 See Brief of the R Street Institute as Amicus Curiae in Support of Respondents, 
supra note 7, at 4–10.  

213 See id. at 16–18. 
214 See id.  
215 Herbert J. Zeh, Jr., The Federal Funding of R&D: Who Gets Patent Rights?, 

42 JOM, no. 4, 1990, at 69, https://www.tms.org/pubs/journals/JOM/matters/matters-
9004.html#:~:text=It%20is%20estimated%20that%20the,myriad%20of%20other%2
0patent%20rights. 
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proceedings would open the doors for review of patents which are 
primarily or exclusively used by the government.216  Reviewing patents 
which currently would be excluded from AIA post-grant review would 
increase the quality and strengthen the integrity of the patent system.217   

Second, AIA post-grant review proceedings are more transparent 
and promote greater accountability within the Patent Office because 
they create a public record of the arguments and evidence of the 
government,218 whereas an ex parte reexamination instituted by the 
Director of the Patent Office would not.219  Detailed reasoning from the 
Patent Office explaining patent reconsiderations both enable patent 
owners to refine their arguments to the PTAB and enable the public to 
understand the interests and intentions of the government.220   

Third, AIA post-grant review provides more adequate due process 
than ex parte reexamination.  Unlike ex parte reexamination, AIA post-
grant review provides key aspects of due process including notice,221 
the opportunity to depose witnesses, define discovery requests,222 and 
reach resolution in a year.223  Knowing that the government is a key 
player in the patent system, these considerations cannot be taken for 
granted when determining how to effectuate the goals of the AIA to 
improve patent quality and streamlining the patent system.  
Accordingly, the government must be able to initiate AIA post-grant 
proceedings to achieve these goals.224  

 
216 Brief of the R Street Institute as Amicus Curiae in Support of Respondents, 

supra note 7, at 1–11. 
217 Id. at 16 (citation omitted) (“A successful challenge to a wrongful patent is, as 

a result, no less of a public good than the issuance of a correct patent.”).  
218 Id. at 16–17 (emphasis added) (citations omitted) (“To initiate post-issuance 

review under the AIA, a federal agency would file a petition that identifies the patent 
in dispute, prior art references, and argument showing a likelihood that the patent was 
erroneously granted. The patent owner would be notified of the petition and offered 
an opportunity to respond. Subsequently, the Patent Trial and Appeal Board would 
notify the parties of its decision whether to institute the requested proceeding; to date, 
such decisions have provided detailed reasoning on each patent claim challenged in 
the petition. As a result, the public record identifies not only the reasons for 
reconsidering the patent but also the government’s reasoning that the PTAB rejected; 
the latter could be useful to the patent owner in crafting further arguments and to the 
public in understanding the government’s interest and intentions.”).  

219 Id. at 17. 
220 Id. at 16–17. 
221 Id. at 17–18 (citing 35 U.S.C. § 12; 37 C.F.R. § 42.108(c)) (“At the initiation 

stage, AIA post-issuance review certainly provides more adequate process. The patent 
owner is entitled to file an opposition to a petition to institute AIA review, and the 
PTAB must consider the opposition in deciding whether to institute the trial.”). 

222 Id. at 18 (citing 35 U.S.C. § 316(a)(5)). 
223 Id. (citing 35 U.S.C. § 316(a)(11)). 
224 In Bozeman Financial LLC v. Federal Reserve Bank of Atlanta, the Federal 

Circuit held that banks are distinct from the government for the purposes of the AIA, 



 

310 WAKE FOREST J. 
BUS. & INTELL. PROP. L. 

VOL. 22 

C. The Potential Ramifications of an Amendment to the AIA Do 
Not Outweigh its Benefits  

 
As with any statutory amendment, revising the AIA to permit 

federal agencies to petition for AIA post-grant review proceedings will 
have downstream consequences. This section addresses the potential 
ramifications of such an amendment from a constitutional and statutory 
perspective.  

1. Potential Inter-Executive Branch Conflicts Present No 
Significant Concern  

 
Under Article II, Section 3 of the United States Constitution, the 

President "shall take Care that the Laws be faithfully executed."225  The 
ability to initiate post-grant review strengthens the ability of the 
President to honor this Article II responsibility.226  These reviews 
promote the ability of administrative agencies to challenge problematic 
patents hindering the fulfillment of their statutory mandates and enable 
them to assist the Patent Office with the accurate assessment and 
adjudication of patent applications.227  Yet, in its amicus brief, the Cato 
Institute suggested that permitting federal agencies to petition for post-
grant review raised a constitutional concern because allowing the 
government to initiate post-grant review would "undermine the 
Presidential control over the Executive Branch."228 

Specifically, the Cato Institutes presented concern over the 
“constitutional oddity of a case pitting two agencies in the Executive 
Branch against each other”229 However, substantial worry over this 

 
such that they are capable of bringing petitions for post issuance-review. 955 F.3d 971, 
975 (Fed. Cir. 2020). The court reasoned that banks are not structured like government 
agencies, do not receive any congressionally appropriated funds, have no officials 
appointed by the President or any other Government official, and that the government 
exercises limited control over the operation of banks. Id. Thus, the Federal Circuit’s 
decision enables banks to petition IPR, PGR, and CBM review. Id.  Though the court 
reached its decision on merits that distinguish banks from traditional federal agencies, 
the outcome aligns with the purpose of this Note: government participation in post 
issuance proceedings is good public policy.  

225 U.S. CONST. art. II, § 3. 
226 Brief of Amicus Curiae Tejas N. Narechania in Support of Respondents, supra 

note 156, at 17. 
227 See id. at 16–17. 
228 Id. at 17; see also Brief for the Cato Institute and Professor Gregory Dolin as 

Amici Curiae in Support of Petitioner, supra note 6, at 7-11.  
229 Brief of Amicus Curiae Tejas N. Narechania in Support of Respondents, supra 

note 156, at 20 (citing Brief for the Cato Institute and Professor Gregory Dolin as 
Amici Curiae in Support of Petitioner at 8–11, Return Mail, 139 S. Ct. 397 (No. 17-
1594) (internal citations omitted)). 
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event is unwarranted since permitting the government to initiate AIA 
post-grant review presents no real risk of dividing the executive branch 
against itself.230  When an agency petitions for review at the PTAB, it 
is not adverse to the Patent Office; rather, the agency is adverse to the 
patentee, and the Patent Office serves as the arbiter of the dispute.231  
Accordingly, the PTAB is more analogous to the immigration courts of 
the Justice Department, which oversee the proceedings between the 
Department of Homeland Security and specific individuals.232  This 
scenario, where one agency is an adversarial party in the forum of 
another agency, has never been held per se unconstitutional.233 

Furthermore, even if an agency did appeal a PTAB decision to the 
Federal Circuit, “there is no real concern that the Patent Office would 
find itself adverse to an independent-agency petitioner.”234  To date, the 
Patent Office has never intervened under Section 143 against another 
agency on appeal.235  This statistic is logical since “the Patent Office 
typically intervenes to defend the cancellation of a patent, generally 
when the prevailing petitioner has declined to defend the Patent Office’s 
decision on appeal[.]”236  Where an agency has successfully challenged 
a private patent, the Patent Office and the petitioning agency would be 
aligned on appeal, and no Article II frustration exists.  

Conversely, if the Patent Office affirmed the validity of a private 
party’s patent, there would still be no constitutional clash.237  “It is 
[common] for agencies . . . to have differ[ent] interpretations of federal 
law, [as it is common] for one agency to appeal a decision of 
another.”238  The Article II responsibilities of the President would not 
be in uprooted if this situation came about within the context of AIA 
post grant proceedings; this type of discourse is part of the 
administrative landscape.  Neither patent law, nor the litigants involved, 
should be treated any differently. 

2. Statutory Adjustments: The Estoppel Provision  
 

Though not addressed by the majority or dissenting opinion of the 

 
230 Id. at 21. 
231 Id. 
232 Id. (citing Pereira v. Sessions, 138 S. Ct. 2105, 2112 (2018)). 
233 Id. 
234 Id.  
235 Brief of Amicus Curiae Tejas N. Narechania in Support of Respondents, supra 

note 156, at 20 (citing Brief for the Cato Institute and Professor Gregory Dolin as 
Amici Curiae in Support of Petitioner at 8–11, Return Mail, 139 S. Ct. 397 (No. 17-
1594) (internal citations omitted)). 

236 Id.  
237 Id. at 22. 
238 Id. 
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Supreme Court, it is worthwhile to revisit Judge Newman’s concerns 
about AIA post-grant review initiated by the government and 
estoppel.239  In her Federal Circuit dissent, Judge Newman focused on 
the lack of an estoppel provision in the CBM statute, Section 
18(a)(1)(B), when compared to the patent infringement statutes 35 
U.S.C. §§ 315(e) and 325(e).240  Though the government can be sued 
for infringement in the Court of Federal Claims,241 this tribunal is absent 
from the lists mentioned in Section 18(a)(1)(B). Without adding the 
Court of Federal Claims to the list of tribunals, the government could 
challenge a private patent through an AIA proceeding at the Patent 
Office without invoking estoppel of the same challenge in court.  This 
gives the government “two bites at the apple,”242 and is an incomplete 
remedy to the Return Mail decision.  

Therefore, should Congress decide to amend the AIA to grant the 
PTAB jurisdiction over post-grant review proceedings initiated by the 
government, the estoppel clause must also be addressed.  As Judge 
Newman declared, the “statutory balance[] of administrative challenge 
in exchange for finality is the foundation of the America Invents 
Act.”243  Accordingly, the AIA should be amended to best realize the 
Congressional intent to improve patent quality, promote efficient 
procedure, and eliminate unnecessary litigation costs.244 

IV. CONCLUSION 
 

Through various review proceedings, the Patent Office may 
reconsider its decision to grant a patent application and rescind a patent 
that it concludes was awarded erroneously.  Correctness in patents is an 
important public good and serves public and private parties alike.  Yet, 
in Return Mail, the Supreme Court chose to exclude a key player––the 
United States government and its federal agencies––from fully 
participating in these proceedings.245  In doing so, the Court frustrated 
the intent of the AIA and overlooked the invaluable benefit that 

 
239 See Return Mail, Inc. v. U.S. Postal Serv., 868 F.3d 1350, 1371–74 (Fed. Cir. 

2017) (Newman, J., dissenting). 
240 See id. at 1372; see also 35 U.S.C. §§ 315(e), 325(e). 
241 Mary Ellen Costner Williams & Diane E. Ghrist, Intellectual Property Suits in 

the United States Court of Federal Claims, U.S. CT. FED. CLAIMS (Oct. 4, 2017), 
https://www.uscfc.uscourts.gov/node/2927. 

242 Leahy-Smith America Invents Act, Pub. L. No. 112-29, § 18(a)(1)(B), 125 
Stat. 284 (2011).  

243 See Return Mail, 868 F.3d at 1374 (Newman, J., dissenting). 
244 See H.R. REP. NO. 112–98, pt. 1, at 40 (2011), as reprinted in 2011 

U.S.C.C.A.N. 67, 69; see also S. REP. NO. 110-259, at 20 (2008). 
245 Return Mail, Inc. v. U.S. Postal Serv., 139 S. Ct. 1853, 1859 (2019). 
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government participation in AIA post-grant proceedings provides.246   
If Congress wants the U.S. patent system to function as efficiently 

and streamlined as desired, it is imperative that Congress amend the 
AIA and make explicit that the government is capable of instituting 
post-grant review proceedings.  The government plays an integral role 
in the patent system which cannot be overlooked.  Amending the AIA 
to explicitly permit the government to initiate post-grant review 
proceedings under the AIA fulfils Congressional intent to increase 
efficiency, improve patent quality, and limit unnecessary costs.247  Full 
realization of this Congressional intent depends on statutory 
amendment.   

 
246 See infra Part III.A. 
247 See H.R. REP. NO. 112–98, pt. 1, at 40 (2011), as reprinted in 2011 

U.S.C.C.A.N. 67, 69; S. REP. NO. 110-259, at 4, 20 (2008). 


